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In the Court of Appeals of the District of Columbia 


No. 2022. 

Edward B. Moore. Commissioner of Patents, Appellant, 

vs. 

United States of America ex It el. Tore G. E. Lindmark. 


a Supreme Court of the District of Columbia. 

At Law. No. 55113. 

United States of America ex Rel. Tore G. E. Lindmark, 

Relator, 

v. 

Edward B. Moore, Commissioner of Patents, Respondent. 

United States of America, 

District of Columbia, ss: 

Be it remembered, that in the Supreme Court of the District of 
Columbia, at the City of Washington, in said District, at the times 
hereinafter mentioned, the following papers were filed and proceed¬ 
ings had in the above-entitled cause, to wit 

1 Petition. 

Piled November 14, 190K. 

In the Supreme Court of the District of Columbia. 

At Law. No. 51113. 

United States of America ex Ret. Tore G. E. Lindmark, 

Relator, 

v. 

Edward B. Moore, Commissioner of Patents, Respondent. 

To the Honorable the Justices of the Supreme Court of the District 
of Columbia: 

1. The above-named relator respectfully shows to the court that he 
is a subject of the King of Sweden and a resident of Stockholm, 
Sweden; that the respondent, Edward B. Moore, is the Commis- 
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sioner of Patents, duly qualified and acting as such, and that said 
respondent was such commissioner and acting as such at the time of* 
the occurrence between the parties hereinafter mentioned. 

2. \our relator turther shows: That heretofore, to wit, on the 
19th day of January, 1908, in the manner prescribed by law, vour 
petitioner filed an application for patent for an exhaust heater for 
compound motors, which patent was granted and issued November 
1, 1904, No. 773,657. 

3. That thereafter, to wit, on the 31st day of October, 1903, one 

Sebastian Z. de Ferranti, of Hempstead, in the county of 
2 London, London, England, filed an application for patent 
for a steam turbine, serial No. 179,407, and thereafter, on 
the 9th day of March, 1905, filed an application, serial No. 249,253, 
as a division of said application, serial No. 179,407. 

4. That thereafter an interference proceeding was instituted and 
declared on the 8th day of August, 1905, between the said applica¬ 
tion of said De Ferranti, serial No. 249,253, and the said patent of 
your petitioner, said interference being numbered 25044. 

5. That thereafter, pursuant to the rules and practice of the Pat¬ 
ent Office, preliminary statements were filed by both parties; that the 
said De Ferranti in his statement alleged inter alia that he filed an 


application for a British patent for the invention of his application 
in interference on the 11th day of November, 1902, and that your 
petitioner in his statement alleged inter alia that he filed an applica¬ 
tion l »r a Swedish patent for the invention of his patent in inter- 
feience on the 18th day of June, 1902, and that he disclosed his in¬ 


vention to others in this country on or about the 15th day of Octo¬ 
ber, 1902. 


6. That rule 118 of the Rules of Practice of the United States 


Patent Office then in force was as follows: 


Times will be assigned in which the junior applicant shall com¬ 
plete his testimony in chief and in which the other party shall com¬ 
plete the testimony on his side, and a further time in which the 
junior applicant may take rebutting testimony; but he shall take no 
other testimony. If there be more than two parties to the interfer¬ 
ence, the times for taking testimony will be so arranged that each 
shall have an opportunity to prove his case against prior applicants 
and to rebut their evidence, and also to meet the evidence of junior 
applicants. 


And that on the 2d day of March, 1906, pursuant to the rules and 
practice of the Patent Office, ami particularly rule 118 
3 thereof, a notice was issued bv the Patent Office setting times 
for taking testimony and for the final hearing; that the 
parties thereafter entered into and filed a stipulation that they have 
to and including May 1, 1906, in which to make motions to dis¬ 
solve “or any other motions they severally may desire to make and 
that in the meantime all proceedings herein shall be stayed,” and 
that subsequently on the 20th day of March, 1906, the Patent Office 
approved said stipulation and fixed the times for hiking testimony 
and for the final hearing as follows: 


No testimony to be taken before Mav 1, 1906; De Ferranti’s testi- 

V * w r 


3 


UNITED STATES OF AMERICA EX REL., ETC. 

mony in chief to close July 2, 1000; Lindmark's testimony to close 
September 4, 1000; I)e Ferranti's rebuttal testimony to close Sep¬ 
tember 19, 1906; final hearing November 19, 1906. 

^ 7. That rule 114 of the Rules of Practice of the United States 
Patent Office then in force was {is follows: 

If the junior party to an interference, or if any party thereto 
other than the senior party, fails to file a statement, or if his state¬ 
ment fails to overcome the prinui facie case made by the respective 
dates of applications, such party will be notified by the examiner 
of interferences that judgment upon the record will be rendered 
against him at the expiration of thirty days unless cause is shown 
why such action should not be taken. Within this period any of 
the motions permitted bv the rules may be brought. Motions 
brought after judgment on the record has been rendered will not 
be entertained unless sufficient reasons appear for the delay. 

And that pursuant to the rules and practice of the Patent Office, 
and particularly rule 114 thereof, on the 23d day of March, 1906, 
and before the dates set for the taking of testimony, the following 
motion for judgment on the record was made by your petitioner: 

And now comes Tore G. E. landmark, by his attorney, and upon 
the record dates of Landmark and De Ferranti herein, and upon 
the allegations of l)e Ferranti in his preliminary statement, moves 
for judgment of priority in his favor against De Ferranti. 

Reference will also be made to landmark's preliminary state¬ 
ment. 

4 8. That thereafter, on the 12th day of April, 1906, the 

motion having been argued and submitted to the examiner 
of interferences, he rendered a decision granting said motion for 
judgment on the record and awarding priority of invention of your 
petitioner. 

9. That thereafter the said De Ferranti appealed from said de¬ 
cision of the examiner of interferences to the board of examiners in 
chief, and on the 19th day of October, 1906, the appeal having been 
argued and submitted to said board, they rendered a decision affirm¬ 
ing the decision of the examiner of interferences. 

10. That thereafter the said De Ferranti appealed from said de¬ 
cision of the board of examiners in chief to the Commissioner of 
Patents, and on the 17th day of March. 1907, the appeal having 
been argued and submitted to the said Edward B. Moore, then as¬ 
sistant commissioner, he rendered a decision affirming the decision 
of said board. 

11. That thereafter the said De Ferranti appealed from said de¬ 
cision of the Assistant Commissioner of Patents to the court of ap¬ 
peals for the District of Columbia, and on the 11th day of February, 
1908, the appeal having been argued and submitted to the court, it 
rendered a decision reversing the judgment of the Commissioner of 
Paten ts 

12. That thereafter it became the duty of the Patent Office pur¬ 
suant to the statutes and the rules of practice in such case made and 
provided, and particularly ride 118 of said Rules of Practice, to set 
new T times for the taking of testimony in said interference proceed- 
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ing, and your petitioner became (* -titled to take testimony in sup¬ 
port of the facts alleged in his preliminary statement in conformity 
with said statutes and rules and in accordance with the regular and 
established practice in interference proceedings, and accordingly 
your petitioner tiled a formal request that times for taking testimony 
be set bv the examiner of interferences; and on the 12th day of 
March, i908, the request having been considered by the examiner 
of interferences, he denied said request and refused to permit vour 
petitioner to take testimony in support of the facts alleged in his 
preliminary statement. 

5 13. That thereafter, pursuant to the statutes and the rules 

of practice in such case made and provided, your petitioner 
appealed from said decision of the examiner of interferences to 
the Commissioner of Patents, and, pursuant to rule 157 of said Rules 
of Practice, also petitioned the said Commissioner of Patents tor 
leave to take certain testimony, in support of the facts alleged in his 
preliminary statement, taken by him in a companion interference, 
No. 24,459, and on the fttli day of April, 1908, the appeal and peti¬ 
tion having been argued and submitted to the said Edward B. Moore, 
the said Commissioner of Patents, he rendered decisions allirming the 
examiner of interferences and denying the said petition and refused 
to permit your petitioner to take testimony in support of the facts 
alleged in his preliminary statement. 

14. That thereafter your petitioner petitioned the Court of Ap¬ 
peals to instruct the Commissioner of Patents, the said respondent, 
to give such instruction or make such order, judgment, or decree as to 
it might seem meet, to establish and reserve your petitioner’s right to 
take testimony in support of his preliminary statement and to a final 
hearing based upon said testimony, pursuant to the statutes and the 
rules and practice of the Patent Office in such cases made and pro¬ 
vided; and on the 2d day of June, 1908. the said court rendered a 
decision denying the said petition on the ground that it. was without 
jurisdiction to allow such petition. 

15. That thereafter your petitioner petitioned the Commissioner 
of Patents to vacate his decision of April 0, 1908. and Pc Ferranti 
filed a formal protest against the consideration of said petition and 
asked that it be dismissed without hearing; that thereafter, on the 
10th day of July, 1908, the commissioner heard argument on said 

petition, and on the 3d day of October, 1908, rendered a de¬ 
ft eision denying Lindmark’s petition and refusing to vacate his 
decision of April ft. 1908. 

lft. All of which will more fully and at length appear and be 
shown in the record exhibits which accompany this petition, to wit: 

Exhibit 1 : Declaration of interference. No. 25.044. August 8, 1905. 

Exhibit 2: Preliminary statement of De Ferranti, tiled September 
25, 1905. 

Exhibit 3: Preliminary statements of landmark, filed October 27 
and December ft. 1905. 

Exhibit 4: Notice fixing times for hiking testimony, March 2. 

1906. 

Exhibit 5: Stipulation extending times to make motions, filed 
March lft, 190ft. 
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Exhibit 6: Second notice fixing times for taking testimony, March 
20, 1900. 

Exhibit 7: Motion bv Landmark for judgment on the record, filed 
March *23, 1906. 

Exhibit 8: Stipulation in re motion for judgment on the record, 
filed March *28, 1906. 

Exhibit 9. Decision of examiner of interferences awarding 
judgment on the record, dated April 12, 1906. 

Exhibit 10: Appeal to examiner in chief, filed May 16, 1906. 

Exhibit 11 : Decision of examiner in chief affirming examiner of 
interferences, dated October 19. 1906. 

Exhibit 12: Appeal to commissioner, filed November 8, 1906. 

Exhibit 13: Decision of assistant commissioner affirming exami¬ 
ners in chief, dated March 19. 1907. 

Exhibit 1-1 : Appeal to the Court of Appeals, filed April 19. 1907. 

Exhibit lo : Petition of appeal to Court of Appeals, and reasons 
therefor. 

Exhibit 16: Decision of Omit of Appeals reversing commissioner, 
dated February 11 1908. 

# » 7 

Exhibit 17: Request by Lindmark to set times for taking testi¬ 
mony, filed March 7, 1908. 

Exhibit 18: Refusal of examiner of interferences to fix times for 
taking testimony, dated March 12, 1908. 

Exhibit 19: Petition and appeal to commissioner, filed March 17, 
1908. 

Exhibit 20: Decision of commissioner affirming examiner of in¬ 
terferences and denying petition, filed April 6. 1908. 

Exhibit 21 : Petition to the Court of Appeals. 

7 Exhibit 22: Decision of Court of Appeals denying petition, 

tiled June 2, 1908. 

Exhibit 23: Petition of Lindmark to commissioner, filed June 11, 
1908. 


Exhibit 24: Protest of De Ferranti, filed June 12, 1908. 

Exhibit 25: Decision of commissioner denying petition, filed Octo¬ 
ber 3, 1908. 

Exhibit 26: Official index of the interference De Ferranti v. 
Lindmark'. 

Exhibit 27: Supplemental official index of the interference De 
Ferranti v. Lindmark. 

Exhibit 28: File wrapper of the application of De Ferranti in in¬ 
terference. 

Exhibit 29: File wrapper of the Lindmark patent in interference. 

17. That your petitioner was entitled, as a matter of right, under 
the statutes and rules of practice of the Patent Office in such case 
made and provided, and particularly under sections 4904 and 4905 
of the Patent Laws, and rules 93 to 132, inclusive, and rules 154 to 
163, inclusive, of the Rules of the United States Patent Office, and 
more specifically rule 118 thereof, to take testimony in support of 
the facts alleged in his preliminary statement and to a hearing based 
on such testimony preliminarily to the rendition of final judgment 
of priority in said interference proceedings; that the Commissioner 
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of Patents, by his refusal to fix times for the taking of testimony, 
by his refusal to permit your petitioner to take testimony in support 
of the facts alleged in his preliminary statement, by his affirmance 
of the examiner of interferences in said appeal, and by his denials of 
said petitions, exceeded his authority and performed an act not 
within his discretion; and that by such acts of the said Edward B. 
Moore. Commissioner of Patents, your petitioner was and is deprived 
of a legal right vested in him by the laws of the United States relating 
to the granting of letters patent for inventions, and is entirely with¬ 
out redress or remedy unless this honorable court by writ of man¬ 
damus shall interpose in his behalf. 

8 18. That the action of the said Edward B. Moore, Com¬ 

missioner of Patents, in the premises is a matter of public 
concern. 

Whereupon your petitioner prays that a writ of mandamus may 
be issued by this honorable court to the said Edward B. Moore, 
Commissioner of Patents, commanding him— 

First. To vacate and set aside his said decisions, and the said de¬ 
cision of the examiner of interferences refusing to fix times for tak¬ 
ing testimony in said interference proceedings and refusing to per¬ 
mit your petitioner to take testimony in support of the facts alleged 
in his preliminary statement. 

Second. To issue a notice directed to the parties herein fixing 
times for the taking of testimony and for a final hearing in said in¬ 
terference proceedings. 

And that all further proceedings in these matters in the United 
States Patent Office be stayed pending the final determination of 

this cause. 

And as in duty hound vour petitioner will ever pray, etc. 

(Signed) TORE G. E. LINDMARK. 

(Signed) GEO. R. HAMLIN, 

GEO. J. HARDING, 

FRANK S. BUSSER, 

Attorneys and Counsel. 


United States Consulate General, 

Stockholm, Sweden, ss: 

Tore G. E. Lindniark, being duly sworn, deposes and says that 
he has read the foregoing petition by him signed and knows the 
contents thereof; that the statements therein contained are true to 
his own knowledge, except as to those matters therein stated to be 
on information and belief, and as to such matters he verily believes 
them to be true. 

(Signed) TORE G. E. LINDMARK. 

Subscribed and sworn to before me this 31st day of October, 1908. 

[seal.] EDWARD L. ADAMS, 

Consul-General of the United States of America. 


| Fee Stamp. | 


9 


UNITED STATES OF AMERICA EX REL., ETC. 

2-390. 


7 


United States of America, 
Department of the Interior, 

United States Patent Office. 

To all to whom these presents shall come, Greeting: 

This is to certify that the annexed is a true copy from the Records 
of this Office of the Declaration of Interference; 

Papers 4, 6, 13, 15,16, 17, 19, 22, 24; 

Appeal to the Examiners-in-Chief filed May 16, 1906; 

Decision of the Examiners-in-Chief, October 19, 1906; 

Appeal to the Commissioner, filed November 8, 1906; 

Decision of the Assistant Commissioner, March 19, 1907; 

Notice of Appeal to the Court of Appeals filed April 19, 1907; 
Papers 31, 32, 33, 35; and 

Index in the matter of Interference Number 25,044, de Ferranti 
vs. Lindmark. Subject-matter: Steam Turbines. 

In testimony whereof I have hereunto set my hand and caused 
the seal of the Patent Office to be affixed at the City of Washington, 
this 20th day of June, in the year of our Lord one thousand nine 
hundred and eight and of the Independence of the United States 
of America the one hundred and thirtv-second. 

[seal.] EDWARD B. MOORE, 

Commissioner of Patents. 

10 Exhibit No. 1. 


2-251. 


Room No. —. 


Letter. 

All communications should be addressed to “The Commissioner 
of Patents, Washington, D. C.” 


25044. 

C. M. Department of the Interior, 

United States Patent Office, 
Washington, D. C., July 31, 1905. 190. 

Examiner of Interferences: 

An interference is found to exist between the following cases, and 
in respect to the invention therein specified, to wit: 

Cases. 

1. Name, Sebastian Z. de Ferranti. Declaration of Interference 
of Aug. 8, 1905. Time for filing statement set for 3 Oct., 1905. 

Post-office address, # 31 Lvndhurst Road, Hampstead, London, 
N. W., England. 
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Title, Steam Turbines. 

Filed Mar. 9, 1905; Ser. No. # 249,253; Pat’d-; No. —. 

Division of application filed Oct. 31, 1903, # 179,407. 

Attorney-, Sjiear. Middleton. Donaldson Spear, of Washington, 


D. C. 

Associate Att’y, 
Assignee.- 


of 


of 


i i 


2. Name, Tore G. E. landmark. 

Post-ottiec address, Bjorkhagen, Langholmen, Stockholm, Sweden. 
Title, Exhaust Heater for Compound Elastic-Fluid Motors. 

Filed Jan. 16, 1903; Ser. No. 139,262; pal’d Nov. 1, 1904; No. 

3.057. 


Attorney. Park Benjamin, of New York City. 

Associate Att’y,-, of-. 

Assignee,-, of-. 

3. Name,-. 

Post-office address. -. 


Title,-. 

Filed,-, —. Ser. No. —; pat'd-; No. —. 

Attorney,-, of-. 

Associate Att’y.-, of-. 

Assignee,-, of-. 


invention. 

1. The combination with a plurality of elastic-fluid motors 
wherein said fluid undergoes progressive expansions, means for 
augmenting the temperature of said fluid prior to each expansion 
by an amount progressively increasing from the first expansion to 
the last. 

2. In combination with a plurality of elastic-fluid motors disposed 
in series, means for augmenting the temperature of said fluid prior 
to entrance to each motor by an amount progressively increasing 
from the first admission to the last, 

26361b2ml2-06. 

11 3. In combination with a plurality of elastic-fluid turbines 

in which said fluid is progressively expanded disposed in 
series, means interposed between successive turbines for augmenting 
the temperature of the working fluid by amounts progressively in¬ 
creasing from the initial admission end of the series to the final 
exhaust. 

4. In combination with a plurality of elastic-fluid motors wherein 
said fluid undergoes progressive expansions, means for maintaining 
uniform the temperature of said fluid at the inlets of the several 
motors. 

5. The combination of a plurality of elastic-fluid turbine-wheels, 
a shaft supporting the same, a casing, partitions in said wising form¬ 
ing successive chambers, conduits exterior to said casing and con¬ 
necting said chambers in series, and means for heating said con¬ 
duits. 
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6. The combination of a plurality of elastic-fluid turbine-wheels, 
a shaft supporting the same, a casing, partitions in said casing form¬ 
ing successive wheel-chambers, conduits exterior to said casing and 
connecting said chambers in series, and a duct for conveying heated 
gas; the said connecting-conduits extending into said duct. 


Counts. 

Ferranti. 

Lindmark. 

1 

35 

1 

2 

36 

2 

3 

37 

3 

4 

38 

4 

5 

39 

5 

6 

40 

6 


Counts compared. 
REYNOLDS. 


H. WRIGHT, 

Act’g Examiner, Division XVIII. 


Exhibit No. 2. 
United States Patent Office. 


Interference No. 25044. 

In the Matter of the Interference Between Sebastian Zlani de 
Ferranti and Tore Gustav Emanuel Lindmark. 

Preliminary Statement of Sebastian Ziani de Ferranti. 

Sebastian Ziani de Ferranti, Engineer, of 31, Lyndhurst Road, 
Hampstead, London, England, being duly sworn, doth depose and 
say that he is a party to the above numbered interference declared 
by the Commissioner of Patents dated August Stli, 1005, between his 
application. Serial No. 249,253, filed March 9th, 1005, “Steam Tur¬ 
bines,” which was itself divided off from his Patent application, 
Serial No. 170,407 filed October 31st, 1003. “Steam Turbines,” and 
the Patent, No. 773,057 dated November 1st, 1904, granted to Tore 
Gustav Emanuel Lindmark, of Stockholm, Sweden, for “Exhaust 
heater for Compound Motors,' the application in pursuance of 
which said patent was granted having been filed by him on January 
10th, 1903, bearing the Serial No. 130,202; that he conceived and 
made the invention set forth in the declaration of interference in 
or about the month of March. 1902, being at that time in England; 
that patents for such invention were obtained as follows: 

Application filed in Great Britain on November 11th, 1902, under 
No. 24781 Specification published on the 3rd March, 1904, Patent 
granted on April 26th, 1004. 

Application filed in Great Britain on April 2nd, 1903, under No. 
7685. specification published on the 21st April, 1904, Patent granted 
on June 14th, 1904. 
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Application filed in Austria on April 21st, 1903, under No. 
A2076, which application is still pending 

13 Application filed in Belgium on November 7th, 1903, 
under No. 138,052 Patent granted on the 20th February, 

1904, under Patent No. 173,500. 

Application filed in Sweden on November 7th, 1903, under No. 
2005, which application is still pending, 

Application filed in France on November 10th, 1903, specifica¬ 
tion published on the 20th March, 1904, and the Patent was also 
granted on that date under No. 338,470. 

Application filed in Denmark on November 10th, 1903, under 
No. 1366, specification published on October 3rd, 1904, and patent 
issued on January 7th, 1905, under No. 7217. 

Application filed in Spain on the 10th November, 1903, under 
No. 2067, specification published on the 18th November, 1903, Pat¬ 
ent granted 13th January, 1904, under Patent No. 32845. 

Application filed in Hungary on the 11th November, 1903, under 
No. 14272, specification published on the 19th August, 1905, Pat¬ 
ent not yet issued. 

Application filed in Norway on the 11th November, 1903, under 
No. 17002, application is still pending. 

Application filed in Switzerland on the 11th November, 1903, 
under No. 33674 specification published on the 12th December, 
1904, and the Patent was granted on the 15th January, 1905, under 
No. 30634. 

Application filed in Russia on the 17/30th November, 1903, 
under No. 22462, which application is still pending. 

Application filed in the Transvaal on the 30th November, 1903, 
under No. 496/03, specification published on or about the 1st 
March, 1904, Patent granted on the 1st December, 1903, under No. 
496/03. 

Application filed in New South V ales on the 8th December, 1903, 
under No. 13743. Sj >eeification published on or about the 11th 
March, 1904, Patent granted on the 14th January, 1904, 

14 under No. 137-43. 

Application filed in Victoria on the 9th December 1903 
under No. 21189, specification published on or about the 20th July 
1904, Patent granted on the 7th April 1904 under No. 21189. 

Application filed in Cape Colony on the 26th November 1903 
under No. 2993A. Patent granted under No. 2993A. 

Application filed in Natal on the 28th November 1903 under No. 
36/1904, Patent issued under No. 36/1904. 

Application filed in Germany on the 18th March 1904 under 
reference No. F 18676, application is still pending. 

Application filed in Germany on the 28th November 1903 under 
reference No. F 18241, which application is still pending. 

Application filed in Austria on the 30th November 1903, which 
application is still pending. 

Application filed in Denmark on the 7th September 1904 under 
No. 1030/04, which application is still pending. 
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Application filed in Canada on the 12th November 1904 under No. 
114766- which application is still pending. 

Application filed in Sweden on the 29th December 1904 under No. 
2261/04, which application is still pending. 

That his invention has never been described in a printed publicar 
tion by him other than by the issue of copies of the Specifications of 
the various patents so far published as set out hereabove. That the 
knowledge of this invention was introduced into the United States 
by the sending thereto of the papers in connection with the applica¬ 
tion for patent which, as he is informed and doth verily believe were 
despatched from London, England, and the 20th October, 1903 by 
his English Patent Agents, Messrs. Marks & Clerk, of 18, Southamp¬ 
ton Buildings, in the County of London, England, with a letter to 
their United States correspondent, General Ellis Spear of 
15 Messrs. Spear, Middleton, Donaldson & Spear, of 1003, F 
Street, Washington, D. C., the Attorney of Record, instruct¬ 
ing the said Ellis Spear to file such application and soliciting his 
services in procuring a patent therefor in the United States. That 
he is informed that this letter with the application papers was re¬ 
ceived by the said Ellis Spear and the application filed in the United 
States Patent Otlice on October 31st 1903. That, under the 
provisions of the International Convention for the protection of in¬ 
dustrial property, to which Great Britain and the L nited States are 
parties, he claims the date of conceiving and making his invention 
forming the subject matter of the present interference in England, 
namely, March i002, or failing this he claims the date of his appli¬ 
cation for Patent in Great Britain, viz: November 11th 1902 as the 
date of the invention forming the subject matter of the present in¬ 
terference and forming part of his invention of “Improvements in 
Steam Turbines” set out in his United States Patent application, 
serial No. 179407, above referred to, such United States application 
being embodied and covered by the said British application and the 
Patent No. 24781 of 1902 granted thereon, and also by the British 
Patent No. 7685 of 1903, dated April 2nd 1903, as is established by 
the certified copies of the British Patents Nos. 24781 02 and 7685 of 
1903, now produced and shown to him and attached hereto and 
marked respectively “S. Z. de F 1 ” and “S. Z. de F 2 .” 

(Signed) SEBASTIAN ZIANI DE FERRANTI. 

Sworn to and (/escribed before me on this, the 13th day of Septem 
ber A. D. 1905, at London, England. 

[seal.] RICHARD WESLANDT, 

Vice and Deputy Consul-General of the United 

States of America at London, England. 
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16 Exhibit No. 3. 

Statement of Lindmark. 

Filed Oct. 27, 1905. 

Approved Nov. 2, 1906. 

K. V. D. 

In the United States Patent Office. 

Lindmark and Ferranti. Interference. Exhaust Heater for Com¬ 
pound Elastic-Fluid Motors. No. 25044. Declared Aug. 8, 
1905. 

Stockholm, 

Sweden , ss: 

Tore G. E. Lindmark. being duly sworn, deposes and says: 

I am the patentee of United States Patent No. 773,657, for Ex¬ 
haust Heater for Compound Elastic-fluid Motors, dated November 1. 
1904. involved herein. 1 conceived the invention set forth in the 
claims of said patent here in isme on or about the 1st day of June. 
1902. and was at that time a resident of Stockholm. Sweden. The 
said invention first came into the United States at the following time 
and in the following manner: 

On or about the 4th day of October 1902 the Aktiebolaget de 
Lavals Angturbin of Stockholm. Sweden, addressed and mailed a 
letter to Mr. Francis J. A rend, an officer of the De Laval Steam 
Turbine Company at the place of business of said company at 74 
Cortlandt Street. New York, and sent therewith a description and 
drawing of the Exhaust Heater as set forth in my aforesaid patent. 
Said Arend received said letter and description and drawing at 74 
Cortlandt Street. New York City, on or about the 15th day of Octo¬ 
ber 1902. and on or about the 15th day of October. 1902. did deliver 
the same to my attorney, who prepared therefrom the s|>eei- 

17 fieation and drawings of my Letters Patent aforesaid. 

I have made application for Letters Patent for the inven¬ 
tion set forth in the issue herein in the following named countries 
foreign to the United States: 

In Sweden June IKth 1902 
In Germany Nov 5th 1902. 

I have not made or sold any apparatus embodying the subject- 
matter of the issue in the United States. 

TORE GUST A F EMANUEL LINDMARK 

U. S. Const late General, 

Stockholm, Sweden. 

Sworn to before me this 10th day of October, 1905. 

[consular seal.] EDWARD .T. ADAMS, 

U. S. Consul-General. 
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18 25044-13. 

Statement of Lindmark. 

Filed Dec. 6, 1905. 

Approved March 1, 1906. 

R. F. W. 

In the United States Patent Office. 

Lindmark and Ferranti. Interference. Exhaust Heater for Com¬ 
pound Elastic-Fluid Motors. No. 25044. Declared Aug. 8. 
1905. 


Stockholm, 

Sue den, ss: 

Tore (1. E. Lindmark, being duly sworn, deposes and says: 

I am the patentee of United States Patent No. 773,657 for Ex¬ 
haust Heater for Compound Elastic-fluid Motors, dated November 1, 
1904, involved herein. I conceived the invention set forth in the 
claims of -aid patent here in issue on or about the 1st day of June, 
1902, and was at that time a resident of Stockholm, Sweden. The 
said invention first came into the United States at the following 
time and in the following manner: 

On or about the 4th day of October 1902 the Aktiebolaget de 
Lavals Angturbin of Stockholm, Sweden, addressed and mailed a 
letter to Mr. Francis 4. A rend, an officer of the De Laval Steam Tur¬ 
bine Company at the place of business of said company at 74 Cort- 
landt Street, New York, and sent therewith a description and draw¬ 
ing of the Exhaust Heater as set forth in my aforesaid patent. Said 
Arend received said letter and description and drawing at 74 Cort- 
landt Street, New \ork City, on or about the 15th day of October, 
1902. and on or about the 15th day of October, 1902, did deliver 
the same to my attorney, who prepared therefrom the specification 
and drawing of my Letters Patent aforesaid. 

19 l have made application for Letters Patent for the inven¬ 

tion set forth in the issue herein in the following named 
countries foreign to the United States: 

In Sweden, June 18th, 1902, 

In Germany, Nov. 5th, 1902. 

I have not made or sold any apparatus embodying the subject- 
matter of the issue in the United States. 

The invention has not been patented abroad or described in any 
printed publication. 

TORE GUST A F EMANUEL LINDMARK. 

Sworn to before me this 22nd day of November, 1905. 

EDWARD J. ADAMS, 

U. S. Consul-General. 


[c onsular seal. 
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Exhibit No. 4. 
Paper No. 15. 


2-214. 


Room No. 63. 

All communications should he addressed to “The Commissioner 
of Patents, Washington, D. C.” 

M. A. Department of the Interior, 

United States Patent Office, 

Washington, D. C., March 2, 1906. 

U. S. Patent Office, 
Mar. 2, 1906, 
Mailed. 

Before the Examiner of Interferences. 

No. 25044 A. 

In re Interference 
De Ferranti 

v. 

Linpmark. 

Steam Turbines. 

The partie- to the above-entitled interference are hereby notified 
that their preliminary statements are approved, and that testimony 
must be taken, forwarded, and printed in accordance with the pub¬ 
lished Rules of Practice of the office. 

The dates of filing and the serial numbers of the applications are 
given, and the times for taking testimony and for final hearing are 
set as follows: 

No testimony to be taken before March 23, 1906. 

Sebastian Z. de Ferranti filed March 9, 1905, No. 249,253, Divis¬ 
ion of application No. 179,407, filed Oct. 31, 1903. Testimony in 
chief to close June 23, 1906. 

Tore G. E. Lindmark filed January 16, 1903, No. 139,262, Pat¬ 
ented November 1. 1904, No. 773,657. Testimony to close July 23, 
1906. 

De Ferranti’s rebuttal testimony to close August 23, 1906. 

Final hearing October 8, 1906. at 11 A. M. 

C. C. BILLINGS, 

Examiner of Interferences. 
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21 Exhibit No. 5. 

Intf. No. 25044, Paper No. 16. 


Mail Room, 

Mar. 17, 1906, 

U. 8. Patent Office. 

203 Broadway, New York City, March 16, 1906. 

Interference No. 25044. 

De Ferranti 

v. 

Lindmark. 

Steam Turbines. 

Hon. Commissioner of Patents, Washington, D. C. 

Sir: I forward herewith stipulation extending time for motions 
to May 1, 1906, in re the above interference. 

Respectfully, PARK BENJAMIN, 

Attorney for Lindmark. 

22 Mail Room, 

Mar. 17, 1906, 

U. S. Patent Office. 

In the United States Patent Office. 

Interference No. 25044. 

De Ferranti 
v. 

Lindmark. 

Steam Turbines. 

It is hereby stipulated aud agreed, the Hon. Commissioner of 
Patents consenting, that the parties hereto shall have to and includ¬ 
ing May 1, 1906, in which to make motions to transmit to the Pri¬ 
mary Examiner, motions to dissolve this interference or any other 
motions they severally may desire to make, and that in the mean¬ 
time all proceedings herein shall be stayed. 

Dated New York, March 14, 1906. 

PARK BENJAMIN, 

Attorney for Lindmark. 
SPEAR, MIDDLETON, 
DONALDSON & SPEAR, 
Attorney- for de Ferranti. 
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23 Exhibit No. 6. 

Paper No. 17. 

K. V. D. 

Hoorn No. *263. 

All communications should be addressed to “The Commissioner of 
Patents, Washington, D. C.” 

Department of the Interior, 

United States Patent Office, 
Washington, D. C., March 20, 1906. 

Before the Examiner of Interferences. 

U. S. Patent Office, 
Mar. 20, 1906, 
Mailed. 

No. 25044 A. 

In re Interference 
De Ferranti 

V8. 

Lindmark. 

Steam Turbines. 

In view of the fact that the parties to the above entitled interfer¬ 
ence live abroad, the stipulation of the 17th instant, that the time 
for filing motions be extended to and including May 1, 1906, has 
been approved. All the times herein are therefore extended as fol¬ 
lows : 

No testimony to be taken before May 1. 1906. De Ferranti’s tes¬ 
timony in chief to close July 2, 1906. 

Lindmark\s testimony to close September 4, 1906. De Ferranti’s 
rebuttal testimony to close September 19, 1906. 

Final hearing November 19. 1906. at 11 A. M. 

C. C. BILLINGS, 
Examiner of Interferences. 
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Intf. No. 25044, Paper No. 19. 
In the United States Patent Office. 
Interference No. 25044. 

De Ferranti 

v. 

Lindmark. 


To Messrs. Spear, Middleton, Donaldson A: Spear, Attorneys for de 
Ferranti, Washington, D. C. 

Sirs: Vienne to take notice, that on Wednesday March 28th at 
10:30 A. M., or as soon thereafter as counsel can be heard, I shall 
present to the Examiner of Interferences the annexed motion for 
judgment in favor of landmark as against de Ferranti, herein. 
Dated New York, March 21. 1900. 

Respectfully yours, PARK BENJAMIN, 

Attorney for Lindmark. 


Service of the above notice and motion acknowledged this 23 day 
of March. 1906 

SPEAR, MIDDLETON. DONALDSON & 
SPEAR. Aft';/8 for Ferranti. 
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In the United States Patent Office. 
Interference No. 25044 
De Ferranti 


v. 

Lindmark. 


And now comes Tore G. E. Lindmark, by his attorney, and upon 
the record dates of landmark and de Ferranti herein, and upon the 
allegations of de Ferranti in his preliminary statement, moves for 
judgment of priority in his favor against de Ferranti. 

Reference will also be made to landmark’s preliminary statement 

TORE G. E. LINDMARK, 

By PARK BENJAMIN, 

Hi8 Attorney. 


[Endorsed:] Docket clerk, U. S. Patent Office, Mar. 23, 1906. 


3—2022a 




EDWARD B. MOORE, COMMISSIONER OF PATENTS, VS. 


Exhibit No. 8. 

Intf. No. 25044, Paper No. 22. 

In the United States Patent Otlice. 
Interference No. 25044. 

De Ferranti 


Lin dm ark. 

To the Commissioner of Patents: 

it is hereby stipulated and agreed by and between the respective 
parties to the above entitled interference that the parties de Fer¬ 
ranti and Landmark who are involved in this interference are the 
same parties, de Ferranti and landmark, who tiled the applications 
for foreign patents specified in the oaths attached to their respective 
U. S. applications and in their preliminary statements, and that the 
de Ferranti and Lindmark named herein are the same de Ferranti 
and Lindmark named in the interference No. 25459. 

Very respectfullv, 

SPEAK, MIDDLETON, DONALDSON & 
SPEAK, Att’ya for I)c Ferranti. 

PAKK BENJAMIN, Att'y for Lindmark. 

27 Exhibit No. 9. 

Pui >er No. 24. 

Recorded, Vol. 79, Page 133. 

S. C. 0. 

United States Patent Office. 

No. 25044 A. 

De Ferranti 

v. 

Lindmark. 

Steam Turbines. 

Application of Sebastian /. de Ferranti filed March 9, 1905, No. 
249,253; division of application liled October 31, 1903, No. 179,407. 

Application of Tore (1. E. Lindmark liled January 10, 1903, No. 
139,262; patented November 1, 1904, patent No. 773,057. 

Messrs. Spear, Middleton, Donaldson A: Spear attorneys for 
de Ferranti. 

Mr. Park Benjamin and Messrs. Wilkinson & Fisher attorneys 
for Lindmark. 

The invention involved in this interference is an improvement 
in steam turbines. 
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The case conies up on a motion by Landmark for judgment in 
his favor. No testimony has been taken, but the parties have stipu¬ 
lated that the facts are as set forth below. 

Lindmark applied for a Swedish {latent on the invention in issue 
on June 18, 1902, and for a German patent on November 5, 1902. 
He filed his application in this country on January 1G, 1903, and 
was granted a patent on November 1, 1904. 

28 I)e Ferranti applied for a patent in Great Britain on 

November 11, 1902, and filed his application in this country 
on October 31, 1903. 

Lindmark was the first to file a foreign application and was also 
the first to file an application in this country. Both his foreign 
and his United States applications were filed prior to March 3, 1903, 
the date of the amendment of Section 4887 of the Revised Statutes 


giving to foreign applications for patent filed within twelve months 
of the filing of applications in this country the same force and effect 
as the same applications would have if filed in this country on the 
date on which such applications were filed in the foreign country. 


L)e Ferranti’s 


foreign application was filed prior and his United 


States application was filed subsequent to the passage of the Act of 
March 3, 1903. 


The dates referred to are set forth below in tabulated form: 


Lindmark.— Swedish Application June 18, 1902; 

German Application November 5, 1902. 

De Ferranti.— British Application November 11, 1902. 

Lindmark. —United States Application January 16, 1903. 

Act of March 3, 1903. 

De Ferranti.— United States Application Oct. 31, 1903. 

Lindmark.— United States Patent granted November 1, 1904. 

In his preliminary statement de Ferranti claims in this interfer¬ 
ence the benefit of the date — March, 1902, when he conceived the 
invention in England. That he is not entitled to this date 
29 under the law is too well settled to require discussion. The 
case, therefore, rests upon the rights of the parties as deter¬ 
mined by the dates of filing of their foreign and United States ap¬ 
plications. 

It is contended on behalf of Lindmark that he is entitled to judg¬ 
ment under the provisions of the Act of March 3, 1903, as interpreted 
by the Commissioner in Brown r. Lindmark, 109 O. G., 1071, and 
Stiff r. Galbraith. 107 O. G., 2532, and counsel for de Ferranti base 
their opposition to Lindmark’s motion for judgment on the same 
c&«es. In the decisions referred to the question before the Com¬ 
missioner was whether a party who had filed a United States appli¬ 
cation prior to March 3, 1903, should be permitted to take testi¬ 
mony abroad relative to the filing of a prior foreign application, for 
the purpose of obtaining the benefit of the filing date of the foreign 
application, as provided in the Act of March 3, 1903. In both 
cases the Commissioner held that the Act of March 3, 1903, was 
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not intended to have and did not have a retroactive effect, and that 
its provisions did not apply to United States applications filed prior 
to March 3. 1903. In neither of these cases was the question raised 
or decided as to whether a foreign application filed prior to March 
3, 1903, would inure to the benefit of a United States application 
filed subsequent to that date. As landmark's United States appli¬ 
cation was filed prior to March 3. 1903, he cannot under the ruling 
of the Commissioner he given the benefit of the filing date of his 
foreign application. De Ferranti’s United Spites application was 
filed subsequent to March 3, 1903, and he contends that under the 
Act of that date he should he given the benefit of his foreign appli¬ 
cation. notwithstanding that such foreign application was filed prior 
to the passage of the Act. As above stated, the question raised by 
de Ferranti s contention was not raised or passed upon in Stiff v. 

Galbraith or in Brown r. landmark. If de Ferranti is en- 
30 titled to the filing date of his foreign application, he must 
prevail in this interference despite tlie fact that he was later 
than landmark in tiling a foreign application and also later in filing 
his United States application. Can a party he considered the first in¬ 
ventor by reason of the fact that he was the last to file a 1 nited 
States application for patent? It does not seem that the Act of 
March 3. 1903. could have been intended to produce this result, and 
an examination of the Commissioner’s decisions in the cases above 
referred to clearly shows that the reason* upon which he based his 
decision that a United States application filed prior to March 3, 1903, 
could derive no benefit from a prior foreign application, are equally 
applicable to the ca*e of a party who files a United States application 
subsequent to March 3. 1903, and desires to secure the benefit of a 
foreign application filed prior to that date.. 

In deciding Stiff r. Galbraith the Commissioner made the fol¬ 
lowing statement: 

“It is to be noted that the second clause of the law refers only to 
the filing of an application and its effect, and by similar reasoning 
it would seem that it applies only to applications filed under the 
amended law. It appears, furthermore, that to apply it to eases 
filed before the pas-age of the amendment might disturb vested 
rights, ft might render invalid patents which were valid before the 
passage of the amendment. It does not merely make competent evi¬ 
dence that which was not evidence before, as contended by Galbraith, 
but confers upon the applicant a distinct right which he did not 
have before. It does not enable him to prove what he has done bv 
evidence of different character, but attaches a different legal effect 
to the act itself. Prior to the amendment of the law the filing of a 
foreign application or other acts informed abroad were not acts of 
invention within the meaning of the law (Rousseau r. Brown, 104 
O. G., 1120). whereas under the amended law the filing of a foreign 
application within twelve months before the application here is an 
act of invention which confers upon the applicant a distinct right. 
It appears, therefore, that the second clause of section 4887. Revised 
Statutes, was not intended to have and should not be given a retro¬ 
active effect." 

To permit a foreign application filed prior to March 3, 1903, to 
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inure to the benefit of a United States application filed after 
: >1 that date, would make the Act of March 3, 1903, retroactive, 
and might disturb vested rights to as great an extent as 
would the extension of the provisions of that Act to United States 
applications filed prior to that date. Prior to the passage of the Act 
referred to, Lindmark, according to the facts as stipulated by the 
parties to tliis interference, was the prior inventor both in law and 
in fact. 11 is right to a United States patent for his invention was 
absolute under the law, and this right can now be taken away 
from him and conferred upon de Ferranti only by giving a retro¬ 
active effect to the Act of March 3, 1903. If Lindmark’s patent had 
been granted prior to March 3, 1903, the Act of that date would, 
under the construction contended for by de Ferranti, invalidate that 
patent, despite the fact that it had been lawfully granted to the first 
inventor. landmark, thereby vesting in him a right to the protection 
of the patent laws. 

It was held by the Supreme Court of the United States in McClurg 
v. Kingsland, 1 How.. 20*2, that there is no limitation of the right 
of Congress to modify patent laws at pleasure, “so that they do not 
take away the rights of property in existing patents/’ From the 
facts in this ease it clearly appears that the construction of the 
Statute contended for by de Ferranti might have the effect of taking 
away “the rights of property in existing patents/’ Furthermore, 
Congress did not express any intention that the Act should be given 
a retrospective effect, and it is a well settled rule of construction that 
statutes not in terms retrospective should not be construed to affect 
past transactions, especially where such construction would work an 
injustice. 

As stated by the Commissioner in Stiff v. Galbraith, citing Rous¬ 
seau r. Brown. C. D. 1903, 592, the filing of an application for a 
foreign patent was not, prior to the passage of the Act of March 
3. 1903. an act of invention. That act made the filing of 
32 a foreign application, when taken in connection with the 
filing of a United States application, an act of invention 
The filing of a foreign application even under the Act of March 3, 
1903, is of no effect under the law of this country unless an ap¬ 
plication for patent is filed in this country within twelve months of 
the filing of the foreign application. The two acts, that of filing a 
foreign application and that of filing a United States application, 
are continuous and both must be performed in order to call into ac¬ 
tion the Act of March 3. 1903. The filing of the foreign and the 
United States applications together constitute, under the law, the 
“act of invention” in the United States as of the date of the foreign 
application, and as the Act of March 3, 1903, is held not to be 
retroactive, it does not operate upon a foreign any more than upon 
a United States application filed prior to the passage of that act. 

The motion is granted and priority of invention of the subject- 
matter involved in this interference is awarded to Tore Gustaf 
Emanuel Lindmark. the senior party. 

Limit of appeal will expire Mav 2, 1906. 

C. C. KILLINGS, 

Examiner of Interferences. 


April 12, 1906. 
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33 Exhibit No. 10. 

$10 Received May 16, 1906. Chief Clerk, U. S. Patent Office. 

Intf. No. 25044, Paper No. 1. 

Appeal No. 27505. Paper No. 1. 

Reason# of Appeal. 

Interference No. 25044 A. 

De Ferranti 

v. 

Lindmark. 

Steam Turbines. 

To the Commissioner of Patents: 

Appeal i> hereby taken from the decision of the Examiner .of In¬ 
terferences granting the motion made by and on behalf of the party 
Lindmark for judgment on the record. 

On behalf of the appeal it is alleged that the Examiner erred in 
granting the motion, that he erred in awarding priority to Lind¬ 
mark. and that he erred in holding that the party Lindmark is en¬ 
titled to the benefit of the date of filing of his foreign application. 
Yerv respectfully, 

SPEAR. MIDDLETON, DONALDSON & 
SPEAR. Atfijs for De Ferranti. 

34 Copy. 

Exhibit No. 11. 

Appeal No. 27505, Paper No. 6. 

Decision. 

Recorded. Yol. 32%, p. 207. 

U. S. Patent Office, October 19, 1906. 
Before the Examiners-in-Chief, on Appeal. 

Appeal No. 27505. 

In the Matter of the Interference between the Application of Se¬ 
bastian Ziam de Ferranti, Filed March 9, 1905, Division of an 
Applic •ation Filed October 31, 1903, and the Patent to Tore 
Gustaf Emanuel Lindmark, No. 773,657, Granted November 1, 
1904: Application Filed January 16, 1903. Interference No. 
25044 

Improvement in Steam Turbines. 

M<*ssrs. Spear. Middleton, Donaldson & Spear for do Ferranti; 

Mr. Park Benjamin and Messrs. Wilkinson Fisher for Lind¬ 
mark. 
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This is an appeal by de Ferranti from a decision of the examiner 
of interferences awarding priority to Lindmark, the senior party. 

The facts of the case, as clearly stated by the examiner of inter¬ 
ferences, are as follows: 

“Lindmark applied for a Swedish patent on the invention in issue 
on June 18, 1902, and for a German patent on November 5, 1902. 
He filed his application in this country on January 16, 1903, and 
was granted a patent on November 1, 1904. 

De Ferranti applied for a patent in Great Britain on November 
11, 1902, and filed his application in this countrv on October 31, 
1903. 

Lindmark was the first to file a foreign application and was also 
the first to file an application in this country. Both his foreign and 
his United States applications were filed prior to March 3, 1903, the 
date of the amendment of Section 4887 of the Revised Statutes giv¬ 
ing to foreign applications for patent filed within twelve months of 
the filing of applications in this country the same force and effect 
as the same applications would have if filed in this country on the 
date on which such applications were filed in the foreign country. 

De Ferranti’s foreign application was filed prior and his United 
States application was filed subsequent to the passage of the Act of 
March 3, 1903. 

The dates referred to are set forth below in tabulated form: 

Lindmark.— Swedish Application June 18, 1902; 

German Application November 5, 1902. 

De Ferranti.— British Application November 11, 1902. 

36 Lindmark. —United States Application January 16, 1903. 

Act of March 3, 1903. 

De Ferranti. —United States Application Oct. 31, 1903. 

Lindmark.— United States Patent granted November 1, 1904.” 

The decision appealed from contains the following: 

“It is contended on behalf of Lindmark that he is entitled to 
judgment under the provisions of the Act of March 3, 1903, as in¬ 
terpreted by the Commissioner in Brown v. Lindmark, 109 O. G., 
1071 and Stiff v. Galbraith, 107 O. G., 2532, and counsel for de 
Ferranti base their opposition to landmark’s motion for judgment 
on the same cases. In the decisions referred to the question before 
the Commissioner was whether a party who had filed a United States 
application prior to March 3, 1903, should be permitted to take tes¬ 
timony abroad relative to the filing of a prior foreign application, 
for the purpose of obtaining the benefit of the filing date of the for¬ 
eign application, as provided in the Act of March 3, 1903. In both 
cases the Commissioner held that the Act of March 3, 1903. was not 
intended to have and did not have a retroactive effect, and that its 
provisions did not apply to United States applications filed prior to 
March 3, 1903. In neither of these cases was the question raised or 
decided as to whether a foreign application filed prior to March 3. 
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1903, would inure to the benefit of a United States application filed 
subsequent to that date. 

****** * 

As stated by the Commissioner in Stiff v. Galbraith, citing Rous¬ 
seau v. Brown, C. D. 1903, 592, the filing of an application for a 
foreign patent was not, prior to the passage of the Act of March 
3, 1903, an act of invention. That act made the filing of a foreign ap¬ 
plication. when taken in connection with the filing of a United States 
application, an act of invention. The filing of a foreign application 
even under the Act of March 3, 1903, is of no effect under the law 
of this country unle?* an application for patent is filed in this coun¬ 
try within twelve months of the filing of the foreign application. 
The two acts, that i\ filing a foreign application and that of filing a 
United States application, are continuous and both must be per¬ 
formed in order to call into action the Act of March 3, 1903. The 
filing of the foreign and the United States applications together con¬ 
stitute, under the law, the “act of invention" in the United States as 
of the date of the foreign application, and as the Act of March 3, 
1903, is held not to he retroactive, it does not operate upon a foreign 
any more than upon a United States application filed prior to the 
passage of that act.’’ 

We agree with the examiner of interferences that the second clause 
of the Act of March 3, 1903, does not apply to either foreign or 
domestic applications filed prior to its date, and that neither party 
to the present interference can derive any benefit from his 
36 foreign application. This conclusion entitles Landmark to an 
award of priority by virtue of his seniority as an applicant 
for a United States patent, and he is therefore held to be the first 
and original inventor of the issue. 

The decision of the examiner of interferences is affirmed. 

Limit of appeal will expire November 8, 1906. 

T. G. STEWARD, 

J. H. BRICKENSTEIN, 

JOHN M. COIT, 

Examiner 8-in-Chief. 
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$20.00 Received Nov. N, 1906. II. Chief Clerk. U. S. Patent Office. 

Intf. No. 25044, Paper No. 1. 

Interference #25044. 


De Ferranti 

v. 

Lindmark 

To the Commissioner of Patents: 

Appeal is hereby taken to the Honorable Commissioner of Patents 
from the decision of the Board of Examiners-in-Chief awarding 
priority of invention to landmark. 
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In support of the appeal it is alleged that the Board erred in 
holding that de Ferranti is not entitled under the convention to the 
(late of filing of his earliest foreign application; that the Board erred 
in holding that the second clause of Section 4887 as amended by the 
act of March 4, 1908 does not apply to a foreign application filed 
prior to its date where the corresponding U. S. Application was filed 
after the passage of the act, and the Board erred in awarding priority 
of invention to the party Landmark. 

An oral hearing is respectfully requested. 

Respect full v, 

SPEAR, MIDDLETON, DONALDSON & 
SPEAR, Att'ys. 

38 Exhibit No. 13. 

December 12, 1906. S. E. T. 

Intf. No. 25044, Paper No. 3. 

Comm’r’s Decision. 

Recorded, Vol. 87, Page 123. 

Intf. No. 25044. 

United States Patent Office 

De Ferranti 
v. 

Lindmark. 

Steam Turbines. 

Appeal from Examiners-in-Chief. 

Application of Sebastian Z. de Ferranti filed March 9. 1905 No 
249,253. 

Patent granted Tore G. E. Lindmark November l. 1904. No. 

( /3,bo7. 


Messrs. Spear. Middleton, Donaldson At Spear lot* de Ferranti. 
Mr. Park Benjamin and Messrs Wilkinson & Fisher for Lindmark. 


This is an appeal by de Ferranti from tin* decision of the exami¬ 
ners-in-chief affirming the decision of the examiner of interferences 
awarding priority of invention to Lindmark. 

The invention in issue relates to an improvement in steam tur¬ 
bines. 


No testimony was taken by either party, hut the facts as stated in 
the decision of the examiner of interferences, and stipulated or con 
ceded bv the parties, are as follows: 
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“Lindmark n]>]*liecl for a Swedish patent on the invention in issue 
on June 18, 1902, and for a German patent on November 5, 1902. 
He filed his application in this country on January 10, 1903, and was 
granted a patent on November 1. 1904. 

“He Ferranti applied for a patent in Great Britain on November 
11, 1902, and filed his application in ibis country on October 31. 
1903. 


“Landmark was the first to file a foreign application and was also 
the first to file an application in this country. Both his for- 
39 eign and his United States applications were filed prior to 
March 3, 1903, the date ol* the amendment of Section 4887 of 
the Revised Statutes giving to foreign applications for patent filed 
within twelve months of the filing of applications in this country the 
same force and effect as the same applications would have if filed in 
this country on the date on which such applications were filed in the 
foreign country. 

“De Ferranti’s foreign application was filed prior and his United 
States application was filed subsequent to the passage of the Act of 
March 3, 1903. 

“The dates referred to are set forth below in tabulated form: 


“Lixdmark.— Swedish Application, June 18, 1902; 

German Application, November 5, 1902; 
“De Ferranti.— British Application, November 11, 1902; 
“Lixdmark. —United States Application, January 16, 1903; 


“Act of March 3, 1903. 


“De Ferranti.— United States Application, October 31, 1903, 
“Lixdmark. —United States Patent granted November 1, 1904.” 


The primary examiner and the examiners-in-chief held that the 
second clause of tlie Act of March 3, 1903, does not apply to either 
foieign or domestic applications filed prior to its date, and that 
neither party to the present interference can derive any benefit from 
his foreign application. They awarded priority to Lindmark who 
was the first to file his application in this country. 

In mv opinion the conclusions of the lower tribunals are correct. 

De Ferranti contends that under the decisions of the present Com¬ 
missioner in Stiff v. Galbraith (107 O. G., 2532), and Brown v. 
Lindmark (109 O. G., 1071), Lindmark can obtain no benefit from 
his foreign application because hi- United States application was filed 
prior to the Act of March 3, 1903. It is also contended by de Fer¬ 
ranti that inasmuch a> his own United States application was filed 
subsequent!v to March 3. 1903, he is entitled to the benefit of his 
British application of November 11, 1902, and since this is prior to 
Lindmark’.* United States application filed January 16, 1903, he is 
entitled to the award of priority of invention. This contention is 
believed to be incorrect. 

The second clause of Section 4887 of the Revised Statutes, as 
amended March 3, 1903, reads as follows: 
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40 “An application for putent for an invention or discovery 
or for a design filed in this country by any person who has 

previously regularly filed an application for a patent for the same 
invention, discovery, or design in a foreign country which, by 
treaty, convention, or law, affords similar privileges to citizens of 
the United States shall have the same force and effect as the same 
application would have if filed in this country on the date on which 
the application for patent for the same invention, discovery, or de¬ 
sign was first tiled in such foreign country, provided the application 
in this country is filed within twelve months in cases within the 
provisions of section forty-eight hundred and eighty-six of the 
Revised Statutes, and within four months in cases of designs, from 
the earliest date on which any such foreign application was filed. 
But no patent shall be granted on an application for patent for an 
invention or discovery or a design which had been patented or de¬ 
scribed in a printed publication in this or any foreign country more 
than two years before the date of the actual filing of the applica¬ 
tion in this country, or which had been in public use or on sale in 
this country for more than two years prior to such filing.” 

The statute does not state in express terms whether it is retro¬ 
spective in its effect. Unless it clearly appears to have been the in¬ 
tention of the enacting body that the statute is to be given a retro¬ 
active effect, it is a well settled rule that the law is not to be con¬ 
strued retrospectively and this is especially true where such a con¬ 
struction will affect vested rights. The Supreme Court of the United 
States in Ileong v. United States (112 U. S., 536, 559) said it is the 
settled doctrine of this court that— 

“words in a statute ought not to have a retrospective operation un¬ 
less they are so clear, strong and imperative that no other meaning 
can be annexed to them, or unless the intention of the legislature 
cannot be otherwise satisfied.” 

The present Commissioner of Patents in the cases of Stiff v. 
Galbraith and Brown v. Landmark, supra, held that the Act of 
March 3. 1903, was not intended to have and did not have a retro¬ 
active effect. In the former decision, the Commissioner said: 

“It is to be noted that the second clause of the law refers only to 
the filing of an application and its effect, and by similar reasoning 
it would seem that it applies only to applications filed under 

41 the amended law. It appears, furthermore, that to apply it 
to cases filed before the passage of the amendment might dis¬ 
turb vested rights. It might render invalid patents which were 
valid before the passage of the amendment. It does not merely 
make competent evidence that which was not evidence before, as 
contended by Galbraith, but confers upon the applicant a distinct 
right which he did not have before. It does not enable him to 
prove what he has done by evidence of different character, but at¬ 
taches a different legal effect to the act itself. Prior to the amend¬ 
ment of the law the filing of a foreign application or other acts per¬ 
formed abroad were not acts of invention within the meaning of 
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the law, {Rousseau v. Brown, 10-1 O. (i., 11*22,) whereas under the 
amended law tiie tiling of a foreign application within twelve months 
before the application here is an act of invention which confers 
upon the applicant a distinct right. It appears, therefore, that the 
second clause of section 4K87, Revised Statutes, was not intended to 
have and should not be given a retroactive effect.” 

In both of the above cited cases the United States applications 
were filed prior to March 3, 1903. The present case differs there¬ 
from in that de Ferranti’s domestic application was filed subse¬ 
quently to March 3, 1903, and his foreign application prior thereto. 
The reasons upon which the conclusions were based in the above de¬ 
cisions appear to be equally applicable to the present case. To give 
the United States application filed subsequently to the date of the 
act the benefit of the foreign application filed prior to the act, would 
make the act retroactive and might disturb vested rights and render 
invalid patents which were valid before the act, in the same man¬ 
ner as would the extension of the provisions of that act to applica¬ 
tions filed in the United States prior to the date of the act. 

In the present case, under the statutes in force prior to March 3, 
1903, Landmark had an undoubted right to a patent at the time 
he filed his United States application on January 10, 1903. Rut 
if the Act of March 3. 1903, is given the construction contended 
for bv de Ferranti, this right was taken from him by the passage 
of the act. Furthermore, had Lindmark’s patent issued prior to 
March 3. 1903. his patent which was valid at the date of its 
4*2 issue would he rendered invalid bv the act. Such a con¬ 
struction would make the act retrospective under the fol¬ 
lowing definition given by the Supreme Court of the I nited States 
in Sturges r. Carter. 114 U. S., 519,— 

‘‘Upon principle, every statute which takes away or impairs 
vested rights acquired under existing laws, or creates a new obliga¬ 
tion. imposes a new duty, or attaches a new disability, in respect to 
transactions or considerations already past, must be deemed retro¬ 
spective.” 

Again the application of de Ferranti can be given the benefit of 
his foreign application only by construing the act retroactively, 
Prior to the Act of March 3. 1903. the filing of a foreign applica¬ 
tion was not an act of invention. That statute makes the filing 
of a foreign application, followed within twelve months by an ap¬ 
plication in this country, an act of invention and confers a distinct 
right upon the applicant. The filing of the foreign application and 
the filing of the domestic application are related and continuous 
acts, and both must be performed to secure the benefit of the Act of 
March 3. 1903. The filing of the two applications constitutes the 
“act of invention” in the I nited States as of the date of the foreign 
application. Where the domestic application was filed subsequently 
to March 3, 1903, and the foreign application prior thereto, it is, 
therefore, only by giving the act a retroactive effect that the foreign 
application can inure to the benefit of the domestic application. 

Since, as stated above, the act cannot he construed retrospectively, 
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and since Lindniark \va> the first to file his application in the United 
States, he is entitled to the award of priority. 

The decision of the examiners-in-chief is affirmed. 

E. B. MOORE, 
Assistant Commissioner. 

March 19, 1907. 


43 Exhibit No. 14. 

In the United States Patent Office. 
Before the Commissioner of Patents. 
No. 25044. 


Ferranti 

v. 

Lindmark. 


Steam Turbines. 


And now comes Sebastian Z. de Ferranti, by Spear, Middleton, 
Donaldson cV: Spear, his attorneys, and gives notice to the Com¬ 
missioner of Patents of his appeal to the Court of Appeals of the 
District of Columbia from the decision of the said Commissioner 
rendered on or about the 19th day of March, 1907, awarding priority 
of invention to T. G. E. Lindmark in the above entitled case and 
assigns as his reasons of appeal the following: 

First. That the Commissioner erred in holding that the conclu¬ 
sions of the lower tribunals were correct. 

Second. That the Commissioner erred in holding that the said 
de Ferranti was not entitled to the benefit of his British application 
of Nov. 11, 1902. 

Third. That the Commissioner erred in taking the view that to 
give de Ferranti the benefit of the filing date of his British applica¬ 
tion would he to make the act of March 3, 1903, retrospective. 

Fourth. That the Commissioner erred in holding that the act of 
March 3. 1903, does not apply to all applications filed in the United 

States after the passage of the act. 

Fifth. That the Commissioner erred in holding that the act of 
March 3. 1903, only applies to those applications filed in the United 
States after the passage of the act in which the foreign applications 
were also filed after the passage of the act. 

44 Sixth. That the Commissioner erred in awarding priority 

of invention to Lindmark. 

Seventh. That the Commissioner erred in not awarding priority 


of invention to de Ferranti. 

Respect full v. 

SPEAR, MIDDLETON, DONALDSON & 
SPEAR, Atfifs for de Ferranti. 

Att’vs for de Ferranti. 
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45 Exhibit No. 15. 

In the Court of Appeals of the District of Columbia. 

In re Interference # 25044. 

No. 439, Patent Appeal Docket. 

De Ferranti, Appellant, 

V8. 

Lindmark. 

To the Court of Appeals of the District of Columbia: 

Your petitioner, Sebastian Z. de Ferranti, of Hempstead in the 
County of London, England, respectfully represents: 

That he is the original and first inventor of certain new and use¬ 
ful improvements in Steam Turbines; 

That on the 9th day of March, 1905, in the manner prescribed by 
law, he i resented his application to the Patent Office, praying that 
a patent he issued to him for the said invention; 

That thereafter, to wit, on the Nth day of August, 1905, an in¬ 
terference proceeding was instituted and declared between his said 
application and a pending application of one, T. G. E. Lindmark, 
serial number 139,202, filed Jan. 10, 1903, for a similar invention; 

That the subject-matter of said interference as set forth in the 
official declaration was as follows: 

1. Li combination with a plurality of elastic-fluid motors wherein 
>aid fluid undergoes progressive expansions, means for augmenting 
the temperature of said fluid prior to each expansion by an amount 
progressively increasing from the first expansion to the last. 

2. In combination with a plurality of elastic-fluid motors disposed 
in series, means for augmenting the temperature of said fluid prior 
to entrance to each motor by an amount progressively increasing 
from the first admission to the last. 

3. In combination with a plurality of elastic-fluid turbines 
4fi in which said fluid is progressively expanded disposed in 
series, means interposed between successive turbines for aug¬ 
menting the temperature of the working fluid by amounts pro- 
gre-'ively increasing from the initial admission and of the series to 
the final exhaust. 

4. In combination with a plurality of elastic-fluid motors wherein 
said fluid undergoes progressive expansions, means for maintaining 
uniform the temperature of said fluid at the inlets of the several 
motors. 

5. The combination of a plurality of elastic-fluid turbine-wheels, 
a >haft supporting the same, a casing, partitions in said casing form¬ 
ing successive chambers, conduits exterior to said casing and con¬ 
necting said chambers, in series, and means for heating said con¬ 
duits. 

6. The combination of a plurality of elastic-fluid turbine-wheel 9 , 
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a shaft supporting the same, a cn ing, partitions in said easing form¬ 
ing successive wheel-chambers, conduits exterior to said casing and 
connecting said chambers in series, and a duct for conveying heated 
gas; the said connecting-conduits extending into said duct. 

That thereafter, to-wit, on the 12th day of April, 1906, prelimi¬ 
nary statements having been filed, and the case submitted on a 
motion made by Lindmark for judgment on the record, the Ex¬ 
aminer of Interferences rendered a decision awarding priority of 
invention to the said Lindmark; 

That pursuant to the statutes and the rules of practice in the 
Patent Office in such case made and provided, said de Ferranti ap¬ 
pealed from the said adverse decision of the Examiner of Interfer¬ 
ences to the Board of Examiners-in-Chief, and the case having been 
argued and submitted to said board, a decision was rendered bv said 
board on the 19th day of October, 1906, affirming the decision of 
the Examiner of Interferences. 

That thereafter, pursuant to said statutes and rules, de Ferranti 
appealed from the said adverse decision of the Board of 
47 Examiners-in-Chief to the Commissioner of Patents, and the 
same coming on to be heard and having been argued and 
submitted, a decision was, on the 19th day of March, 1907, rendered 
by the Commissioner adverse to your petitioners, affirming the de¬ 
cision of the Board of Examiners-in-Chief and awarding priority of 
invention to the said Lindmark; 

That on the 19th day of April, 1907, vour petitioner, pursuant to 
sections 4912 and 4913, Rev. Stat. United States, gave notice to the 
Commissioner of Patents of his appeal to this Honorable Court from 
his decision awarding priority of invention to said Lindmark, as 
aforesaid, and filed with him, in writing, the following reasons of 
appeal: 

“First. That the Commissioner erred in holding that the con¬ 
clusion* of the lower tribunals were correct. 

Second. That the Commissioner erred in holding that the said 
de Ferranti was not entitled to the benefit of his British application 
of Nov. 11, 1902. 

Third. That the Commissioner erred in taking the view that to 
give de Ferranti the benefit of the filing date of hi* British applica¬ 
tion would be to make the act of March 3, 1903, retrospective. 

Fourth. That the Commissioner erred in holding that the act of 
March 3, 1903, does not apply to all applications filed in the United 
States after the passage of the act. 

Fifth That the Commissioner erred in holding that the act of 
March 3, 1903, only applies to those applications filed in the United 
States after the passage of the act in which the foreign applications 
were also filed after the passage of the act. 

Sixth. That the Commissioner erred in awarding priority of in¬ 
vention to Lindmark. 

Seventh. That the Commissioner erred in not awarding priority 
of invention to de Ferranti.” 

That the Commissioner of Patents has furnished your petitioner 
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a certified transcript of the record and proceedings relating 

48 to said interference case, which transcript is tile*l herewith 
and is to he deemed and taken as a part hereof. 

Wherefore your petitioner prays that his said appeal may he 
heard upon and for the reasons assigned therefor to the Commis¬ 
sioner, as aforesaid, and that said appeal may he determined and 
the decision of the Commissioner he revised and reversed, that justice 
may be done in the premises. 

Res | >ec tfullv, 

SEBASTIAN Z. DE EERRANTI, 

Bv SPEAR, MIDDLETON, DONALDSON & 
SPEAR, A tt’ifs. 

JAMES M SPEAR, 

Of Counsel. 

A. M. T. 

A true copy. 

Test: 

HENRY W. HODGES, 

Clei'k of the Court of Appeal* of the 
[seal] District of Columbia. 

49 Exhibit No. 16. 

Patent Appeal No. 439. 

Sebastian Z. de Ferranti. Appellant, 

vs. 

Tore G. E. Lindmark. 


This is an appeal from the decision of the Commissioner of Pat¬ 
ents awarding priority of invention to appellee on a motion for 
judgment on the record. It appears that both parties to this con¬ 
trovert’ are foreign inventors. No evidence was taken in the Patent 
Olfice. Both parties rely on their respective dates of filing their ap¬ 
plications, either here or abroad. Both parties are claiming the right 
to a patent for the same invention, which relates to certain improve¬ 
ments in steam turbines. The appellant, De Ferranti, filed his ap¬ 
plication for patent on the invention in controversy in Great Britain 
November 11, 190*2, and in the United States on October 31, 1903 
The appellee, Lindmark, filed his application for a patent in Sweden 
June 18, 1902, and in the United States on January 16, 1903. It 
will be observed that landmark’s foreign application antedates De 
Ferranti’s foreign application, and his application in the United 
States also antedates De Ferranti’s application in the United States, 
but it will also l>e noted that the De Ferranti application aboard ante¬ 
dates the filing of landmark’s application in the United States. 

The only issue before us is the construction to he placed upon the 
Act of Congress of March 3, 1903, amending the Act of March 3. 
1897. which amended Section 4887 of the Revised Statutes. The 
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Act of 1897 was passed to carry into effect the provisions of the Inter¬ 
national Convention, and provided: “No person otherwise entitled 
thereto shall be debarred from receiving a patent for his invention 
or discovery, nor shall any patent be declared invalid, by reason of 
its having been first patented or caused to be patented by the in¬ 
ventor or his legal representatives or assigns in a foreign 
7)0 country, unless the application for said foreign patent was 
filed more than seven months prior to the tiling of the appli¬ 
cation in this country, in which case no patent shall be granted in 
this country. Congress, by the Act of March 3, 1903, amended this 
statute to read as follows: 

‘‘No person otherwise entitled thereto shall be debarred from re¬ 
ceiving a patent for his invention or discovery, nor shall any patent 
be declared invalid by reason of its having been first patented or 
caused to be patented by the inventor o/ his legal representatives or 
assigns in a foreign country, unless the application for said foreign 
patent was filed more than twelve months, in cases within the pro¬ 
visions of section forty-eight hundred and eighty-six of the Revised 
Statutes, and four months in cases of designs, prior to the filing of 
the application in this country, in which case no patent shall be 
granted in this country. 

“An application for patent for an invention or discovery or for a 
design filed in this country by any person who has previously regu¬ 
larly filed an application for a patent for the same invention, dis¬ 
covery 7 , or design in a foreign country which, by treaty, convention, 
or law 7 , affords similar privileges to citizens of the United States shall 
have the same force and effect as the same application would have if 
filed in this country on the date on which the application for patent 
for the same invention, discovery, or design was first filed in such 
foreign country, provided the application in this country is filed 
within twelve months in cases within the provisions of section fortv- 
eiglit hundred and eightv-six of the Revised Statutes, and within 
four months in cases of designs, from the earliest date on which any 
such foreign application was filed Rut no patent shall be granted 
on an application for patent for an invention or discovery or design 
which had been patented or deserilied in a printed publication in 
this or any foreign country more than two years before the 
51 date of the actual filing of the application in this country, or 
which had been in public use or on sale in this country for 
more than two years prior to such filing.” 

It is contended by counsel for appellant that, since both of the 
applications of landmark were filed before the passage of the Act 
of March 3, 1903. any patent issued thereon could not antedate the 
date of filing his application in this country, January 10. 1903. but 
that, since the Act of Congress was passed between the dates on 
which Pc Ferranti filed his application aboard and the filing of thi* 
application in this country, any patent issued upon his application 
here should relate back to the date of the British filing, since there 
was less than twelve months between the filing of the two applica¬ 
tions. Counsel for appellee insist that the Act of Congress will bear 
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no such construction and that to o construe it would operate to 
inequitably subordinate the rights of the senior applicant, Land¬ 
mark, to those of l>e Ferranti, the junior applicant. 

It appears that the application of Lindmark ripened into a patent 
dated November 1, 1904. This patent was issued while the applica¬ 
tion of l)e Ferranti was pending in the Patent Office. No rights 
could be acquired under the letters-patent that would bar De Fer¬ 
ranti from asserting his rights under his application, and Lindmark 
can derive no benefit from the patent so far as this controversy is 
concerned, but must stand in the same position as if he were an ap¬ 
plicant. While the rights belonging to a patentee are much greater 
and of a different character than those attaching to a mere appli¬ 
cant, as we shall observe later in this opinion, Lindmark, having 
received his patent, while the application of I)e Ferranti was pend¬ 
ing, acquired no superior rights thereby, but must bo regarded, so 
far as this controversy is concerned, purely as an interfering appli¬ 
cant. In Paul vs. Hess, *24 App. 1). C., 462, this court held that, in 
an interference proceeding, the fact that letters-patent had been is¬ 
sued to one of the parties, while the application of the other 
52 party was pending, could not benefit the patentee “in respect 
to the burden of proof imposed upon his adversary.” While 
thri opinion does not go to the extent of deciding the point here under 
consideration, we think the principle is, in effect, the same. Any 
rights Lindmark acquired under his patent were subject to any ad¬ 
verse rights that De Ferranti might be able to establish by virtue of 
his pending application. Hence, the issue before us can be disposed 
of without further reference to the Lindmark patent. 

Both of Lindmark > applications were filed before the passage of 
the Act of March •>, 1903, and, unless that Act can be construed to 


operate retrospectively and apply to applications pending at the 
time of it' passage, his rights must be determined by the Act of 
March d, 1897, (29 Stat., 693). Under its provisions, Lindmark 
was entitled to receive a patent on his application in this country, 
provided his application was filed within seven months from the 
date of filing the British application. It appears that less than 
seven months intervened between the filing of the two applications. 
So far as priority is concerned, Lindmark neither gained nor lost 
anything by virtue of the foreign application. The priority of any 
patent issued under the Act of 1897 could only date from the filing 
of the application in the Patent Office. The distinction between 
this Act and the amending act, here under consideration, is clearly 
expressed by (he Commissioner: “Prior to the amendment of the 
law, the filing of a foreign application or other acts performed 
abroad were not acts of invention within the meaning of the law, 
whereas under the amended law the tiling of a foreign application 
within twelve months before the application here is an act of inven¬ 
tion which confers upon the applicant a distinct right.” The “dis¬ 
tinct right” consists in the applicant, under the amended law, hav¬ 
ing the priority of his patent issued in this country relate back to 
the date of filing his application for the same invention in a foreign 
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country, provided the application here was filed within twelve 

53 months from the date of filing the foreign application. 

Let us examine what rights of priority, if any, Lindmark 
acquired by the passage of the Act of March 3, 1903. The text 
of the Act is unambiguous and expresses as explicitly as can be 
done the purpose Congress had in mind. The statute relates entirely 
to the filing of applications for patents, and the rights of applicants 
making such filings. There is nothing on the face of the statute 
that would indicate that it was intended to operate retrospectively. 

It is a general rule of statutory construction that, in the absence 
of language in a statute clearly expressing an intention to the con¬ 
trary, statutes will he construed prospectively. In United States vs. 
Heth, 3 Cranch, 398, the Court, said: “Words in a statute ought not 
to have a retrospective operation unless they are so clear, strong and 
imperative that no other meaning can be annexed to them, or un¬ 
less the intention of the legislature cannot he otherwise satisfied." 
The same rule has been approved many times by the Supreme 
Court. Murray vs. Gibson, 15 How., 4*21; McEwin vs. Den, 24 
IIow., 242; Sohn vs. Waterson, 17 Wall., 596; Twenty per cent. 
Cases, 20 Wall., 179. 

Applying these rules to the act before us, it cannot be held that 
Congress intended either to give patents issued upon applications 
pending at the time of its passage priorities earlier than they could 
have acquired under the Act of 1897; or to bring such pending ap¬ 
plications within its provisions. It clearly is intended, however, to 
apply to all applications that should be filed after its passage, and 
under this construction it must he held to include the application of 
appellant. In Sawyer Co. vs. Carpenter, 133 Fed., 238, Brown, 
District Judge, construing the Act of March 3, 1903, said: “Statutes 
are construed to operate prospectively only, unless the contrary in¬ 
tention is manifest beyond a reasonable doubt. City of Shrevesport 
vs. Cole, 129 t T . S., 36, 43. The amendments of March 3, 

54 1903, so far as I can see. contain no indication of an inten¬ 
tion to revive expired patents or to give to the phrase ‘nor 

shall any patent be declared invalid’ a meaning broader than 
before." This decision was affirmed on appeal, 143 Fed., 976. 

We are of the opinion that to construe the statute as applying to 
applications pending at the time of its passage, would be to give it 
retroactive force. This construction could not l>e applied to it with¬ 
out disregarding the plain language of the act, and reading into 
it a meaning not intended by its framers. The statute, as amended, 
could have, therefore, no effect upon the application of Lindmark, 
and the priority of any patent issued thereon must correspond with 
the date of the filing of his application in this country. 

It is insisted by counsel for appellee that to so construe the opera¬ 
tion of this statute as to give De Ferranti a priority over Lindmark 
would be to deprive Lindmark of a vested right. Letters-patent, 
when issued, undoubtedly constitute a contract. It is to the in¬ 
terest and policy of even’ enlightened government to promote 
progress in useful arts. It is among the powers expressly given to 
Congress bv the constitution “to promote the progress of science and 
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useful arts, by securing for limited times to authors and inventors 
the exclusive right to their respective writings and discoveries.” 
(Const. Art. 1. -ee. 8.) It is the reward stipulated for the advan¬ 
tages the public derives from the efforts of individuals, and is in¬ 
tended is a stimulus to those exertions. Laws passed for this pur¬ 
pose ought to he so construed as to execute the contract fairly on 
the part of the United States Hut neither of the contending parties 
had acquired a patent at the date of the enactment of the statue in 
question, and no such contractual relation existed. The right to a 
patent is purely a statutory right. Being a right conferred bv Con¬ 
gress. that right can be modified or taken away before rights under 
it have become vested. The filing of an application, and the 

55 steps leading up to the issuance of a patent, are mere matters 
of procedure. The proceedings prescribed by statute for the 

acquiring of a patent are purely matters of legislative policy, de¬ 
pending on positive law. which may at any time be repealed or 
modified, withdrawn or limited, at pleasure. 

The proceedings requisite to the acquiring of a patent are closely 
analogous to the procedure in an action at law before reaching final 
judgment, where the right i- one conferred by statute and entirely 
dependent upon the legislative will. In both instances they are 
mere matters of procedure 1 that may be changed or abolished, and, 
unless the statute especially provides for the protection of pending 
cases, it will apply to such cases the same as to future cases arising 
under it. The bringing of a suit in such a case docs not create a 
vested right. It is only the assertion of a right that may or may not 
mature into a vested right. No vested right is acquired by the bring¬ 
ing of such a suit that i> beyond legislative control until judgment 
is rendered. Cooley, in bis Constitutional Limitations, 7 Ed.. 543, 
says: ‘‘The bringing of suits vests in the party no right to a par¬ 
ticular decision. (Bacon vs. Callender, 0 Mass. 303; Butler vs. Pal¬ 
mer. 1 Hill. 324: Cowgill vs. Long, 15 Ill.. 202; Miller rs. Graham, 
17 Ohio St.. 1 : State rs. Squires, 20 Town. 340: Patterson vs. Phil- 
brook. 0 Mass.. 151) and bis case must be determined on the law 
as it stands, not when the suit was brought, but when the judgment 
was rendered. Watson vs. Mercer, 8 Peters, 88. Mather vs. Chap¬ 
man, 0 Conn.. 54. People vs. Supervisors, etc.. 20 Mich., 05. Sat- 
terlee vs. Matthew-on. 2 Peters, 380. Excelsior Mfg. Co. rs. Kevser, 
02 Miss.. 155. Phenix Insurance Co. vs. Pollard, 63 Miss., 041. Mc¬ 
Lean vs. Bonn, 70 Iowa, 752. Johnson vs. Richardson. 44 Ark., 
365.” Tt has been held, (quoting from the syllabus,) that “the mere 
commencement of a suit does not affect the right of Congress to 
ratify executive acts and the fact that at the time the ratifying 
statute was enacted actions were pending for the recovery of 

56 the sums paid does not cause the statute to be repugnant to 
the constitution.” United States rs. ITeinszen it Co, 206 

V. S, 370. 

So, in a patent, no vested right, of which the applicant cannot be 
deprived, is acquired under the preliminary proceedings leading up 
to its issuance. The condition, however, is different after the patent 
is issued. The holder of valid letters-patent enjoys, by virtue of the 




UNITED STATES OF AMERICA RX REL;, ETC. 


37 


same, a properly right in the invention for which the patent is 
issued that is entitled to the same protection as any other property 
right during the time for which the exclusive right or franchise is 
granted. Sutherland on Statutory Construction, sec. 06*2. 

It is also insisted by counsel for appellee that when an application 
for patent is filed such a contractual relation arises as cannot be im¬ 
paired by subsequent legislation. The mere assertion of a right by 
the filing of an application for a patent does not constitute such a 
contract as would come properly within section 10. article 1, of the 
constitution, which declares that “no state shall make any law im¬ 


pairing the obligation of contracts.” This is a prohibition upon 
the states and not on Congress. The contracts protected by the 
property clauses of the constitution are such as have l>een deliber¬ 
ately entered into by the parties, and the assent of the parties to be 
bound is of the very essence of the obligation so protected. It has 
no application to obligations imposed by law without the assent of 
the partv hound, or mere privileges conferred bv law. Louisiana vs. 
New Orleans. 100 V. S., 285; Harrison a*. New York. 21 Wall. 


(U. S.), 106; Freeland, rs. Williams, 131 
gress necessarily limited by this clause in 
tion because the practical effect may he 


V. S., 405. Nor is Con¬ 
its enactment of legisla- 
to incidentally impair or 


annul contracts. 


In Mitchell vs. Clark. 110 V. S., 633, 643, the court said: “It is 
no answer to this to say that it (the statute) interferes with the 
validity of contracts, for no provision of the Constitution prohibits 
Congress from doing this, as it does the states; and where the 
57 question of the power of Congress arises, as in the legal tender 
cases, and in bankruptcy cases, it does not depend upon the 
incidental effect of its exercise on contracts, hut on the existence of 


the power itself.” It is likewise generally held that it is within the 
power of the legislature to ratify the levy and collection of an illegal 
tax, even after suit has been instituted for its recovery, on the prin¬ 
ciple that the right to recover a tax collected illegally is a right con¬ 
ferred by law, and may be modified, limited or taken away. Grim 
rs. Weissenberg School District, 57 Pa. St., 433; Iowa R. R. Land 
Co. rs. Soper, 39 Iowa, 11*2; Roardman vs. Beckwith, 18 Iowa, 292; 
Nottage vs. Portland, 35 Oregon, 539; Mattingly vs. The District of 
Columbia, 97 I T . S.. 687. The same principle is stated in Cooley on 
Taxation, vol. 2. p. 1493: “A property owner who has paid an illegal 
assessment has. in his action to recover hack payment, no vested 
right which legislation cannot take away, nor is there any implied 
agreement to return the assessment if wrongfully collected which 
would invalidate such legislation as impairing the obligation of the 
contract.” The same rule has been applied to acts validating illegal 
bond issues. The authority to issue bonds being by legislative grant, 
the subject is one peculiarly within the legislative will. National 
Bank vs. Yankton, 101 V. S., 129; Thompson rs. Perrine, 103 U. S., 
806; New Orleans vs. Clark, 95 IT. 8., 644; Grenada County vs. 
Brogden, 112 U. S., 261 ; Otoe County vs. Baldwin, 111 U. S., 1 ; 1 
Dillon, Municipal Corporations, p. 544; Cooley’s Const. Lim., 6th 
Ed.. 456; Read vs. Plattsmouth, 107 T T . S., 568; Bolles vs. Brim- 


field, 120 IT. S., 759. It is clear that where the right conferred is 
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purely a statutory one, a mere privilege, as in the case at bar, it ia 
within the power of Congress to modify or withdraw it, at least 
before the application has matured into a patent. 

We think the Commissioner erred in the following statement of 
what he conceived to be the law: “In the present case, under the stat¬ 
utes in force prior to March 3, 1903, Landmark had an undoubted 
right to a patent at the time he filed his United States applica- 

58 tion on January 16, 1903, but, if the Act of March 3, 1903, is 
given the construction contended for by De Ferranti, this 

right was taken from him by the passage of the act. Furthermore, 
had Landmark's patent issued prior to March 3, 1903, his patent, 
which was valid at the date of its issue, would be rendered invalid by 
the act.” The Commissioner is confused as to the time that the appli¬ 
cant for a patent acquires such a vested right as may not be disturbed 
by Congress. This right accrues, if at all, when a patent is issued, 
and not before. The mere filing of an application confers no such 
right. It is immaterial, so far as the exercise of the power of Con¬ 
gress is concerned, if it does afterwards appear that, under the pend¬ 
ing application affected by the legislation, applicant would have had 
a valid right to a patent. It is true that a patent is a contract be¬ 
tween the Government and an individual. Curtis on Patents, sec. 
23. 1st Robinson on Patents, sec. 20, and 40 to 43. Brake Beam 
Case, L06 Fed., 693, 701. It is likewise true that it is the granting 
of letters-patent that forms the contract, and not the filing of the ap¬ 
plication. If letters-patent had been issued to Lindmark, as sug¬ 
gested by tin* Commissioner, before the passage of the act, we would 
be confronted with a very different question. At the date of the 
pas-age of the Act of March 3, 1903, no patent had been issued to 
Lindmark and he had no such contract with the Government as the 
protecting clauses of the constitution place beyond the power of Con¬ 
gress to affect by legislation. 

The suggestion that the construction here applied to the statute 
in question may in this particular case work an injustice, is a 
matter beyond our power to remedy. The Judicial department is 
not concerned with the policy of the law. That belongs to the legis¬ 
lative branch of the government. If the law operates inequitably it 
may be a proper matter to call to the attention of Congress, but, 
since the hardship is imposed by operation of law, it is beyond the 
power of the courts to grant any relief. 

59 The judgment of the Commissioner of Patents is reversed, 
and the Clerk is directed to certify these proceedings as re¬ 
quired by law. 

Reversed. JOSIAH A. VAN ORSDEL, Justice. 

(Endorsed:) Patent Appeal Docket No. 439. Sebastian Z. De Fer¬ 
ranti, Appellant, vs. Tore G. E. Lindmark. Opinion of the Court per 
Mr. Justice Van Orsdel. Court of Appeals, District of Columbia, 
Filed Feb. 11. 1908. Henry W. Hodges, Clerk. 

A true copy. 

Test: 

[seal. | HENRY W. HODGES, 

Clerk of the Court of Appeals of the District of Columbia. 








UNITED STATES OF AMERICA EX REL., ETC. 


39 


60 Exhibit No. 17. 

Intf. No. 25004, Paper No. 31. 

In the United States Patent Office. 

Before the Examiner of Interferences. 

Interference No. 25044. 

De Ferranti 

v. 

Lindmark. 

Hon. Commissioner of Patents. 

Sir: The motion in the above entitled interference having been 
decided adversely to Lindmark, it is requested that times for taking 
testimony be set by the Examiner of Interferences. 

WILKINSON & FISHER, Attorneys. 

Washington, D. C., March 5, 1908. 

STF—HTM. 


61 Exhibit No. 18. 

Paper No. 32. 

Room No. 263. 

All communications should be addressed to “The Commissioner of 
Patents, Washington, D. C.” 

U. S. Patent Office, 
Interference Division, 
Mar. 12, 1908. 
Mailed. 

S. C. 0. 

Department of the Interior, 

United States Patent Office, 
Washington, D. C., March 12, 1908. 

Mailed 

Interference Division. 

Before the Examiner of Interferences. 

No. 25044 A. 

In re Interference 
De Ferranti 

v. 

Lindmark. 

Steam Turbines. 

A communication has been received from the attorneys for Lind¬ 
mark as follows: 
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“The motion in the above entitled interference having been de¬ 
cided adversely to Landmark, it is requested that times for taking 
testimonv be set bv the Examiner of Interferences.” 

•j _ 

The decision of the Examiner of Interferences in this case dated 
April 12, 1906, awarding priority to Lindmark upon the motion of 
Lindmark that judgment be rendered, was a final decision upon the 
merits. Since an appeal from this decision was taken, heard, and de¬ 
cided, jurisdiction of the case has passed from the Examiner of 
Interferences unless something can be found in the final decision, 
upon appeal, authorizing further proceedings here. The final de¬ 
cision in this case was that of the Court of Appeals dated February 
11, 1903, ordering and adjudging the decision of the Com- 
62 missioner of Patents (which affirmed the decision of the 
Examiner of Interferences) be reversed and reversing the 
same. Further proceedings in the Patent Ollice are not ordered or 
authorized. It is believed that the Patent Ollice, under these circum¬ 
stances, is without authority to reopen the case for further evidence. 

The request is denied 

FAIRFAX BAYARD, 
Examiner of Interferences. 


63 Exhibit No. 19. 

Intf. No. 25044, Paper No. 33. 

In the United States Patent Office. 

Interference No. 25044. 

De Ferranti 

V8. 

Lindmark. 

Messrs. Spear, Middleton. Donaldson A Spear, Attorneys for de 
Ferranti: 

Please take notice that on March 31, 1908, at ten A. M., or as soon 
thereafter as the same may be heard, we shall call up the accompany¬ 
ing petition and appeal before the Commissioner of Patents. 

WILKINSON A FISHER, 

Attorneys for Lindmark. 

Service accepted this 17 day of March, 1908. 

SPEAR, MIDDLETON, DONALDSON A 
SPEAR, Attorneys for de Ferranti. 
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64 In the United States Patent Office. 

Interference No. 25044. 

De Ferranti 

V8. 

Lindmark. 


Steam Turbines. 


To the Hon. Commissioner of Patents: 


Your petitioner avers— 

That on August 8, 1005, an interference was declared between 
patent No. 773,657, granted to your petitioner, T. G. E. Lindmark, 
and an application of Sebastian Z. do Ferranti, said interference con¬ 
taining six counts. 

That preliminary statements were filed by both parties. 

That thereafter on March 13, 1905, the jurisdiction of the Pri¬ 
mary Examiner was restored for the purpose of adding a new party, 
declaring a new interference and transferring to said new inter¬ 
ference the first three counts of Interference No. 25,044. 

That on November 25, 1905, said Interference No. 25,044 was dis¬ 
solved as to counts 1, 2 and 3, and that on November 28, 1905, said 
new interference entitled Curtis r*. de Ferranti vs. Lindmark, No. 
25,459, was declared containing three counts cut out from Inter¬ 
ference No. 25,044. 


That on March 2, 1906, the times for taking testimony were set, 
which times were afterwards extended on March 20, 1906. 

That thereafter your petitioner made a motion that said interfer¬ 
ence should be dissolved, and a further motion that said motion for 
dissolution be transmitted to the Examiner, and a further motion 
for judgment on the record against de Ferranti. 

65 That thereafter on objection being made that Lindmark 

had brought two motions simultaneously, one for judgment 
on the record and the other for dissolution of the interference, vour 
petitioner withdrew the motion to transmit the motion to dissolve 
on March 20, 1906, “without prejudice,” and a stipulation was en¬ 
tered into on March 28. 1906. by the representatives of the parties, 
that the parties de Ferranti v*. Lindmark involved in Interference 
No. 25,044, art 1 the same parties as the de Ferranti and Lindmark 


named in Interference No. 25.459. 

That thereafter on April 12. 1906, the Examiner of Interferences 
granted your petitioner’s motion for judgment on the record. 

That thereafter on May 16. 1906. an appeal was taken to the 
Examiners-in-Chief from said decision of the Examiner of Inter¬ 
ferences. who sustained said decision. 

That thereafter on November 8. 1906, an appeal was taken to the 
Commissioner of Patents, who sustained the decision of the Ex¬ 
aminers-in-Chief. 

That thereafter on April 19. 1907. an appeal was taken to the 
Court of AnneaN of the District of Columbia, which Court reversed 
6—2022a 
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the decision of the Commis.-ioner of Patents, and held that judgment 
on the record should not have been rendered in favor of your peti¬ 
tioner, but did not hold that de Ferranti was the prior inventor. 

That no testimony has been token in Interference No. 25,044 by 
either of the parties thereto and that a judgment of priority in favor 
of either party has not been made. 

That, in view of the decision of the Court of Appeals, a decision 
in favor of the party landmark cannot, at the present time, be prop¬ 
erly made, in your petitioner’s opinion. 

66 That, in your petitioner’s opinion, a decision of priority 
in favor of de Ferranti cannot now be properly made, because 

a foreign application does not prove itself and no proofs have l>een 
introduced by de Ferranti that he ever filed a foreign application, 
his application oath and preliminary statement being entirely in¬ 
sufficient as proofs. 

That soon after the return of the papers from the Court of Ap¬ 
peals your petitioner filed a request that times for taking testimony 
be set by the Examiner of Interferences, which request was denied 
on March 12, 1908. 

That in the companion interference, Curtis vs. de Ferranti vs. 
Lindmark, No. 25,459, your petitioner has finished the taking of his 
testimony in chief. 

Wherefore your petitioner prays that he be allowed to introduce 
in th.e present interference, No. 25,044, the testimony taken by him 
in the companion interference No. 25,459. A hearing of this peti¬ 
tion is desired on March 31, 1908, at. ten A. M. 

WILKINSON <fc FISHER, 

Attorneys for Lindmark. 

S. T. F.—H. T. M. 

67 In the United States Patent Office. 

Interference No. 25044. 


De Ferranti 

V8. 

Lindmark. 
Steam Turbines. 


Hon. Commissioner of Patents. 

Sir: I hereby appeal to you in person, from the decision of the 
Examiner of Interferences dated March 12, 1908, in the above en¬ 
titled interference, in which decision the Examiner of Interferences 
refused a request that times for taking testimony be set. 

The decision of the Court of Appeals was not that de Ferranti was 
the first inventor, but simply that lie had a right to tie his United 
States application to his British application under the Statute of 
March 3, 1903. 

T. G. E. LINDMARK, 

By WILKINSON & FISHER, 

A ttomeys. 
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Exhibit No. 20. 


March 31, 1908. S. E. T. 

Intf. No. 2tf044, Paper No. 35. 

Comm’r’* Decision. 

Recorded, Vol. 90, Page 376. 

In the United States Patent Office. 

Patent Interference No. 25044. 

De Ferranti 

v. 

Lindmark. 

Appeal. Petition. 

Steam Turbines. 

Application of Sebastian Z. de Ferranti filed March 9, 1905, No. 
249,253; division of application filed October 31, 1903, No. 179,407. 

Patent of Tore G. E. Lindmark granted November 1, 1904, No. 
773,657; application filed January 16, 1903, No. 139,262. 

Messrs. Spear, Middleton, Donaldson & Spear for de Ferranti. 

Mr. Park Benjamin and Messrs. Wilkinson & Fisher for Lind¬ 
mark. 

This case is before me on appeal by Lindmark from a decision of 
the examiner of interferences refusing to re-open the case for the 
taking of testimony and also on a petition by Lindmark that he 
be permitted to introduce in the present interference certain testi¬ 
mony taken by him in a companion interference No. 25,459. 

The record shows that after the approval of the preliminary state¬ 
ments in this interference, times were set for taking testimony; that 
upon stipulation of the parties the time for filing motions was ex¬ 
tended and tlie time for taking testimony was reset. During 
69 the extended time for filing motions, Lindmark presented a 
motion for judgment of priority in his favor against de Fer¬ 
ranti “upon the record dates of landmark and de Ferranti therein, 
and upon the allegations of de Ferranti in his preliminary state¬ 
ment.” 

It appears that at the hearing of this motion before the examiner 
of interferences the following stipulation was filed: 

“It is hereby stipulated and agreed by and between the respective 
parties to the above entitled interference that the parties de Ferranti 
and Lindmark who are involved in this interference are the same 
parties, de Ferranti and Lindmark, who filed the applications for 
foreign patents specified in the oath** attached to their respective U. S. 
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applications ami in their preliminary statements, and that the 
do Ferranti and landmark named herein are the same de Ferranti 
and landmark named in interference No. 25,459.” 

This stipulation was signed by counsel for each of the contesting 
parties. Pursuant to this stipulation the examiner of interferences 
rendered a decision of priority in favor of landmark, the senior 
party. Appeal from his decision was taken to the examiners-in-chief 
and to the Commissioner in person, each of whom affirmed the de¬ 
cision of the lower tribunal. On appeal to the Court of Appeals of 
the District of Columbia, the decision of the Commissioner was re¬ 
versed. 

It is now contended in behalf of landmark that the decision of 
the Court of Appeals was merely as to the construction to be placed 
upon the act of Congress of March 3, 1903, amending the act of 
March 3. 1897. which amended section 4887 of the Revised Statutes, 
and its application to the cases of the respective parties to this in¬ 
terference, that the Court of Appeal.** in reversing the decision of the 
office did not finally decide the question of priority of inven- 
70 tion. but merely whether de Ferranti and landmark were 
entitled to the l>enefit of the dates of their respective appli¬ 
cations. 

This contention i< believed to be not well founded. The decisions 
of the tribunals of the Patent Olfice in this case were decisions on 
the question of priority of invention and the decision of the Court 
of Appeals reversed the decision' of the Commissioner of Patents 
without authorizing the taking of further proof in respect to priority 
of invention. Tn view of this fact it is held that this office is without 
authority to reopen this interference for the presentation of further 
evidence as to the question of priority. 

The decision of the examiner of interferences is affirmed and the 
[►etition is denied. 

E. B. MOORE, 

Commission er. 

April 0. 1908. 


71 Exhibit No. 21. 

Court of Appeals. District of Columbia, October Term. 1907. 

No. 439, Patent Apjieal Docket. 

Interference No. 25044. 

Sebastian Z. de Ferranti 
vs. 

Tore G. E. Lixdmark. 

Petition of Tore G. E. Li tut mark. 

Samuel T. Fisher, G. .1. Harding, Solicitors for Petitioner land¬ 
mark. 
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72 In the Court of Appeals, Distinct of Columbia, October Term, 

1907. 

Patent Appeal Docket, No. 439. 

Interference No. 25044. 

Sebastian Z. de Ferranti 
vs. 

Tore G. E. Lindmark. 

Your petitioner, Tore G. E. Lindmark, by his solicitor, George 
J. Harding, respectfully represents: 

1. That he is the Tore G. E. Lindmark, the appellee in the above- 
entitled appeal. 

2. That as the record in said appeal shows, an interference pro¬ 
ceeding was instituted and declared on August 8th, 1905, between 
the application of Sebastian Z. de Ferranti, filed March 9th, 1905, 
for Steam Turbines, Serial No. 249,253, and the patent of your 
petitioner, No. 773,657, dated November 1st, 1904. 

3. That thereafter, pursuant to the rules and practice of the Pat¬ 
ent Office, preliminary statements were filed by both parties; that 
the said de Ferranti in his statement alleged inter alia, that he filed 
an application for a British patent for the invention of his applica¬ 
tion in interference on the eleventh day of November, 1902; and 
that your petitioner in his statement alleged inter alia that he filed 
an application for a Swedish patent for the invention of his patent 
in interference on the eighteenth day of June, 1902, and that he dis¬ 
closed his invention to others in this country on or about the fifteenth 

day of October, 1902. 

73 4. That thereafter, on the second day of March, 1906, pur¬ 
suant to the rules and practice of the Patent Office, a notice 

was issued bv the Patent Office setting times for taking testimony, 
and for the final hearing; that the parties thereafter entered into 
and filed a stipulation that they have to and including May 1st, 1906, 
in which to make motions to dissolve “or any other motions they 
severally may desire to make and that in the meantime all proceed¬ 
ings herein shall be stayed” and that subsequently, on the twentieth 
day of March, 1906, the Patent Office approved said stipulation and 
fixed the times for taking testimony and for the final hearing as fol¬ 
lows :— 

No testimony to bo taken before May 1st, 1906; 

De Ferranti’s testimony in chief to close July 2d. 1906; 

landmark’s testimonv to close September 4th. 1906; 

De l erranti’s rebuttal testimony to close September 19th, 1906; 

Final hearing November 19th, 1906. 

5. That as the record in said appeal shows, after the filing of said 
preliminary statements and before the date fixed for the taking of 
testimony, a motion for judgment on the record was made by your 
petitioner under the authority of Rule 114 of the Rules of Practice 
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of the United States Patent Office. and the motion having been 
argued and submitted to the Examiner of Interferences, he ren¬ 
dered a decision on April 12th, 190b, granting said motion and 
awarding priority of invention to your petitioner. 

6. That as the record in said appeal shows, the said de Ferranti 
appealed from said decision of the Examiner of Interferences to tb© 
board of examiners-in-chief, and the appeal having been argued and 
submitted to said board, they rendered a decision on October 19th, 
1906. affirming the decision of the Examiner of Interferences. 

7. That as the record in said appeal shows, the said de Fer- 

74 ranti appealed from the said decision of the board of ex¬ 
aminer—in-chief to the Commissioner of Patents, and the 

same having been argued and submitted to the Commissioner of 
Patents, he rendered a decision on March 17th, 1907, aflirming the 
decision of the board of examiners-in-chief. 

8. That as the record in said appeal shows, the said de Ferranti 
appealed from said decision of the Commissioner of Patents to this 
court, and the appeal having been argued and submitted to this court, 
it rendered a decision February 11th, 1908, reversing the judgment 
of the Commissioner of Patents. 

9. That therefore, in conformity with the statutes and the rules 
and practice in the Patent Office, it became the duty of the Patent 
Office under Pule 118, to set new times for the taking of testimony 
in the said interference proceeding, and accordingly your petitioner 
filed a formal request that times for taking testimony be set by the 
Examine! of Interferences and thereafter, on March 12th, 1908, 
the Examiner of Interferences denied said request on the ground 
that the decision of the Examiner of Interferences of April 12th, 
1906. awarding priority to your petitioner, was a final decision on 
the question of priority and that the decision of this court dated 
February lltli, 1908, reversing the decision of the Commission- of 
Patents (which affirmed the decision of the Examiner of Inter¬ 
ferences) did not order or authorize further proceedings in the Patent 
Office. 

10. That thereafter, in conformity with the statutes and the rules 
and practice in the Patent Office, your petitioner appealed from said 
decision of the Examiner of Interferences to the Commissioner of 
Patents and also petitioned the Commissioner of Patents, under Rule 
157, for leave to introduce in the present interference proceeding 
certain testimony in support of the facts alleged in his preliminary 
statement, taken by him in a companion interference No. 24,459, 

and thereafter the appeal and petition having been argued 

75 and submitted to the Commissioner of Patents, the Commis¬ 
sioner on April 6th, 1908, rendered a decision affirming the 

decision of the Examiner of Interferences and denying the said 
petition on the ground that the decisions of the tribunals of the 
Patent Office in this case, were decisions on the question of priority 
of invention, and that as this court reversed the decision of the Com¬ 
missioner without authorizing the taking of further proof in ref¬ 
erence to priority of invention, the Patent Office is without authority 
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to reopen the interference for the presentation of further evidence 
as to the question of priority. 

11. That as the record in said api>eal shows, the said motion for 
judgment on the record under the provisions of Rule 114 of the 
United States Patent Office was made by your petitioner, the senior 
party to the interference proceeding, for the reason that as lie was 
advised and believed the preliminary statement of de Ferranti failed 
to overcome the prima facie case made by the respective dates of 
application; that a decision favorable to your petitioner on said 
motion entitled your petitioner to a judgment of priority because 
any evidence that might be taken on behalf of de Ferranti would 
be restricted, under the rules and practice of the Patent Office, to the 
proof of the facts recited in his preliminary statement, and that ac¬ 
cordingly the decision on said motion was final as to de Ferranti and 
entitled him to successive appeals to the board of examiners-in-chief, 
the Commissioner of Patents and this court; but that a denial of 
said motion would not have entitled the said de Ferranti to a final 
judgment of priority because nevertheless evidence that might be 
taken on behalf of your petitioner in substantiation of the facts set 
out in his preliminary statement would entitle him to judgment of 
priority, as the record in the above-entitled appeal shows; that the 
decision of this court reversing the decision of the Commissioner of 
Patents is not, and does not purport to be, a decision awarding judg¬ 
ment of priority to dc Ferranti, but is a decision that your petitioner 
is not entitled to judgment of priority on the record because 
76 the preliminary statement of de Ferranti overcomes the rec¬ 
ord date of your petitioner, and that the original motion for 
judgment on the record should have been denied. 

Wherefore your petitioner prays: 

I. That the Commissioner be instructed that the said decision of 
this court merely adjudges that your petitioner, the said Landmark, 
is not. entitled to judgment on the record, and is not a final judgment 
of prioritv in favor of de Ferranti. 

II. That the Commissioner be instructed to fix times for the tak¬ 
ing of testimony pursuant to the statutes and the rules and practice 
of the Patent Office in such case made and provided and specifically 
to permit your petitioner, the said Lindmark, to take evidence in 
support of the dates of disclosure to others in this country set forth 
in his preliminary statement; or alternatively, that the Commissioner 
be instructed that said decision of this court does not deprive the 
Commissioner of authority to fix times for taking testimony and to 
permit your petitioner, the said Lindmark, to take evidence in sup¬ 
port. of the dates set forth in his preliminary statement. 

III. That this court may make such other order, judgment or 
decree, if any, as to it may seem meet to establish and preserve vour 
petitioner’s right to take testimony in support of his preliminary 
statement and to a final hearing based upon said testimony pursuant 
to the statutes and the rules and practice of the Patent Office in such 
case made and provided. 

And your petitioner will ever pray. 

TORE O. E. LINDMARK. 

By His Solicitors, SAMUEL T. FISHER 

G. J. HARDING. 
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77 United States of America, 

Department of the Interior, Patent Office. 

To all persons to whom* these presents shall come, Greeting: 

This is to certify that the annexed is a true copy from the Records 
of this otlice of Papers Numbers 15, Id, 17, 22, Ill, 32, 33 and 35 in 
the matter of Interference Number 25,044, de Ferranti vs, Lind- 
niark, Subject-Matter:—Steam Turbinas. 

In testimony whereof 1 have hereunto set my hand and caused the 
seal of the Patent Ollice to be affixed at the City of Washington this 
8th day of May, in the year of our Lord one thousand nine hundred 
and eight and of the Independence of the United States of America 
the one hundred and thirty-second. 

[seal ] ‘ C. C. BILLINGS, 

Assistant Commissioner of Patents. 

78 2-214. 

Room No. 03. 

All communications should be addressed to “The Commissioner of 
Patents, Washington. D. C.” 

L'. S. Patent Ollice, 
March 2, 1900. 
Mailed. 


M A. 


Department of tiie Interior, 

United States Patent Office. 
Washington, D. C., March 2. 1900. 

Before the Examiner of Interferences. 


No. 25044 A. 

In re Interference 
De Ferranti 
v. 

Lindmark. 
Steam Turbines. 


The parties to the above-entitled interference are hereby notified 
that their preliminary statements are approved, and that testimony 
must be taken, forwarded, and printed in accordance with the pub¬ 
lished Rules of Practice of the office. 

The dates of filing and the serial numbers of the applications are 
given, and the times for taking testimony and for final hearing are 
set as follows: 

No testimony to be taken before March 23, 1900. 

Sebastian 2. de Ferranti filed March 9, 1905. No. 249,253. Divis¬ 
ion of application No. 179,407, filed Oct. 31, 1903. Testimony in 
chief to close June 23, 1900. 
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Tore G. E. Landmark filed January 16, 1903, Xo. 139,262, Pat¬ 
ented November 1, 1904, No. 773,657. Testimony to close July 23, 
1906. 

De Ferranti’s rebuttal testimony to close August 23, 1906. 

Final hearing October 8, 1906, at 11 A. M. 

C. C. BILLINGS, 
Examiner of Interferences. 


79 Interference No. 25044 

De Ferranti 

v. 

Lixdmark. 

Steam Turbines. 

203 Broadway. New York City. March 
Hon. Commissioner of Patents, Washington, D. C. 

Sir: I forward herewith stipulation extending time 
to May 1, 1906, in re the above interference. 

Respectfully, PARK BENJAMIN, 

Attorney for Lindmark. 

In the United States Patent Office. 

Interference No. 25044. 

De Ferranti 

v. 

Lindmark. 

Steam Turbines. 

It is hereby stipulated and agreed, the lion. Commissioner of 
Patents consenting, that the parties hereto shall have to and includ¬ 
ing May 1, 1906, in which to make motions to transmit to the 
Primary Examiner, motions to dissolve this interference or any other 
motions they severally may desire to make, and that in the mean¬ 
time all proceedings herein shall he stayed. 

Dated New York. March 14, 1906. 

PARK BENJAMIN, 

Attorney for Lindmark. 

SPEAR, MIDDLETON, DONALDSON k 
SPEAR, Attorney - for de Feiranti. 


16, 1906. 


for motions 
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80 Room No. 268. 

All communications should be addressed to “The Commissioner f 
Patents, Washington, D. C.” 

U. S. Patent Office, 
Mar. 20, 1906, 
Mailed. 

Department of the Interior, 

United States Patent Office, 

K. V. D. Washington, D. C., March 20, 1906. 

Before the Examiner of Interferences. 

No. 25044 A. 

In re Interference 

De Ferranti 

v. 

Lindmark. 

Steam Turbines. 

Lindmark. c/o Wilkinson 6c Fisher, City: 

Please find below a communication from the Examiner in charge 
of Interferences in regard to the above-cited case. 

Very respectfully, F. I. ALLEN, 

Commissioner of Patents. 

In view of the fact that the parties to the above entitled interfer¬ 
ence live abroad, the stipulation of the 17th instant, that the time 
foi filing motion- be extended to and including May 1, 1906, has 
been approved. All the times herein are therefore extended as fol¬ 
lows : 

No testimony to be taken before May 1, 1906. 

De Ferranti s testimony in chief to close July 2, 1906. 

Lindmark’s testimony to close September 4, 1906. 

De Ferranti s rebuttal testimony to close September 19, 1906. 

Final hearing November 19, 1906, at 11 A. M. 

C. C. BILLINGS, 
Examiner of Interferences. 

81 In the United States Patent Office. 

Interference No. 25044. 

De Ferranti 
v. 

Lindmark. 

I’o the Commissioner of Patents: 

It is hereby stipulated and agreed by and between the respective 
parties to the above entitled interference that the parties de Ferranti 
and Lindmark who are involved in this interference are the same 
p irties, de Ferranti and Lindmark, who filed the applications for 
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foreign patents specified in the oaths attached to their respective U. S 
applications and in their preliminary statements, and that the dc 
Ferranti and landmark named herein arc the same de Ferranti and 
Landmark named in the interference No. 25459. 

Very respectfully, 

SPEAR, MIDDLETON, DONALDSON & 
SPEAR, Att’ys for de Ferranti. 

PARK BENJAMIN, Att'y for Lindmark. 

82 In the United States Patent Office. 

Before the Examiner of Interferences. 

Interference No. 25044. 

De Ferranti 
v. 

Lindmark. 

Hon. Commissioner of Patents. 

Sir: The motion in the above entitled interference having been 
decided adversely to Lindmark, it is requested that times for taking 
testimony he set by the Examiner of Interferences. 

WILKINSON & FISHER, Attorneys. 
Washington, D. C., March 5, 1908. 

STF-HTM. 


83 Room No. 263. 

All communications should be addressed to “The Commissioner 
of Patents, Washington, D. C.” 

U. S. Patent Office, 
Interference Division, 
Mar. 12, 1908, 
Mailed. 

Department of the Interior, 

United States Patent Office, 

S. C. O. Washington, D. C., March 12, 1908. 

Before the Examiner of Interferences. 

No. 25044 A. 

In re Interference 
De Ferranti 
v. 

Lindmark. 

Steam Turbines. 

A communication has been received from the attorneys for Lind¬ 
mark as follows: 

“The motion in the above entitled interference having been de- 
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tided adversely to landmark, it ; requested that times for taking 
testimony he set hv the Examiner of Interferences.” 

The decision of the Examiner of Interferences in this case dated 
April 12. 1906, awarding priority to landmark upon the motion of 
landmark that judgment, he rendered, was a final decision upon 
the merits. Since an appeal from this decision was taken, heard, 
and decided, jurisdiction of the case has passed from the Examiner 
of Interferences unless something can he found in the final decision, 
upon appeal, authorizing further proceedings here. The final de¬ 
cision in this case was that of the Court of Appeals dated February 
11, 1908, ordering and adjudging that the decision of the Commis¬ 
sioner of Patents (which atlirmed the decision of the Examiner of 
Interferences) be reversed and reversing the same. Further pro¬ 
ceedings in the Patent Office are not ordered or authorized. It is 
believed that the Patent Office, under these circumstances, is with¬ 
out authority to reopen the case for further evidence. 

The request is denied. 

FAIRFAX BAYARD, 

Examiner of Interferences. 


M In the United States Patent Office. 

Interference No. *25044. 

De Ferranti 

V8. 

Lindmark. 

Messrs. Sj>ear. Middleton, Donaldson A Spear. Attorneys for de 
Ferranti: 

Please take notice that on March .41, 1908, at ten A. M., or as soon 
thereafter as the same may he heard, we shall call up the accompany¬ 
ing petition and appeal before the Commissioner of Patents. 

WILKINSON & FISHER, 

Attorney* for Lindmark. 

Service accepted this 17 dav of March. 1908. 

SPEAR, MIDDLETON. DONALDSON A; 
SPEAR. Attorney* for <\e Ferranti. 


In the United States Patent Office. 

Interference No. 25044. 

De Ferranti 
v*. 

Lindmark. 

Steam Turbines. 

To the Hon. Commissioner of Patents: 

Your petitioner avers— 

That on August 8, 1905. an interference wa- declared between 
patent No. 773.657, granted to your petitioner. T. (1. E. Lindmark, 
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and an application of Sebastian Z. do Ferranti, said interference 
containing six counts. 

That preliminary statements were filed by both parties. 

So That thereafter on March 13, 1905, the jurisdiction of 
the Primary Examiner was restored for the purpose of adding 
a new party, declaring a new interference and transferring to said 
new interference the first three counts of Interference No. 25.044. 

That on November 25, 1005, said Interference No. 25,044 was dis¬ 
solved as to counts 1, 2 and 3, and that on November 28, 1905, said 
new interference entitled Curtis vs. de Ferranti ?’*. Landmark, No. 
25,459, was declared containing three counts cut out from Inter¬ 
ference No. 25,044. 

That on March 2, 1900, the times for taking testimony were set, 
which times were afterwards extended on March 20, 1906. 

That thereafter your petitioner made a motion that said interfer¬ 
ence should be dissolved, and a further motion that said motion for 
dissolution be transmitted to the Examiner, and a further motion 
for judgment on the record against de Ferranti. 

That thereafter on objection being made that landmark had 
brought two motions simultaneously, one for judgment on the 
record and the other for dissolution of the interference, your peti¬ 
tioner withdrew the motion to transmit the motion to dissolve on 
March 20, 1906, “without prejudice,” and a stipulation was entered 
into on March 28, 1906, by the representatives of the parties, that 
the parties de Ferranti vs. landmark involved in Interference No. 
25,044, are the same parties as the de Ferranti and landmark named 
in Interference No. 25,459. 

That thereafter on April 12, 1906, the Examiner of Interfer¬ 
ences granted vour petitioner’s motion for judgment on the record. 

That thereafter on May 16, 1906, an appeal was taken to the 
Examiners-in-Chief from said decision of the Examiner of Inter¬ 
ferences, who sustained said decision. 

That thereafter on November 8, 1906, an appeal was taken to the 
Commissioner of Patents, who sustained the decision of the Ex¬ 
aminers-in-Chief. 

86 That thereafter on April 19, 1907, an appeal was taken to 

the Court of Appeals of the District of Columbia, which 
Court reversed the decision of the Commissioner of Patents, and 
held that judgment on the record should not have been rendered in 
favor of your petitioner, but did not hold that de Ferranti was the 


prior inventor. 

That no testimony lias been taken in Interference No. 25,044 by 
either of the parties thereto and that a judgment of priority in favor 
of either party has not been made. 

That, in view of the decision of the Court of Appeals, a decision 
in favor of the party Lindmark cannot, at the present time, be prop¬ 
erl v made, in your petitioners opinion. 

That, in your petitioner’s opinion, a decision of priority in favor 
of de Ferranti cannot now be properly made, because a foreign ap¬ 
plication does not prove itself and no proofs have been introduced 
bv de Ferranti that he ‘ever filed a foreign application, his applies- 
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tion ontli ami preliminary statement being entirely insufficient as 
proofs. 

That soon after the return of the papers from the Court of Appeals 
vour petitioner filed a request that times for taking testimony be set 
by the Examiner of Interferences, which request was denied on 
March 1*2, 1008. 

That in the companion interference, Curtis vs. de Ferranti vs. 
landmark, No. 25.41)9, your petitioner has finished the taking of 
his testimony in chief. 

Wherefore your petitioner prays that he be allowed to introduce 
in the present interference, No. 25,044, the testimony taken by him 
in the companion interference No. 25,459. A hearing of this peti¬ 
tion is desired on March 31. 1008. at ten A. M. 

WILKINSON & FISHER, 

Attorneys for Lindmark. 

STF-HTM. 


87 In the United States Patent Office. 

Interference No. 25044. 

De Ferranti 
vs. 

Lindmark. 

Steam Turbines. 

Hon. Commissioner of Patents. 

Sir: I hereby appeal to you in person, from the decision of the 
Examiner of Interferences dated March 12, 1908, in the above en¬ 
titled interference, in which decision the Examiner of Interferences 
refused a request that times for taking testimony be set. 

The decision of the Court of Appeals was not that de Ferranti 
was the first inventor, but simply that be bad a right to tie his United 
States application to bis British application under the Statute of 
March 3. 1903. T. G. E. LINDMARK, 

By WILKINSON & FISHER, Attorneys. 


88 March 31, 1908. S. E. T. 

In the United States Patent Office. 

Patent Interference No. 25044. 


De Ferranti 
v. 

Lindmark. 
Appeal. Petition. 
Steam Turbines. 


Application of Sebastian Z. de Ferranti filed March 9, 1905, No. 
219,253: division of application filed October 31, 1903, No. 179,407. 

Patent of Tore G. E. Lindmark granted .November 1, 1904, No. 
773,057; application filed January 10, 1903, No. 139,262. 
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Messrs. Spear, Middleton, Donaldson & Spear for de Ferranti. 

Mr. Park Benjamin and Messrs. Wilkinson & Fisher for Lind- 
on ark. 

This case is before me on appeal by Lindmark from a decision of 
the examiner of interferences refusing to reopen the case for the 
taking of testimony and also on a petition by Lindmark that he be 
permitted to introduce in the present interference certain testimony 
taken by him in a companion interference No. 25,459. 

The record shows that after the approval of the preliminary state¬ 
ments in this interference, times were set for taking testimony; that 
upon stipulation of the parties the time for filing motions was ex¬ 
tended and the time for taking testimony was reset. During the ex¬ 
tended time for filing motions, Lindmark presented a motion for 
judgment of priority in his favor against de Ferranti “upon 

89 the record dates of Lindmark and de Ferranti therein, and 
upon the allegations of de Ferranti in his preliminary state¬ 
ment.” 

It appears that at the hearing of this motion before the examiner 
of interferences the following stipulation was filed: 

“It is hereby stipulated and agreed by and between the respective 
parties to the above entitled interference that the parties de Fer¬ 
ranti and Lindmark who are involved in this interference are the 
same parties, de Ferranti and Lindmark, who filed the applica¬ 
tions for foreign patents specified in the oaths attached to their 
respective U. S. applications and in their preliminary statements, 
and that the de Ferranti and Lindmark named herein are the same 
de Ferranti and Lindmark named in interference No. 25,459.” 

This stipulation was signed by counsel for each of the contesting 
parties. Pursuant to this stipulation the examiner of interferences 
rendered a decision of priority in favor of Lindmark, the senior 
party. Appeal from his decision was taken to the examiners-in- 
chief and to the Commissioner in person, each of whom affirmed 
the decision of the lower tribunal. On appeal to the Court of Ap¬ 
peals of the District of Columbia, the decision of the Commissioner 
was reversed. 

It is now contended in behalf of Lindmark that the decision of 
the Court of Appeals was merely as to the construction to be placed 
upon the act of Congress of March 3, 1903, amending the act of 
March 3, 1897, which amended section 4887 of the Revised Statutes, 
and its application to the cases of the respective parties to this in¬ 
terference, that the Court of Appeals in reversing the decision of 
the office did not finally decide the question of priority of inven¬ 
tion, but merely whether de Ferranti and Lindmark were entitled 
to the benefit of the dates of their respective applications. 

This contention is believed to be not well founded. The de¬ 
cisions of the tribunals of the Patent Office in this case were 

90 decisions on the question of priority of invention and the 
decision of the Court of Appeals reversed the decision of the 

Commissioner of Patents without authorizing the taking of further 
proof in respect to priority of invention. In view of this fact it is 
held that this office is without authority to reopen this interference 
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for the presentation of further evidence as to the question of priority. 

The decision of the examiner of interferences is affirmed and the 
petition is denied. 

E. B. MOORE, 

Co mmiftsion&r. 

April 6, 1908. 

91 Exhibit No. 22. 

Patent Appeal No. 489. 

Sebastian Z. de Ferranti 

V8. 

Tore G. E. Lindmark. 

The issue in controversy between the above parties was decided 
by this court on appeal from a decision of the Commissioner of 
Patents on February 11, 1908. Priority had been awarded to Lind- 
mark in all the tribunals of the Patent Otlice on his motion for 
judgment on the record. On appeal, the decision of the Commis¬ 
sioner wa> reversed by this court, and the proceedings certified to 
the Patent Olfice, as by law required. Lindmark now comes here 
by an original petition, after (he judgment of reversal has become 
final, asking us to instruct the Commissioner of Patents to allow 
him to proceed with the taking of testimony in order to establish 
his right to priority over 1 >e Ferranti. It is insisted that the judgi 
ment of reversal was not a final judgment awarding priority to Pe 
Ferranti; but a mere denial of the motion of Lindmark for judg¬ 
ment on the record, and that the case should be now opened and 
the parties allowed to proceed with the taking of testimony. This 
court has jurisdiction of appeals from the Commissioner of Patents 
in certain matters defined by statute, but it has no original juris¬ 
diction to direct and supervise the administration of the affairs of 
the Patent Office. The allowance of this petition, and the issuance 
of an order, such as prayed for therein, would be an assumption of 
power which this court does not possess. The petition is denied, 
and it is so ordered. 

[SEAL.] JOSIAH A. VAN ORSDEL, Justice. 

(Endorsed:) Patent Appeal Pocket No. 489. Sebastian Z. Pe 
Ferranti, Appellant, rx. Tore G. E. Lindmark. Opinion of the Court 
per Mr. Justice Van Orsdel. Court of Appeals, District of Columbia. 
Filed Jun- 2, 1908. Ilenrv W Hodges, Clerk. 


A true copy. 
Test: 

(Signed) 


HENRY W. HODGES, 

Clerk of the Court of Appeal# of 

the Dixtrirt of Columbia. 
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92 Exhibit No. 23. 

2-390. 

United States of America, 
Department of the Interior, 
United States Patent Office. 

To all to whom these presents shall come, Greeting: 

This is to certify that the annexed is a true copy from the Records 
of this Office of the Petition of landmark that the Commissioner 
Vacate his Decision of April 0, 1908; said Petition being a part of 
Paper Number 41, filed June 11, 1908, in the matter of Interference 
Number 25044, De Ferranti es. landmark. Subject-matter: Steam 
Turbines. 

In testimony whereof I have hereunto set mv hand and caused 

t t 

the seal of the Patent Office to he affixed at the City of Washington, 
this lOth day of October, in the year of our Lord one thousand nine 
hundred and eight and of the Independence of the United States of 
America the one hundred and thirty-third. 

C. C. BILLINGS, 

Assistant Comwimioner of Patents. 
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Intf. No. 25044, Paper No. 41 
United States Patent Office. 
No. 25044. 


In re Interference 
Sebastian Z. de Ferranti 


ex. 


Tore G. E. Lin dm ark. 


Steam Turbines. 

Your petitioner, Tore G. E. landmark, by his attorneys, Harding 
& Harding, respectfully represent: 

1. That he is the Tore G. E. landmark, one of the parties to the 
above-entitled i n te r f ere nee. 

2. That as the record shows, the above interference proceeding 
was instituted and declared on August 8th, 1905, between the appli¬ 
cation of Sebastian Z. de Ferranti, filed March 9th, 1905, for Steam 
Turbines, Serial No. 249.253, and the patent of vour petitioner, No. 
773,057. dated November 1st, 1904. 

3. Th; t thereafter, pursuant to the rules and practice of the Patent 
Office, preliminary statements were filed bv both parties; that the 
said de Ferranti in his statement alleged inter alia, that he filed an 
application for a British patent for the invention of his application 
in interference on the eleventh day of November, 1902; and that 
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your petitioner in his statement alleged inter alia that he filed an 
application for a Swedish patent tor the invention of his patent in 
interference on the eighteenth day of June, 1902, and that he dis¬ 
closed h>s invention to others in this country on or about the fifteenth 

day of October , 1002. 

4. That thereafter, on the second day of March, 1906, pursuant to 

the rules and practice of the Patent Office, a notice was issued 

94 by the Patent Office setting times for taking testimony, and 
for the final hearing; that the parties thereafter entered into 

and filed astipulation that they have to and including May 1st, 1906, 
in which to make motions to dissolve “or any other motions they 
severally may desire to make and that in the meantime all proceed¬ 
ings herein shall he stayed*’ and that subsequently, on the twentieth 
day of March, 1906, the Patent Office approved said stipulation and 
fixed the times for taking testimony and for the final hearing as 
follows: 

No testimony to be taken before May 1st, 1906; 

De Ferranti’s testimony in chief to close July 2nd, 1906; 

Landmark's testimony to close September 4th, 1906; 

De Ferranti's rebuttal testimony to close September 19th, 1906; 

Final hearing November 19th, 1906. 

5. That as the record shows, after the filing of said preliminary 
statements and before the date fixed for the taking of testimony, a 
motion for judgment- on the record was made by your petitioner 
under the authority of Rule 114 of the Rules of Practice of the 
Patent Office, and the motion came on to be heard before the Ex¬ 
aminer of Interferences on March 28th, 1906, and was then argued 
and submitted to him. That at the argument of said motion the 
Examiner of Interferences refused to determine said motion unless 
the parties would stipulate that they were the parties who filed the 
applications for foreign patents set up in their respective preliminary 
statements, and that accordingly your petitioner, by his attorney, 
executed the stipulation called for. Your petitioner avers that it was 
not his intention, bv such stipulation, to convert said motion for 
judgment on the record into a final hearing on a full stipulated rec¬ 
ord, nor to waive his right to take testimony in support of his pre¬ 
liminary statement and have the interference proceed in the 

95 ordinary way in the event of the denial by the Exaipiner of 
Interferences of his said motion for judgment on the record. 

That having been argued the Examiner of Interferences rendered a 
decision on April 12th, 1906, granting said motion and awarding 
priority of invention to vour petitioner. 

6. That as the record shows, the said de Ferranti appealed from 
said decision of the Examiner of Interferences to the Board of 
Examincr-in-Chief, and the appeal having been argued and sub¬ 
mitted to said Board, they rendered a decision on October 19th, 1906, 
affirming the decision of the Examiner of Interferences. 

7. That as the record shows, the said de Ferranti appealed froni 
the decision of the Board of Examincrs-in-Chief to the Commissioner 
of Patents, and the same having been argued and submitted to the 
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Commissioner of Patents, he rendered a decision on March 17th, 
1907, affirming the decision of the Board of Examiners-in-Chief. 

8. That as the record shows, the said de Ferranti appealed from 
said decision of the Commissioner of Patents to the Court of Appeals 
of the District of Columbia, and the appeal having been argued and 
submitted to said court, it rendered a decision February 11th, 1908, 
reversing the judgment of the Commissioner of Patents. 

9. That therefore, in conformity with the statutes and the rules 
and practice in the Patent (Mice, it became the duty of the Patent 
Office, under Rule 118, to set new times for the taking of testimony 
in the said interference proceeding, and accordingly your petitioner 
filed a formal request that times for taking testimony be set by the 

Examiner of Interferences; and thereafter, on March 12th, 

96 1908, the Examiner of Interferences denied said request on 
the ground that the decision of the Examiner of Interferences 

of April 12th, 1906, awarding priority to your petitioner, was a 
final decision on the question of priority and that the decision of the 
Court of Appeals dated February 11th, 1908, reversing the decision 
of the Commissioner of Patents (which affirmed the decision of the 
Examiner of Interferences) did not order or authorize further pro¬ 
ceedings in the Patent Office. 

10. That thereafter, in conformity with the statutes and the rules 
and practice in the Patent Office, your petitioner appealed from said 
decision of the Examiner of Interferences to the Commissioner of 
Patents and also petitioned the Commissioner of Patents, under 
Rule 157, for leave to inroduce in the present interference proceed¬ 
ing certain testimony in support of the facts alleged in his prelimi¬ 
nary statement, taken by him in a companion interferenceXo.24,459, 
and thereafter the appeal and petition having been argued and sub¬ 
mitted to the Commissioner of Patents, the Commissioner on April 
6th, 1908, rendered a decision affirming the decision of the Examiner 
of Interferences and denying the said petition on the ground that the 
decisions of the tribunals of the Patent Office in said interference 
were decisions on the question of priority of invention, and that as 
the Court of Appeals reversed the decision of the Commissioner 
without authorizing the taking of further proof in reference to pri¬ 
ority of invention, the Patent Office is without authority to reopen 
the interference for the presentation of further evidence as to the 
question of priority. 

11. That thereafter your j>etitioner petitioned the said Court of 
Appeals to give such instructions to the Commissioner of 

97 Patents, or to make such order, judgment or decree, as to it 
might seem meet, to establish and preserve your petitioner’s 

right to take testimony in support of his preliminary statement and 
to a final hearing based upon said testimony pursuant to the statutes 
and the rules and practice of the Patent Office in such cases made 
and provided, as by a printed copy of said petition attached hereto 
and forming part hereof, will more fully and at large appear. 

12. That on the second dav of June, 1908, the said court ren- 

i/ < 

dered a decision denying the said petition on the ground that it had 
no original jurisdiction to direct and supervise the administration of 
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the affairs of the Patent Office hilt held in its decision that priority 
had been awarded to landmark in the Patent Office on his motion 
for judgment on the record, as hv a copy of said decision attached 
hereto and forming part hereof, will more fully and at large appear. 

13. That as the record shows, the said motion for judgment on 
the record under the provisions of Rule 114 of the I nited States 
Patent Office was made by vour petitioner, the senior party to the 
interference proceeding, for tlie reason that as lie was advised and 
believed the preliminary statement of do Ferranti failed to overcome 
the prim a facie case made by the respective dates of application; that 
a decision favorable to your petitioner on said motion entitled your 
petitioner to a judgment of priority because any evidence that might 
be taken on behalf of do Ferranti would he restricted, under the 
rules and practice of the Patent Office, to the proof of the facts re¬ 
cited in his preliminary statement, and that accordingly the de¬ 
cision on said motion was final as to de Ferranti and entitled him 
to successive appeals to the Board of Fxaminers-in-Chief, the 
98 Commissioner of Patents and the Court of Appeals; but that 
a denial of said motion would not have entitled the said de 
Ferranti to a final judgment of priority because nevertheless evi¬ 
dence that might be taken on behalf of your petitioner in substantia¬ 
tion of the facts set ont in his preliminary statement would entitle 
him to judgment of priority; that the decision of the Court of Ap¬ 
peals reversing the decision of tin* Commissioner of Patents is not, 
and does not purport to be, a decision awarding judgment of priority 
to de Ferranti, but is a decision that your petitioner is not entitled 
to judgment of priority on the record because the preliminary state¬ 
ment of de Ferranti overcomes the record date of your |>etitioner, 
and that the original motion for judgment on the record should 
have been denied, as clearly appeal’s from the decision of said court 
on the appeal and from the decision of said court denying land¬ 
mark’s petition. 

Wherefore your petitioner prays:— 

That the Commissioner vacate his decision of April fith, 1908, 
refusing landmark's request that times be set to take testimony and 
denying Landmark's petition for leave to take testimony and that 
the Examiner of Interferences be instructed to fix times for taking 
testimony and for the hearing so that the interference may proceed 
as if your petitioner’s motion for judgment on the record had been 
denied in the first instance. 

And your petitioner will ever pray. 

HARDING HARDING, 

Attorneys for Lindmarlc. 
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Exhibit No. 24. 


In the Supreme Court, District of Columbia. 

I nited States of America ex Ref. Tore G. E. Lindmark, Relator, 

v. 

Edward B. Moore, Commissioner of Patents, Respondent. 


Exhibit No. 24. 


United States of America, 
Department of the Interior, 
United States Patent Office. 

To all to whom these presents shall come. Greeting: 

This is to certify that the annexed is a true copy from the Records 
of this Ottice of the Protest by de Ferranti, said Protest being a 
part of Paper Number 41VL». filed June 12, 1908, in the matter of 
Interference Number 25044, de Ferranti vs. Lindmark. Subject- 
Matter: Steam Turbines. 

In testimony whereof I have hereunto set mv hand and caused 
the seal of the Patent Office to he affixed at the City of Washington, 
this 16th day of October, in the year of our Lord one thousand nine 
hundred and eight and of the Independence of the United States of 
America the one hundred and thirtv-third. 


TSeal in Circle. 1 
(Signed) 


C. C. BILLINGS, 
Assistant Commissioner of Patents. 


100 25044—411/2, 

United States Patent Office. 

No. 25044. 

In re Interference 
Sebastian Z. de Ferranti 

vs. 

Tore G. E. Lindmark. 

Steam Turbines. 

We enter our earnest protest against the consideration of the 
petition of Lindmark asking the Commissioner to vacate his de¬ 
cision of April 6, 1908, and that the same be dismissed without 
hearing. 

The petition amounts to nothing but the request for a recon¬ 
sideration of the Commissioner’s decision of April 6th. It goes 
over precisely the same ground that was fully covered before the 
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Commissioner in the former hearing and before the Court of Ap¬ 
peals in the petition taken to the Court to instruct the Commissioner, 
and which the Court refused to do. No new points are raised; no 
new ground covered, and it is evident that the petition is simply 
filed for the purpose of delay. As stated in our brief before the 
Court— 

“landmark chose to rest his case upon certain evidence within 
the office, to wit, hi« record date and the stipulation as to the foreign 
filing dates, knowing at this time that there was other evidence upon 
which he could relv if he desired as evidenced by the reference to 
his introduction into this country in his preliminary statement, and 
having made his election he should not now complain that he is not 
permitted to introduce what he could and should have done earlier.” 

It is therefore asked that the petition he dismissed without hear¬ 
ing. Attention is called to the attached Brief read before the Court 
of Appeals. 

SPEAR, MIDDLETON, DONALDSON & 
SPEAR. Atfya for de Ferranti. 

June 12", 1908. 

Service accepted this 12 day of June, 1908. 

WILKINSON, FISIIER & WITHERSPOON. 

[Endorsed :] L. S. Patent Office. Copy made Oct. 13, 1908. 
187,833 '08. Docket clerk, U. S. Patent Office, Jun- 12, 1908. 
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United States of America, 
Department of the Interior, 
United States Patent Office. 

To all to whom these presents shall come, Greeting: 

This is fit certify that the annexed is a true copy from the Records 
of this Office of the Decision of the Commissioner, dated October 3, 
1908, in the matter of Interference Number 25,044, de Ferranti vs. 
Lindmark. Subject-Matter: Steam Turbines. 

In testimony whereof I have hereunto set my hand and caused 
the seal of the Patent Office to be affixed at the City of Washington, 
this 15th dav of October, in the year of our Lord one thousand nine 
hundred and eight and of the Independence of the United States of 
America the one hundred and thirtv-third. 

C. C. BILLINGS, 

.1 mutant Commissioner of Patents. 
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102 July 16, 1908. * N. C. 

Intf. No. 25044, Paper No. 42. 

Comm r’s Decision. 

Recorded, Vol. 92, Page 162. 

In the United States Patent Office. 

Patent Interference No. 25044. 

De Ferranti 
v. 

Lindmark. 

Petition. 

Steam Turbines. 

Application of Sebastian Z. de Ferranti filed March 9, 1905, No. 
249,253; division of application filed October 31, 1903, No. 179,407. 

Patent of Tore G. E. Lindmark granted November 1, 1904, No. 
773,657; application filed January 16, 1903, No. 139,262. 

Messrs. Spear, Middleton, Donaldson & Spear for de Ferranti. 
Messrs. Harding & Harding for Lindmark. 

This case is before me on a petition by Lindmark to vacate my 
decision rendered April 6, 1908, affirming the decision of the ex¬ 
aminer of interferences denying Lindmark’s petition that times be 
set for taking testimony in this case. 

The record shows that preliminary statements were filed by both 
parties to this interference, and that within twenty days after the ap¬ 
proval of the preliminary statement Lindmark filed a motion to 
transmit an accompanying motion to dissolve the interference and 
also a motion for judgment of priority in his favor “upon the 
record dates of Lindmark and de Ferrantis applications and upon 
the allegations of de Ferranti in his preliminary statement.” 

At the hearing before the examiner of interferences on the motion 
for judgment the following stipulation was filed: 

“It is hereby stipulated and agreed by and between the 

103 respective parties to the above entitled interference that the 
parties de Ferranti and Lindmark who are involved in this 

interference are the same parties, de Ferranti and Lindmark, who 
filed the applications for foreign patents specified in the oaths at¬ 
tached to their respective U. S. applications and in their preliminary 
statements, and that the de Ferranti and Lindmark named herein 
are the same de Ferranti and Lindmark named in interference No. 
25,459.” 

This stipulation was accepted and the examiner of interferences 
rendered a decision holding that neither de Ferranti nor Lindmark 
was entitled to the benefit of the filing dates of his foreign applica- 
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lions under tiie provisions of the act of March 3, 1903; and inas¬ 
much as Lindniark was the first to file an application in this coun¬ 
try awarded priority of invention to him. The decision of the ex¬ 
aminer of interferences was affirmed by the examiners-in-chief and 
their decision was in turn affirmed by the Commissioner (129 O. G. 
1010). Upon appeal to the Court of Appeals of the District of Co¬ 
lumbia the decision of the Commissioner was reversed (134 O. G. 
515) the Court holding that de Ferranti, who filed his application 
after the promulgation of the Act of March 3, 1903, was entitled to 
the benefit of a foreign application which antedated Landmark's 
filing date. 

It is contended in behalf of Lindniark that the decision of the 


examiner of interferences was merely a decision upon a “motion for 
judgment on the record" involving only the question whether Lind- 
mark or de Ferranti should prevail upon the facts appearing in the 
records of their respective applications. 

This argument was presented in support of the former jietition 
and was considered by me in the decision rendered April 6, 1906, 
in which it was held that the Commissioner had no authority to 
reopen a case for further testimony after a decision of the Court of 
Appeals of the District of Columbia on the question of priority of 
invention unless and until authorized bv that court to do so 
104 Thereafter a petition was filed in the Court of Appeals of 
the District of Columbia praying “that the Commissioner be 
instructed that the said decision of this court merely adjudged that 
vour petitioner, the said Landmark, is not entitled to judgment on 
the record, and is not a final judgment of priority in favor of de 
Ferranti" 


and further that the Commissioner be “instructed or authorized to 
fix times for the taking of testimony in this cause," and that such 
other order, judgment or decree be made as the condition of the case 
required. 

The Court of Appeals in denying this petition said. 

“The issue in controversy between the above parties was decided 
by this court on appeal from a decision of the Commissioner of 
Patents on February 11, 1906. Priority had been awarded to Lind- 
mark in all the tribunals of the Patent Office on his motion for 
judgment on the record. On appeal, the decision of the Commis¬ 
sioner was reversed by this court, and the proceedings certified to tin* 
Patent Office, as by law required. Lindniark now comes here by an 
original petition, after the judgment of reversal has become final, 
asking us to instruct the Commissioner of Patents to allow him to 
proceed with the taking of testimony in order to establish his right 
to priority over de Ferranti. It is insisted that the judgment of 
reversal was not a final judgment awarding priority to De Ferranti; 
but a mere denial of the motion of Lindniark for judgment on the 
record, and that the case should he now opened and the parties al¬ 
lowed to proceed with the taking of testimony. This court has juris¬ 
diction of appeals from the Commissioner of Patents in certain mat¬ 
ters defined by statute, but it has no original jurisdiction to direct 
and supervise the administration of the affairs of the Patent Office. 
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The allowance of this petition, and the issuance of an order, such 
as prayed for therein, would be an assumption of power which this 
court does not possess. The petition is denied, and it is so ordered.” 

It appears from the text of the decision of the Court of Appeals 
upon the petition that the appeal was treated as an appeal from a 
final decision of the Commissioner on the question of priority of 
invention and the proceedings of that court were “certified to the 
Patent Office as by law required." The record of the case clearly 
warranted such consideration. It is to be noted that judgment was 
not rendered merely upon the application dates of the re- 
105 speetive parties in this country but upon consideration of the 
filing dates of their foreign applications also. The mere alle¬ 
gation by a party in his application for patent that he has filed an 
application for a patent for the same invention in a foreign country 
or the inclusion of such an allegation in his preliminary statement 
does not constitute proof of the fact alleged, and it is incumbent 
upon such party when involved in an interference proceeding, if he 
would rely upon his alleged foreign application, to establish by com¬ 
petent evidence that he is the party who filed the foreign application, 
and he must also show that the invention set forth in the foreign 
application is the same as that covered by his application in thus 
country (Rousseau v. Brown, 1 <>4 (). < 1. 1120; Lauder v. Crowell 
et al., lti O. G. 405; ex parte Raiding, 115 O. (J. 1<S4<S). In the 
present case the stipulation above quoted which was filed by the 
parties was accepted in lieu of testimony in respect to these facts and 
the decision of the examiner of interferences and of the appellate 
tribunals was rendered upon this agieed statement of facts. 

The record shows that opportunity was given to the parties to 
take testimony, but Lindmark. by taking the steps above set forth 
clearly waived the light to take testimony and relied upon his stipu¬ 
lated evidence. This fact is apparent from the following statement 
in the decision of the Commissioner in do Ferranti e. Lindmark, 
129 O. G. 1610: 

“The invention in issue relates to an improvement in steam tur¬ 
bines. 

No testimony was taken by either party; hut the facts as stated in 
the decision of the Examiner of Interferences and stipulated or con¬ 
ceded by the parties are as follows: 

Lindmark applied for a Swedish patent on the invention in issue 
on June IS, 1902, and for a German patent on November 5, 1902. 
He filed his application in this country on January 16, 1903, and 
was granted a patent on November 1, 1904. 

De Ferranti applied for a patent in Great Britain on November 11, 
1902, and filed his application in this countrv on October 
10(1 31. 1903.” 

Furthermore, the Court of Appeals of the District of Co¬ 
lumbia vhile stating in their decision, de Ferranti r. Lindmark, 134 
(). G. 515, that the ease was before them on appeal from the decision 
of the Commissioner of Patents awarding priority of invention to 
appellee on a “motion for judgment on the record” stated: 

“It appears that both parties to this controversy are foreign invent- 

9—2022a 
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ors. Xo evidence was taken in the Patent Office. Both parties 
rely on their respective dates of thing their applications, either here 
or abroad,” 

and. accepting the dates of the foreign applications as proven, ren¬ 
dered the decision above referred to. 

Up to the present time the Court of Appeals has entertained ap¬ 
peals in interference cases only from the final decisions of the Com¬ 
missioner upon the question of priority of invention, (Allen, Com¬ 
missioner of Patents v. the United States of America ex rel. George 
A. Lowry and Planters Compress Co., lid O. G: 2253; 26 App. 
D. C. 8). In the present case the decision holding that landmark 
was the first inventor was undoubtedly a final decision upon the 
question of priority. It is obvious from the facts above stated that 
this decision was rendered after the consideration of facts, admitted 
by the stipulation, concerning which proof would have been required 
in the absence of such stipulation, and not upon the bare record of 
the applications in this country. This stipulation, in my opinion, 
related to an agreed state of facts offered, at the instance of Lind- 
mark, in the place of testimony. 

llis failure to present his entire case in the first instance can be 
charged to no ones fault but his own. It is well settled that the 
office will not pa<s upon questions of priority in a piecemeal man¬ 
ner. It is incumbent upon a party to present the entire case 
107 in the first instance. As stated in the case of Roberts v. 
Bachelle, 101 0. G. 1831, 1902 C. D. 415:— 

‘‘After a case has gone to final hearing it is an injustice to the 
Office, as well as to the victorious party to reopen the case and give 
it entirely new consideration merely because the defeated party has 
failed to realize that facts which were at all times within his posses¬ 
sion were material to a determination of the case.” (Estes v. Gause, 
C. D., 1899, 164; 88 O. G. 1336; McCollum v. Bremer, C. D. 1900, 
183; 93 O. G. 1917). 

The decisions cited by petitioner in support of his contention are 
not believed to be in point. In none of the cases cited were decisions 
rendered upon an agreed state of facts but rather upon the records 
of the cases or the pleadings themselves. After careful considera¬ 
tion of the question I find no reason to vacate my former decision 
denying Landmark's request that times for taking testimony he set 
in this case. 

The petition is denied. 

E. B. MOORE, 

Commissioner. 

October 3, 1908. 
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108 Exhibit No. 26. 

25044 A. B. 25459. 

De Ferranti 

V8. 

Lindmark. 

1 Aug. 8, 1905. Declaration: Prel. hearing Oct. 3/05. 

2 Sept. 22, “ Stipulation to extend time for filing Statements 

3 “ 26, “ Prelim, hearing extended to Nov. 3, 1905 

4 “ 25, “ Statements of de Ferranti 

5 “ 28, “ Letter to %t “ 

6 Oct. 27, “ Statement of Lindmark 

7 “ “ “ Letter to “ 

8 Nov. 2, “ “ “ “ Statements due Dec. 5, 1905. 

9 “ “ “ “ “ de Ferranti 

10 “ 11, “ Request of Pri. Ex. for jurisdiction 

11 “ 13, “ Interference suspended & trails, to Pri. Ex’r 

Proceedings suspended. 

12 “ 25, “ Ex’rs Decision dissolving Interf. as to coints 

1, 2, & 3. 

13 Dec. 6, “ Statement of Lindmark 

14 “ “ <f Assoc. Power of Att’y 

15 Mch. 2, '06. Times set to take testimonv, Hearing Oct. 8, 

’ 06 . 

16 “ 17, “ Stipulation to extend time for filing motions, 

etc. 

17 “ 20, “ Times extended. Hearing Nov. 19, 1906. 

18 “ 23, ’06. Motion to dissolve Interference by Lindmark. 

19 “ 23, ’06. “ for Judgment of Priority in favor of 

Lindmark 

20 “ 28, “ Brief for Lindmark 

21 “ “ “ “ “ De Ferranti 

22 “ “ il Stipulation as to identity of parties to the Case. 

23 “ 29, “ Withdrawal of Motion to transmit motion to 

dissolve 

24 April 12, “ Motion granted. Decided favor Lindmark. 

L. A. Mav 2, ’06 

25 “ “ “ I.etter transmitting decision. 

26 “ 18, “ Stipulation to extend limit of appeal. 

27 “ 19, “ Limit of appeal from dec’n of Apr. 12, extended 

to May 16, ’06 

28 May 16, “ Appeal bv De Ferranti to Board 

29 Nov. 8, “ “ “ " “ “ CommT. 

30 April 19. ’07. “ “ “ “ Court 

109 

31 March 7. 1908. Request by Lindmark that time for taking 

test’v be set 

32 “ 12, “ Request to reopen case denied. 

33 “ 17, “ Petition & Appeal by Lindmark 

34 “ “ “ Notice of hearing .• 
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35 April 6, 1908. Comm Vs decision 

36 “ “ “ Notice of “ 

37 May 6, “ Withdrawal of attorney. 

38 13, “ (’onnnVs Order 

39 “ “ “ Notice of “ 

40 “ 29, “ Power of attorney to Harding & Harding 

| Endorsed: | ( S. Patent Office. Copy made June JO. 1908. 
116 , 406 / 08 . 
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Exhibit No. 27. 


In the Supreme Court of the District of Columbia. 

United States of America ex Pel. Tore G. E. Lindmark, Relator, 

v. 

Edward B. Moore. Commissioner of Patents, Respondent. 

Exhibit No. 27. 


United States of America, 
Department ok tiie Interior, 
United States Patent Office. 

To all to whom these presents >hall come, Greeting: 

This is to certify that the annexed is a true copy from the Records 
of this Office of certain entries on the Index showing date of filing 
of Landmark's Petition and date's of subsequent proceedings in the 
matter of Interference Number 25044, de Ferranti vx. Lindmark. 
Subject-Matter: Steam Turbines. 

In testimony whereof I have hereunto set my hand and caused 
the seal of the Patent Office to he affixed at the City of Washington, 
this 16th dav of October, in the vear of our Lord one thousand nine 
hundred and eight and of the Independence of the United States of 
America the one hundred and thirty-third. 

(Signed) C. C. BILLINGS, 

[Seal in Circle. | Assistant Commissioner of Patents. 


Ill 


* * 


25044 

De Ferranti 

v. 

Lindmark 

* * * 


♦ 


* 


41 June 11. 1908. Petition of Lindmark. 

41V 2 “ 12. “ Protest by de Ferranti against Considera¬ 

tion of petition. 

42 Oct. 3, “ ComniVs Decision. 

43 “ 5, “ Notice of 

E. T. R. 

L. M. F. 

[Endorsed:] U. S. Patent Office. Copv made Oct. 15, 1908 
187,833/ , 08. 
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112 Exhibit No. 28. 

United States of America. 

Department of the Interior, 

United States Patent Office. 

To all persons to whom these presents shall come, Greeting: 

This is to certify that the annexed is a true copy from the Records 
of this Office of the File Wrapper in the matter of the Application 
of Sebastian Ziani de Ferranti, Filed March 9, 1905, Serial Number 
249,253, for Improvement in Steam Turbines. 

In testimony whereof I have hereunto set my hand and caused 
the seal of the Patent Office to he affixed at the City of Washington 
this 20th day of June, in the year of our Lord one thousand nine 
hundred and eight and of the Independence of the I nited States of 
America the one hundred and thirty-second. 

(Signed) EDWARD B. MOORE, 

f seal. | Commissioner of Patents. 
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Rej.t 121-58. f 


Number (Series of 1900) 
249,253. 


1905. 


Div. 18. 

(ExVs Book) 139-10. 


Patent No. —. 

Name: Sebastian Ziani de Ferranti, 

Of London (Hampstead), 

County of-, 

State of England. 

Invention: Steam Turbines. . 

Original. 

Petition, Mar. 9, 1905. 

.§ Affidavit, “ “ 1905. 

os Specification, “ ‘‘ 1905. 

£ 11 

Drawing, [10J* sh’ts, “ “ 1905. 

Additional dr’g, July 15, 1905. 

'c Model or specimen,-, 190-. 

» First fee, cash, $15, Mar. 9, 1905. 

^ “ “ ce rt.,-, 190-. 

^ l Appl. tiled complete M’ch 9, 1905. 

Examined-, 190-. 

Countersigned : - -, — 

For Commissioner. 


Renewed. 

-, 190-. 

-, 190-. 

-, 190-. 

-, 190-. 

-, 190-. 

-, 190-. 

-, 190-. 

-, 190-. 

-, 190-. 

» 

For Commissioner. 


[* Words and figures enclosed in brackets erased in copy.] 
[t In pencil in copy.] 
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Notice of allowance,-, 190- 

Final fee, cash, —,-, 190-. 

“ “ cert.,-, 190-. 

Patented-, 190-. 

Associate attorney, 

%> 7 


-, 190-. 
190-. 
190-. 


Name: - - 

Patent No. —. 


Attorney-, Spear, Middleton, 

Donaldson & Spear, 
1003 F St. N. W., city. 
Serial number —. 

Date of patent,-. 


[On the margin:] Division of App. No. 179,407, filed Oct. 21, 
1903. 
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1905. 


Content h. 

Print, July 29, 1905. 

Application, 1 paper[s].* 

1. Rej., Mar. 21/05. 

2. Letter to office, Apr. 1 / 05. 

3. Letter, Apr. 6, 1905. 

4. Amend’t A, July 15/05. 

5. Rej., July 22, 1905. 

6. Interf. card, July 31/05. 

7. “ letter, Aug. 8, 1905. 

8. “ card, Nov. 22/05. 

9. “ letter, Nov. 28, 1905. 

10 . 

11 . 

12. 

13. 

14. 

15. 

16. 

17. 

18. 

19. 

20 . 

21. 

22 . 

23. 

Title : Improvement in — 

O. W. 

E. T. H. 

[Endorsed:] U. S. Patent Office. Copy made June 20, 1908. 
110,406/08. 


(• Words and figures enclosed in brackets erased in copy.] 
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United States of America, 

Department of the Interior, 
United States Patent Office. 

To all persons to whom these presents shall come, Greeting: 

This is to certify That the annexed is a true copy from the Records 
of this Office of the File Wrapper in the matter of the Letters Patent 
of Tore Gustaf Emanuel Lindmark, Number 773,657, granted No¬ 
vember 1, 1904, for Improvement in Exhaust Heaters for Com¬ 
pound Motors. 

In testimony whereof I have hereunto set my hand and caused the 
seal of the Patent Office to be affixed at the City of Washington this 
20th day of June, in the year of our Lord one thousand nine hun¬ 
dred and eight and of the Independence of the United States of 
America the one hundred and thirty-second. 

(Signed) EDWARD B. MOORE, 

[seal.] Commissioner of Patents. 

116 121-58. f 


Div. 18. 

(Ex’r’s Book) 119/13. 


Number (Series of 1900.) 

139,262. 1903. 

Patent No. 773,657. 

Name : Tore Gustaf Emanuel Lindmark. 

Of Stockholm, 

County of-, 

[State of]* Sweden. 

Invention: Exhaust Heater for Compound Elastic-Fluid Motors. 
Original. 

f Petition, Jan. 16, 1903. 

Affidavit, “ . “ 1903. 

Specification, “ “ 1903. 

Drawing, 2 sh’ts, “ “ 1903. 

ST_| Blue prints, April 24 / 03. 

Model or specimen, none, 190-. 

1. First fee, cash, $15, Jan. 16, 1903. 

“ “ cert.,-, 190-. 


G 

O 

* 


Renewed. 

-, 190-. 

-, 190-. 

-, 190-. 

-, 190-. 


^ CG 
C 


cc 

r 

aS 


[ App. filed complete Jan. 16, 1903. 
Examiner G. Lewis Exam. Apr. 29, 1904. 
Countersigned: R. E. Grant, — 

4-30-1904. f For Commissioner. 

Notice of allow ance May 2, 1904. 

Final fee, cash, $20, October 10, 1904. 
cert.,-, 190-. 


-, 190-. 
-, 190-. 
-, 190-. 
-, 190-. 
-, 190-. 


(< 


Patented November 1, 1904 

2. Associate attorney, 

3. 

Name: T. G. E. Lindmark. 
Patent No.- 


For Commissioner. 

-, 190-. 

-, 190-. 

-, 190-. 


Attorney, [Park Benjamin, 
203 Broadway.] 
Serial Number 139,262. 


Date of patent 

[On the margin :] Division of App. No.—. tiled-, 190-. 


t In pencil In copy.] 

• Words and figures enclosed in brackets erased in copy.] 
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1903. 

('outents. 

Print,-. 


1 

2' 

Application, 

1 papers. 

• 

1. 

Rej., Jan. 22 

(>3. 



•) 

A mendmciit 

, J a 11 . 

. 28. 

1908. 

• I 

Rej.. Feb. c». 

1908. 



4. 

Amend’! A, 

Feb. 

12. 

19t 

t). 

Rej., Feb. 28 

, lot>: 

1 

>• 


0. 

Amend'!. Ms 

\r. 11 

, lilltt. 

i . 

Fin. Rej., Mi 

w. 17 


8. 

Appeal card 

. Apr 

. 20, 

1908. 

9. 

A mendment 

, Apr 

. 9, 

1904. 

10. 

Letter, Apr. 

21, 1904. 


11. 

Amendment 

, Apr 

. 28, 

, 1904. 

12. 

Intcrf. card. 

July 

81 

95. 

13. 

letter, 

Aug 

. 8, 

19( >5. 

14. 

card, 

Nov. 

22 

05. 

15. 

letter. 

Nov 

. 28, 

1905. 


10 . 

17 . 

18 . 

10 . 

20 . 

21 . 

22 . 

23. 

Title: Improvement in Exhaust Heater for Compound Motors. 

118 Rule to Show Cause. 

Issued November 14, 1908. 

In the Supreme Court of the District of Columbia. 

At Law. No. 51113. 

United States of America ex Ref. Tore G. E. Lindmark. 

Petitioner, 

vs. 

Edward B. Moore, Commissioner of Patents, Respondent. 

Upon consideration of the petition for mandamus in the above- 
entitled cause, it is ordered, on this 14" day of November, 1908, that 
the respondent herein show cause, on the 4" day of December, 1908, 
at 10 o’clock A. M., at the special term of the court, why a writ of 
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mandamus should not issue, as prayed in said petition; provided a 
copy of this order and of said petition be served upon the respondent 
on or before the IS" day of November, 1908. 

HARRY M. CLABAUGH, 

Chief .Justice of the Supreme Court 

of the District of Columbia. 

Service of the above rule to show cause, together with copies of 
said rule, the petition and exhibits therein mentioned accepted this 
14th dav of November, 1908. 

EDWARD B. MOORE, 

Commissioner. 

119 Ansirer. 

Filed December 2, 1908. 

In the Supreme Court of the District of Columbia. 

At Law. No. 51113. 


United States of America ex Rrl. Tore G. E. Lindmark, 

Petitioner. 

v. 

Edward B. Moore, Commissioner of Patents, Respondent. 


The Answer of the Res|>ondent. Edward B. Moore, Commissioner of 
Patents, to the Rule to Show Cause. Issued Herein on the 18th 
Day of November, 1908. 


The said Edward B. Moore, Commissioner of Patents, for answer 
to the rule to show cause why the writ of mandamus should not issue 
against him as prayed in the petition filed herein, says: 

1. Respondent admits the allegations recited in paragraph 1 of 
the petition to be true save the allegation to the effect that he was 
Commissioner of Patents at the time of the occurrence between the 
parties herein mentioned, and as to this matter avers that prior to 
June 1, 1907, he was Assistant Commissioner of Patents, but on and 
after said date, June 1, 1907, was duly qualified Commissioner of 
Patents and acting as such at the time such of the events referred to 
herein as thereafter occurred. 

2. Respondent admits the allegations of paragraph 2 of said peti¬ 
tion save as to the date upon which said application of Tort" G. E. 
Lindmark was filed, and as to this matter says, on information and 
belief, that said application serial No. 139262 was filed January 16, 

1903, and that patent No. < 7365 < was granted thereon November 1 

1904. 

3. Respondent admits the allegations of paragraph 3 of said pe¬ 

tition. 



4. Respondent admits the allegations of paragraph 4 of 
said petition. 

Respondent. denies the allegations of paragraph 5 of said peti- 
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tion in die manner ami form in which the same are set forth therein, 
and says on information and beliei that the truth in regard to the 
matter.' apparently attempted to he set forth therein is as follows- 
That pursuant to the provisions of rule 110 of the Rules of Pra< 
tiee of the United States Patent Office preliminary statements were 
filed by the respective parties containing inter alia the following 
allegations, which are herein shown in tabulated form for con¬ 
venience in comparison: 



l)e Ferranti 

landmark. 

Conception. 

March, 1902.. 

June 1, 1902. 

Application tiled in foreign country. 

November 11, 1902 

June 18, 1902 

(Great Britaini. 

(Sweden). 

Introduction into United .States. 

October 31, 1903. 

Octol>er 15, 1902. 

Filing of United States application. 

United States* patent grunted. 

.... do. 1 

January 10, 1903. 
No. 773,057, No- 

1 

1 

vember 1, 1904. 


i). Respondent admits the allegations of paragraph (i of the peti¬ 
tion. 

7. Respondent denies the allegations of paragraph 7 of the peti¬ 
tion. in tilt manner and form in which the same are set forth, and 
say.", < n information and belief that the truth in regard to the mat¬ 
ter* attempted to be set forth in said paragraph 7 is as follows: 

The rule 114 of the Rules of Practice of the United States Patent 
Oliice then in force was as follows: 

“If the junior party to an interference, or if any party thereto 
other than the senior party, fails to tile a statement, or if his state¬ 
ment fails to overcome the prinm facie case made by the respective 
dates of application, such party will be notified by the examiner of 
interference that judgment upon the record will be rendered against 
him at the expiration of twenty days. Within this period of twenty 
days any of the motions permitted by the rules may be brought. 
Motions brought after judgment on the record has been rendered 
will not be entertained urdess sufficient reasons appear for the delay. 

Respondent further answering says that said Re Ferranti referred 
to herein alleged in the oath forming part of his application, and 
averred in his preliminary statement inter alia that he had filed an 
application for patent upon the same invention in Great Britain on 
November 11, 1002, under No. 24881, and in view of the fact that 
such Britisli application was alleged to have been filed within twelve 
months preceding the filing of his original application, October 
01, 1903, of which the application No. 249,253, involved in 
121 said interference, is a divisional application, and since under 
the provisions of the act of March 3, 1903, which amended 
section 4887 of the Revised Statutes by adding the following pro¬ 
vision : 

An application for patent for an invention or discovery or for a 
design filed in this country by any person who has previously regu¬ 
larly filed an application for a patent for the same invention, dis- 
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covery, or design in a foreign country which, by treaty, convention, 
or law, affords similar privileges to citizens of the United States shall 
have the same force and effect as the same application would have if 
filed in this country on the date on which the application for patent 
for the same invention, discovery, or design was first filed in such 
foreign country, provided the application in this country is filed 
within twelve months in cases within the provisions of section forty- 
eight hundred and eightv-six of the Revised Statutes, and within 
four months in cases of designs, from the earliest date on which any 
such foreign application was filed. But no patent shall be granted 
on an application for patent for an invention or discovery or a 
design which had been patented or described in a printed publication 
in this or any foreign country more than two years before the date 
of the actual filing of the application in this country, or which had 
been in public use, or on sale in this country for more than two 
years prior to such filing. 

Said Re Ferranti claimed the benefit of the filing date of such 


British application with the same force and effect as if said applica¬ 
tions had been filed on the same date in the L nited States Patent 
Office, and sime the truth of tin e claim- were matter- susceptible 
of proof, and which, if proven, would overcome the prima facie 
case made by LindmarkV date of application for patent in the 
United States (January 10, 1903), he was not ordered to show cause 
why judgment should not be rendered against him under the pro¬ 
visions of rule 114 above quoted, but times were set by the examiner 
of interferences in which he should take testimony in support of 
the allegations of his preliminary statement, and times were also set 
in which said party Landmark should take testimony, as appears 


from the allegations of paragraph 6 of the petition. 

122 Said landmark, however, instead of complying with the 
order of the examiner of interferences setting times for tak¬ 


ing testimony, and without the authority of the statutes or of the 
rules of practice of the United States Patent Office, on March 23, 
1906. presented before the examiner of interferences a motion pur¬ 
porting to be a motion for judgment on the record. 

8. Respondent denies the allegations of paragraph 8 of the peti¬ 
tion in the manner and form in which the same are set forth and 


savs on information and l>elief that the truth in regard to the matter* 


attempted to be set forth in said paragraph 8 is as follows: 

That on the 28th day of March, 1906, the date set for hearing 
upon the said motion purporting to be a motion by landmark tor 
judgment on the record, counsel for Landmark and counsel for Re 
Ferranti appeared before the examiner of interferences and pre>ented 
arguments upon said motion, but the examiner of interferences de¬ 
clined to render a decision upon the motion in the manner and 
terms set forth in such motion upon the ground that he was without 
authority to accept the ex parte allegations of the respective parties 
in the oaths forming part of their respective applications and in 
their respective preliminary statements as true in the absence of testi¬ 
mony duly taken with the right of cross-examination by the adverse 
parties as to the allegations therein contained. 
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That in view of such refusal on the part of the examiner of inter¬ 
ferences, and during a continuation of said hearing for the purpose 
hereinafter set forth, counsel for the party landmark and counsel 
for the party De Ferranti entered into and fded a duly executed 
stipulation, which is in terms as follows (Exhibit No. 8): 

It is hereby stipulated and agreed by and between the respective 
parties to the above-entitled interference that the parties De Ferranti 
and landmark who arc involved in this interference arc the same 
parties, De Ferranti and landmark, who filed the applications for 
foreign patents specified in the oaths attached to their respective 
United States applications and in their preliminary statements, and 
that the De Ferranti and landmark, named herein are the same De 
Ferranti and landmark named in interference No. 25459. 
1*23 That pursuant to this stipulation, which was accepted in 
lieu of testimony duly taken in respect to these facts, the 
examiner of interferences rendered a decision granting said motion 
and finally deciding the question of priority of invention upon the 
stipulated testimony, stating in part as follows (Exhibit 9): 

The invention involved in this interference is an improvement in 
steam turbines. 

The case comes up on a motion by landmark for judgment in his 
favor. No testimony has been taken, but the parties have stipulated 
that the facts are a< set hath below. 

landmark applied for a Swedish patent on the invention in issue 
on June 18, 1902, and for a German patent on November 5, 1902. 
lie filed his application in this country on January 10, 1903, and 
was granted a patent on November 1. 1904. 

De Ferranti applied fora patent in (boat Britain on November 11, 
1902. and filed ln> application in this country on October 31, 1903. 


(Here follows the discussion of the stipulated testimony and the 
application of the law in the case thereto, and the decision concludes 
as follows) : 

The motion i~ granted and priority of invention of the subject- 
matter involved in this interference is awarded to Tore Gustaf Eman¬ 
uel Lindmark. the senior party. 

Limit of appeal will expire Mav 2, 1900. 

C. C. BILLINGS, 

Examiner of Interference*. 

9. Respondent admits the allegations of paragraph 9 of said peti¬ 
tion. 

Further answering said paragraph 9, however, respondent says 
that in the decision of the examiners in chief it is stated (Exhibit 
No. 11): 

This is an appeal by De Ferranti from a decision of the examiner 
of interferences awarding priority to Lindmark, the senior party. 


(Here follows the discussion of the matter in controversy and the 
decision concludes as follows:) 
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We agree with the examiner of interferences that the second 
clause of the act of March 3, 1903, does not apply to either 
124 foreign or domestic applications filed prior to its date, and 
that neither party to the present interference can derive any 
benefit from his foreign application. This conclusion entitles Land¬ 
mark to an award of priority by virtue of his superiority as an appli¬ 
cant for a United State** patent, and he is therefore held to be the 
first and original inventor of the issue. 


The decision of tlie examiner of interferences is affirmed. 

10. Respondent admits the allegations of paragraph 10 of said 
petition. 

11. Respondent admits the allegations of paragraph 11 of said 
petition. 


12. Respondent denies the allegations of paragraph 12 of said 
petition in the manner and form in which the same are set forth 
therein and says, on information and belief, that the truth in regard 
to the matters apparently attempted to he set forth in said paragraph 
12 is as follows: 

That on March 2, 1906, pursuant to the provisions of rule 118 of 
the Rules of Practice of the United States Patent Office, times were 
set in which the respective parties, De Ferranti and Lindmark, to 
said interference referred to herein should take their testimonv 
(Exhibit 4). 


That thereafter on March 20, 1906, pursuant to a stipulation be¬ 
tween counsel for the respective parties, De Ferranti and Lindmark, 
the times for taking testimony of the respective parties were reset bv 
the examiner of interferences. 

That notwithstanding the fact that opportunity was given to De 
Ferranti and Lindmark to take and present full testimony upon the 
question of priority of invention and as set forth in the allegations 
of their respective preliminary statements, said parties, De Ferranti 
and Lindmark, of their own motion submitted the case for 
125 final decision upon the question of priority upon a stipulated 
and agreed state of facts, and thereby waived all right to take 
further testimony in support of the allegations of their respective 
preliminary statements and upon the question of priority of inven¬ 
tion. 

That pursuant to said submission of the case, upon an agreed state¬ 
ment of facts, the examiner rendered a final decision of priority upon 
the records of the applications and of the facts agreed upon in lieu 
of testimony in behalf of the respective parties. 

Respondent, further answering, says that whereas the decision 
which was rendered by the examiner of interferences was a final 
decision as to the question of priority of invention, and appeal was 
taken by the defeated party to the examiners in chief, the Commis¬ 
sioner and the Court of Appeals of the District of Columbia, and 
whereas the Court of Appeals of the District of Columbia has juris¬ 
diction to entertain only appeals from final decisions upon the ques¬ 
tion of priority of invention under sections 4904, 4909. 4910. and 
4911 of the Revised Statutes and the act of February 9, 1893. as 
interpreted by that court in the case of A Hen v. V. S. A. ex rel 
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Lowry (26 App. D. C., 8), and by the Supreme Court of the United 
States upon appeal in U. S. A. ex rel. Lowry v. Allen (203 U. S., 
476), in which the latter court said (p. 483), in referring to the de¬ 
cision of the Court of Appeals of the District of Columbia: 

We concur with the views expressed, that the statutes provide only 
for appeals upon the question of priority of invention. Appeals on 
other questions are left to the regulation of the Patent Office under 
the grant of power contained in section 483. 

the decision of the Court of Appeals of the District of Columbia 
reversing the decision of the Commissioner of Patents was a final 
determination of the question of priority in favor of the party De 
Ferranti in the interference referred to herein. That therefore it was 
not the duty of the Patent Office to reopen the case and set new times 
for the taking of testimony in the interference as set forth in para¬ 
graph 12 of said petition, that it was within the discretion of the 
examiner to refuse to reopen the case in the absence of a satisfactory 
showing why the testimony sought to be taken was not pre- 

126 sented prior to the date of final hearing upon the question of 
priority of invention, and that in refusing to grant Land¬ 
mark's motion for leave to take testimonv the examiner of inter- 
ference< did not act without his jurisdiction or discretion. 

13. Despondent admits the allegations of paragraph 13 of said 
petition. 

14. Despondent admits the allegations of paragraph 14 of said 
petition. Further answering said paragraph 14, however, respond¬ 
ent says that the Court of Appeals of the District of Columbia in 
their decision denying landmark’s motion praying that court to— 

instruct the Commissioner of Patents to allow him (Lindmark) to 
proceed with the taking of testimonv in order to establish his rights 
to priority over De Ferranti, 

stated in part that (Exhibit 22) : 

This court has jurisdiction of appeals from the Commissioner of 
Patents in certain matters defined by statute, but it has no original 
jurisdiction to direct and supervise the administration of affairs of 
the Patent Office. The allowance of this petition and the issuance 
of an order such as prayed for therein would be an assumption of 
power which this court does not possess. 

15. Respondent admits the allegations of paragraph 15 of said 
petition. 

127 16. Despondent admits the authenticity of the exhibits 
referred to in paragraph 16 of said petition. 

17. Despondent denies the allegations of paragraph 17, that said 
petitioner herein was entitled as a matter of right under the Statutes 
and Dole- of Practice of the United States Patent Office to take 
testimony in support of the facts alleged in his preliminary state¬ 
ment after the question of priority of invention had been finally 
decided adversely to him by the Court of Appeals of the District (if 
Columbia in the manner and form hereinbefore set forth. 

Respondent further answering denies that he exceeded his au¬ 
thority in refusing to reopen said interference after such final de- 
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oii-ion to fix times and to per:nit the parties, and specifically the 
party Landmark, to present further and new evidence in support of 
the allegations of his preliminary statement. 

Respondent denies that said party Landmark is entirely without 
redress or remedy unless this honorable court by writ of mandamus 
shall interpose in his behalf. Respondent further answering says 
that the party Lindmark is possessed of a patent upon the inven¬ 
tion involved in said interference and that said patent is not rendered 
void nor otherwise impaired by the proceedings in the interference 
proceedings referred to herein, and that if a patent should be granted 
to De Ferranti pursuant to the decision rendered by the Court of 
Appeals of the District of Columbia in such interference said party 
Lindmark would have a complete and adequate remedy under the 

f jrovisions of section 4918 of the Revised Statutes, which is as fol- 
ows: 

4918. Whenever there are interfering patents, any person inter¬ 
ested in any one of them, or in the working of the invention claimed 
under either of them, may have relief against the interfering 
patentee, and all parties interested under him, by suit in equity 
against the owners of the interfering patent ; and the court, on notice 
to adverse parties, and other due proceedings had according to the 
course of equity, may adjudge and declare either of the patents void 
in whole or in part, or inoperative, or invalid in any particular part 
of the United States, according to the interest of the parties in the 
patent or the invention patented. But no such judgment or ad¬ 
judication shall affect the right of any person except the parties to 
the suit and those deriving title under them subsequent to the ren¬ 
dition of such judgment. 

18. Respondent denies the allegations of paragraph 18 of said 
petition and further answering states that the matter referred to 
herein merely affects the rights of the respective parties Lindmark 
and De Ferranti and that as to these parties the matter has been 
judically determined after proceedings had in due process of law\ 
And now having fully answered the said petition, respondent 
prays that the rule to show cause issued against him be discharged, 
and that respondent be hence dismissed with his reasonable casts. 

EDWARD B. MOORE, 

Commissioner of Patents. 
FREDERICK A. TENNANT, Attorney. 

128 Motion for Judgment. 

Filed December 7, 1908. 

In the Supreme Court of the District of Columbia. 

At Law'. No. 511 LI. 

United States of America ex Rel. Tore G. E. Lindmark, 

Petitioner, 

v. 

Edw'ard B. Moore, Commissioner of Patents, Respondent. 

And now comes the relator, by George R. Hamlin, his attorney, 
and moves the court for judgment for a peremptory writ of man- 
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danius against the respondent, notwithstanding the return of the 
respondent therein. 

GEO. R. HAMLIN, 

Attorney for Relator. 

Sen ice accepted December 7, 1908. 

FREDERICK A. TENNANT, 
Attorney for Coman issioner of Patents. 

129 Supreme Court of the District of Columbia. 

Friday, March 19 th, 1909. 

Session resumed pursuant to adjournment, Hon. Harry M. Cla- 
baugh. Chief Justice, presiding. 

******* 

No. 51113. At Law. 

United States of America ex Rel. Tore G. E. Lindmark, 

Petitioner, 

vs. 

Edward B. Moore, Commissioner of Patents, Respondent. 

This cause came on to he heard upon the Petition, Rule to Show 
Cause, Answer of Respondent, and the Motion for Judgment, not- 
withstanding respondent’s answer, and after argument by counsel 
of record for the respective parties, was submitted to the Court. 
Upon consideration whereof, it is adjudged and ordered that prayers 
of said petition he. and the same are hereby granted, and that the 
Writ of Mandamus issue herein. 

Further, that petitioner recover of respondent, his costs of suit to 
be taxed by the Clerk, and have execution thereof. 

From the aforegoing, the respondent hv his attorney in open 
Court, notes an appeal to the Court of Appeals of the District of 
Columbia. 


130 Directions to Clerk for Preparation of Transcript of Record. 

Filed April 6, 1909. 

In the Supreme Court of the District of Columbia, the Fifth Day of 

April, 1909. 

At Law. No. 51113. 


United States of America ex Rel. Tore G. E. Lindmark 

vs. 

Edward B. Moore, Commissioner of Patents. 


Thu Clerk of said Court will prepare transcript of record for appeal 
to the Court of Appeals, to include the following papers: Petition of 
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relator and rule to show cause, Exhibits of relator (1 to 29 inch), Re¬ 
turn of respondent, Motion for Judgment of relator; and Decision of 
Chief Justice Clabaugh. 

FREDERICK A. TENNANT, 
Attorney for Commissioner of Patents. 


131 Supreme Court of the District of Columbia. 

United States of America, 

District of Columbia, ss: 

I, John R. Young, Clerk of the Supreme Court of the District of 
Columbia, hereby certify the foregoing pages numbered from 1 to 
130, both inclusive, to he a true and correct transcript of the record 
according to directions of counsel herein tiled, copy of which is made 
part of this transcript, in cause No. 51113 at Law, wherein The 
United States of America e.c rel. Tore G. E. Lindmark is Relator 
and Edward B. Moore, Commissioner of Patents is Respondent, as 
the same remains upon the files and of record in said Court. 

In testimony whereof, 1 hereunto subscribe my name and affix 
the seal of said Court, at the City of Washington, in said District, 
this 4th day of May, A. I). 1909. 

[Seal Supreme Court of the District of Columbia. | 

JOHN R. YOUNG, Clerk. 

Endorsed on cover: District of Columbia supreme court. No 
2022. Edward B. Moore, Commissioner of Patents, appellant, vs. 
United States of America ex rel. Tore G. E. Lindmark. Court of 
Appeals, District of Columbia. Filed May 4, 1909. Henry \Y 
Hodges, clerk. 


11—2022a 


OF 

DISTRICT OF COLUMBIA 
FILED 

IN THE OCT 2-1909 


Supreme Court, rfiqtoggbfr. 


United States of America, ex rel., 
Tore G. E. Lindmark, 

Petitioner , 
v . 

Edward B. Moore, Commissioner of 

Patents, • 

Respondent. 



OPINION. 

I have examined this case as carefully as I know 
how; I always take up a patent case with a great deal 
of trepidation and I do not hesitate to advise counsel 
of the fact that I am not very familiar with the Patent 
Office practice, and, therefore, I take up these cases 
with a great deal of trepidation, as I have said. 

I was impressed at the hearing with the oral argu¬ 
ment of this case and arrived at certain views, but did 
not then decide the case because of the fact that there 
might be some question of practice which might change 
my view which I had then formed. 

Without going into the facts of the case at large, 
because counsel are so familiar with them, it seems 
that a patent had been granted by the Patent Office 
to Lindmark, and subsequently De Ferranti had ap¬ 
plied for a patent. When his application was read it 
was discovered that it seemed to interfere with the 
patent already granted to Lindmark. Thereupon an 
interference was declared and the parties filed their 
respective applications before the Examiner. Then, 
under the rules of the Office, the matter was referred 
to the Examiner of Interferences. Time was then set 
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for the taking of testimony upon the part of the differ¬ 
ent applicants, and it was postponed several times; 
finally, the senior in the interference, Lindmark, moved 
for judgment on the record. It was in the meantime 
that these extensions of the time for taking testimony 
took place. 

Before the Examiner of Interferences would hear 
the case, he made the parties enter into a stipulation. 

I ought to have said that both Lindmark and De 
Ferranti had made foreign applications for the same 
patent. Lindmark’s foreign application antedated that 
of De Ferranti and his application in this country like¬ 
wise antedated that of De Ferranti; but De Ferranti’s 
foreign application antedated the application of Lind¬ 
mark in this country. Counsel understand that De Fer¬ 
ranti’s foreign application was filed before Lindmark \s 
application was made in this country. 

Under an act passed some time in 1903, Congress 
gave the right to a foreign applicant (where the right 
was reciprocally granted) who was an applicant in this 
country, to have his application relate back to his ap¬ 
plication in the foreign country, wherever it was. 

Lindmark having filed his application here before 
the Act of 1903 had gone into effect, the question, 
therefore, was a legal interpretation or a construction 
of the statute of 1903 as to whether or not the act 
applied to Lindmark’s application; or, in other words, 
whether it was retroactive, so as to cut out Lindmark’s 
foreign application in favor of De Ferranti, who filed 
his United States application after the law of 1903 had 
gone into effect. 

The whole question arose as to whether or not 
the application of De Ferranti, having been made un¬ 
der the Act of 1903, gave virtue to his foreign applica¬ 
tion, which was made previous to the application of 
Lindmark in this country, and that was the question 
that was to be tested, it entirely depended upon the 
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act of Congress as to whether or not De Ferranti, hav¬ 
ing filed his application after the act went into effect, 
would antedate the application of Lindmark, which 
was filed before the act. In other words, was the law 
to be viewed as retroactive in its operation. 

That being the question, therefore, it was largely 
a question of law, and thereupon the senior party to 
the interference (Lindmark) asked for judgment on 
the record, which simply meant, as I understand it, 
“Does De Ferranti have any standing against my ap¬ 
plication, taking for granted the statements which are 
of record in his application!” The Examiner of Inter¬ 
ferences decided that the law was not retroactive; it 
was appealed from him to the Examiners-in-Chief; 
they decided that it was not retroactive. It then went 
to the Commissioner himself and he upheld the conten¬ 
tion of Lindmark, as it had been upheld by the Exam¬ 
iner of Interferences and the Examiners-in-Chief. 

That being a final judgment, an appeal was taken 
from the Commissioner to the Court of Appeals, and 
the Court of Appeals reversed the Commissioner and 
sent the case back to the Patent Office. Thereupon, 
Lindmark, through his attorney, of course, applied to 
the Commissioner of Patents or to the patent officials 
to permit testimony then to be taken upon the question 
of fact contained in the different applications; but they 
replied that they had no authority to do that, that the 
judgment having been final (because only final judg¬ 
ments could be appealed to the Court of Appeals from 
the Commissioner), nothing more could be done, and 
that the Patent Office had no further jurisdiction. 

Thereupon counsel sought to have the Court of 
Appeals amend their mandate so as to allow this testi¬ 
mony to be taken. The Court of Appeals declined upon 
the ground that the question had gone beyond them. 
All they could do was to return the case to the Patent 
Office. 
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Thereupon a petition for this writ of mandamus 
was filed to compel the Patent Office to permit this tes¬ 
timony to be taken. I ought to have said that the Ex¬ 
aminer of Interferences, before he would hear the ques¬ 
tion upon the motion for judgment upon the record, 
insisted upon the parties entering into a stipulation. 
That stipulation, as I understand it, was that Lindmark 
and De Ferranti were the same parties who had filed 
applications for this particular patent abroad, and fur¬ 
ther, that they were the same Lindmark and De Fer¬ 
ranti who were then parties in this interference case. 

I think I have thus fairly stated the case as it was 
presented. 

As I understand the facts in this case, and the 
argument on behalf of the Commissioner, it is largely 
upon this stipulation that he thinks that nothing fur¬ 
ther can be done in the Patent Office, that the stipula¬ 
tion is just as though proof had been taken. Is this 
contention a legal contention? Can it fairly be drawn 
from the rules of law, which I assume prevail in the 
Patent Office as elsewhere? I have no difficulty in my 
own mind, unless there is some technicality in the pat¬ 
ent Office practice, or unless there is a practice there 
that would be controlling, and which I am frank to say 
I have not yet discovered, despite the very clear and 
able brief presented on the part of the Patent Office, 
and I am unable to differentiate this case from any 
other case in a court of law. That being so, what is 
the position of the parties in this case? It does seem 
to me that this motion for a judgment upon the record 
is nothing more or less than a demurrer to De Fer¬ 
ranti’s application. It simply says, and if it does not 
say that I cannot understand what it does say, in spite 
of your application and what you set up, you are not 
entitled to a patent in this case, because you have not 
made a prima facie case. That is the effect of a mo¬ 
tion for judgment on the record, if it has any effect at 
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all. If I am correct in my view upon this question, then 
it has the same function as a demurrer in a court of 
law. 

I do not understand that counsel combatted that 
idea, except upon the theory that it took it out of the 
operation or analogy of the demurrer because of the 
stipulation in this case, and he argues in his brief as 
though that stipulation admitted everything as a mat¬ 
ter of fact covered by the application. If that were 
true, if it were stipulated that the things stated in the 
applications on the part of Lindmark and De Ferranti 
were true, then I can understand the force and effect 
that the stipulation might have, but that is not the stip¬ 
ulation and that is the way I read the argument on the 
part of the Commissioner that the stipulation, both in 
his argument and in the brief, seems to indicate that 
from the words of the stipulation it was meant that all 
the facts stated in the application were true, whereas 
all that the stipulation agrees to is that the parties De 
Ferranti and Lindmark, who made the applications 
abroad, are one and the same parties who are engaged 
in this case and are the same parties who are the par¬ 
ties to this interference case. It does seem to my mind 
that in can mean nothing else. 

Now here is the wording of the stipulation: 

“It is hereby stipulated and agreed by and 
between the respective parties to the above-en¬ 
titled interference that the parties de Ferranti 
and Lindmark who are involved in this interfer¬ 
ence are the same parties, de Ferranti and Lind¬ 
mark, who filed the applications for foreign patents 
specified in the oaths attached to their respective 
U. S. applications and in their preliminary state¬ 
ments, and that the de Ferranti and Lindmark 
named herein are the same de Ferranti and Lind¬ 
mark named in the interference No. 25,459.” 

All that the stipulation amounts to is that you can’t 
hereafter come before the Office and say that you are 
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not the same De Ferranti and the same landmark who 
applied for patents abroad and who are the same par¬ 
ties who are in this particular case. 

I assume that the Examiner of Interferences may 
have had some good reason for requiring that stipula¬ 
tion, hut it is certainly a reason unknown to this court 
because the motion must have admitted what, by force 
of the motion itself, that it seems to me would have 
been within the rulings of our own court. It is to he 
presumed that where the parties have the same names 
and are contesting about the same thing that they are 
the parties named in the case. Therefore I cannot see 
the reason for the stipulation. 

It may he that there is something in it that is not 
apparent to me, but I can’t see anything in that stipu¬ 
lation that would not have been considered there with¬ 
out the stipulation. Therefore, it follows that where 
the same names are used in a proceeding, the law will 
presume that they are the same parties in the cause, 
for a judgment on the record is analogous to that of a 
demurrer, which it seems to me it must he. The demur¬ 
rer would have gone further than the stipulation, be¬ 
cause the demurrer would have been compelled to have 
admitted everything stated in the application of I)e 
Ferranti to have been true, so that under no phase of 
this case can I see that the stipulation plays any part 
at all. The effect of the demurrer would he to admit 
more than the stipulation admits—a great deal more. 
Then, as we know, the admission in the case of a de¬ 
murrer is only for the sake of argument in that par¬ 
ticular case, and if the demurrer is against a party 
making it, it does not hind him, and the case goes to 
proof. So it does not seem to me that the motion for 
judgment on the record was simply for the purpose of 
bringing up before the Patent Office authorities enough 
of the facts filed in this application in law to entitle 
De Ferranti to have this patent, even if everything 
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can be proved. Now the illustration: Suppose in a 
court of equity a plaintiff files a bill and the defend¬ 
ant comes in and demurs to that bill and the demurrer 
is ruled in his favor, say, the demurrer is sustained. 
Now, of course, there are two methods open—either 
the plaintiff can stand upon his bill and take the case 
to the Court of Appeals, or he can amend. Now, sup¬ 
pose he stands and goes to the Court of Appeals on 
that demurrer, which reverses the lower court, (ex¬ 
cept under certain circumstances it is only upon a final 
judgment that you can go to the Court of Appeals). 
It would not he contended that that was a final judg¬ 
ment in the case, hut simply that he must answer the 
hill, and then the case will come on and be tried all the 
way through, though a final judgment had been en¬ 
tered in the case. Now, what is the difference—the 
parties in this case have the right to try that case out 
upon the rights in the Patent Office. It does not delay 
the progress of the practice in the Patent Office to per¬ 
mit this motion for judgment because, as in the courts 
of law, as in the courts of equity, very many times cases 
may he ended upon a demurrer, and that is the end of it 
because they know the facts are as stated. Therefore, 
I would certainly think that the same thing would be 
true in the Patent Office. 

Now, it saves time, it saves expense—a great deal 
of time and a great deal of expense to take the case 
straight to the Court of Appeals upon a motion for 
judgment upon the record. No time is taken up if 
these facts are true as when the whole question is 
passed upon. Now, then, it is as if the court says in 
the case of an interference, (as in this case the Patent 
Office has decided all the way through), that you are 
entitled to this patent upon the theory which the junior 
in the case contends for as a matter of law, because 
of this 1903 act not being retroactive, you have no right 
to this patent. 
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The Court of Appeals says: “Mr. Commissioner, 
you were wrong in saying that this junior party had no 
standing in court, and, therefore, we reverse your find¬ 
ing/ ’ but can it possibly be said that the reversal of 
the finding of the lower court upon the theory that they 
had decided wrong in lieu of that the senior was en¬ 
titled to the application under the pleadings as then 
standing, that they are wrong, and, therefore, being 
wrong in their interpretation of the law, and therefore 
it must follow as a matter of law that the other man 
must be right without a word of testimony. An appli¬ 
cant would never be safe in filing a demurrer. He 
would be taking every chance and gaining nothing by it. 

Now, gentlemen, I can only repeat what I have 
said before. I go into these patent cases with a great 
deal of anxiety for fear that I have overlooked some 
practice, and doubtless the Commissioner of Patents, 
when he hears my views, will think that I have over¬ 
looked all the practice, but it seems to me upon the 
statement of the case as presented in these pleadings, 
it is certainly without any even apparent analogy as 
the law is construed in the Patent Office; and that being 
true, I think the parties in this case ought now to have 
the right to try out the facts of the case, because if 
De Ferranti had not filed his applications abroad, as 
he says he had, he has no right to the patent. The 
question has never been passed on. The only matter 
passed on is a matter of law—are you entitled to a 
patent! The Court of Appeals says De Ferranti has a 
standing in the Patent Office. Surely by that decision 
they did not say that Lindmark has none. 

I am clearly of the view with my first impression 
that I thought the mandamus ought to issue. I think 
that the remedy is plain by mandamus. Lindmark has 
a right to have the matter tried in the Patent Office. 
Therefore I think that the right to mandamus he is 
entitled to have and the court so rules. 
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BRIEF FOR THE COMMISSIONER OF PATENTS. 


This is an appeal by the Commissioner of Patents from the 
judgment (Record, p. 80) of the Supreme Court of the Dis¬ 
trict of Columbia, granting the prayers contained in the 
petition of the relator, Tore G. E. Lindmark, and ordering 
that a writ of mandamus issue. The prayers of relator’s 
petition (Record, p. 6) are in substance that a writ of manda¬ 
mus may issue directing Edward B. Moore, Commissioner of 
Patents, to vacate and set aside certain decisions rendered 
by him and by the examiner of interferences refusing to fix 
times for taking testimony in a certain interference proceed¬ 
ing between the relator and an applicant, Sebastian Z. de 
Ferranti, and directing the Commissioner of Patents to 
issue a notice to the parties fixing times for the taking of 
testimony and for a final hearing in said interference 
proceeding. 
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STATEMENT OF THE CASE. 

With the main facts underlying the case this court is 
familiar, since the interference De Ferranti v. Lindmark, to 
which it relates ami of which it is an outgrowth, has twice 
been before this court. The time said interference was first 
before this court the decision of the Commissioner of Pat¬ 
ents awarding priority of invention in favor of Lindmark 
was reversed (30 App. I). (\, 417; Record, p. 32); on the 
second occasion the interference came up on the original 
motion of Lindmark (Record, p. 45), praying this court to 
instruct the Commissioner of Patents that its decision, 
mentioned above, was not a final judgment of priority in 
favor of I)e Ferranti and to instruct the commissioner to 
permit the said Lindmark to proceed with the taking of testi¬ 
mony to establish his right to an award of priority of inven¬ 
tion over De Ferranti. This petition was denied by the 
court (32 App. D. (’., 6; Record, p. 56). 

Briefly stated, the facts in the case are as follows; 

On January Ml, 1903, the relator, Lindmark, a resident of 
Stockholm, Sweden, filed an application for patent on ex¬ 
haust heaters for compound motors which matured into a 
patent on November 1, 1904. On October 31, 1903, De 
Ferranti, a resident of Hempstead, in the county of London, 
England, filed an application for a steam turbine, serial 
No. 179407. Thereafter, on March 9, 1905, the said De 
Ferranti filed application serial No. 249253, as a division of 
his prior application No. 179407, the subject-matter of said 
divisional application being disclosed in the original applica¬ 
tion and carved out of the same. This divisional applica¬ 
tion of De Ferranti contained claims substantially identical 
with some of the claims of Lindmark’s patent and in view 
of this fact an interference proceeding was formulated by 
the primary examiner on July 31, 1905 (Record, p. 7), and 
was instituted by the examiner of interferences on August 8, 
1905, in accordance with the provisions of section 4904 of 
the Revised Statutes. 

Preliminary statements were filed bv De Ferranti (Record, 
p. 7) and Lindmark (Record, pp. 12, 13) in accordance with 
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the order of the examiner of interferences setting times for 
filing the same. The relative dates alleged in these prelim¬ 
inary statements which are material for a consideration of 
the case are shown in the following table: 


!>♦* Ferranti. landmark. 


Conception. 

Application filed in foreign country. 

Introduction into United States. 

Filing of United States application.. 
United States patent granted (No. 773857) 


March, 1902. June 1, 1902. 

November 11,1902 June 18, 1902 (Swe- 
(Great Britain). den). 

October 31, 1903... October 15. 1902. 

_do. January 16. 1903. 

. November 1, 1904. 


These preliminary statements were approved by the exam¬ 
iner of interferences, who, on March 2, 1906, set times for the 
taking of testimony in the cause. (Record, p. 14.) The 
examiner of interferences on March 16, 1906, extended the 
times for taking testimony on stipulation of the parties. 
(Record, pp. 15, 16.) The next action in the interference 
proceeding was the filing of a motion by Lindmark on March 
23, 1906, that judgment on priority be rendered in his favor, 
which motion was noticed for hearing on March 28, 1906. 
(Record, p. 17.) 

Rule 114 of the Rules of Practice of tin* Patent Oflice pro¬ 
vides that if the preliminary statement of the junior party 
to an interference fails to overcome the prima facie case 
made by the respective dates of application, such party will 
be notified by the examiner of interferences that judgment 
upon the record will be rendered against him. In the pres¬ 
ent case the examiner of interferences did not upon the 
approval of the preliminary statements notify De Ferranti, 
the junior party, that judgment on the record would be 
rendered against him, but instead set times for the taking 
of testimony for the reason that I)e Ferranti alleged in his 
preliminary statement that he had filed an application for 
the invention in (beat Britain on November 11 , 1902, which 
was prior to the tiling date, January 16, 1903, of landmark’s 
application in the t inted States. If entitled to the date of 
this foreign application under the provisions of the act of 
March 3, 1903, a question which at that time had not been 
passed upon by this court, l)e Ferranti would h^ve, ovqr-__ 
come the filing date of landmark’s application. Lin d mark 
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was therefore given an opportunity by the letter of the ex¬ 
aminer of interferences, dated March 2, 1906, to take testi¬ 
mony for the purpose of proving the allegation respecting 
the filing of his foreign application as well as the other alle¬ 
gations of his preliminary statement. 

At the hearing of Lindm&rk’s motion for judgment, men¬ 
tioned above, the examiner of interferences declined to enter¬ 
tain it or to render a decision thereon, upon the ground that 
he was without authority to accept as true the ex jparte allega¬ 
tions of the respective parties forming parts of their respective 
applications and in their respective preliminary statements 
in the absence of testimony duly taken with the right of 
cross-examination by the adverse parties as to the facts set 
forth therein. During a continuation of the hearing, how¬ 
ever, a stipulation was entered into and filed by the respective 
parties (Record, p. 18) to the effect that the respective par¬ 
ties did actually file their foreign applications at the dates 
alleged in their preliminary statements. This stipulation 
was accepted in lieu of testimony duly taken in respect to 
these facts and was held by the examiner of interferences to 
be a submission of the case upon a stipulated state of facts. 
On April 12, 1906, he rendered a decision granting the motion 
for judgment and awarding priority of invention in favor of 
Landmark, the senior party. (Record, p. 18.) On appeal 
the decision of the examiner of interferences was affirmed by 
the examiners-in-chief (Record, p. 22) and by the Commis¬ 
sioner of Patents (Record, p. 25). On appeal to this court, 
the decisions of the Patent Office were reversed (30 App. 
D. C., 417; Record, p. 32), the terms used by the court in 
certifying its decision to the Commissioner of Patents being 
those uniformly used in the conclusion of decisions in cases 
in which a final decision upon priority of invention is rendered. 

Thereafter Lindmark filed a formal request that the ex¬ 
aminer of interferences set times for the taking of testimony. 
(Record, p. 39.) This request was denied by the examiner 
of interferences upon the ground that he was without au¬ 
thority to reopen a case which had been finally decided by the 
Court of Appeals of the District of Columbia. (Record, p. 
39.) Lindmark filed an appeal from this decision to the 
Commissioner of Patents and also a petition that “he be 
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allowed to introduce in the present interference, No. 25044, 
the testimony taken by him in the companion interference 
No. 25459. ” (Record, p. 42.) The Commissioner of Pat¬ 
ents denied the petition and aflirmed the decision of the 
examiner of interferences. (Record, p. 43.) Lindmark 
thereupon petitioned the Court of Appeals of the District of 
Columbia to instruct the Commissioner of Patents that its 
decision was not a final judgment of priority in favor of De 
Ferranti, and to instruct the commissioner to fix times for 
the taking of testimony in order to permit him to take evi¬ 
dence in support of the dates of disclosure to others in this 
country as set forth in his preliminary statement. (Record, 
p. 45.) The said petition was denied by this court in a 
decision rendered June 2, 1908. (32 App. D. C., 6; Record, 

p. 56.) Thereupon Lindmark presented before the Com¬ 
missioner of Patents a petition to vacate his earlier decision, 
affirming the decision of the examiner of interferences refus¬ 
ing to set times and denying Lindmark s petition to introduce 
additional evidence. (Record, p. 57.) The commissioner 
denied this petition upon the ground that Lindmark, having 
elected to rely upon the stipulation filed in the case, had 
waived his right to take further testimony upon the question 
of priority, and that since a final decision upon the question 
of priority had been rendered by the Patent Office tribunals 
and by this court upon appeal therefrom there was no war¬ 
rant for the further production of testimony in the case. 
(Record, p. 63.) 

Lindmark thereupon filed his petition (Record, p. 1) in 
the Supreme Court of the District of Columbia for a writ of 
mandamus directing the Commissioner of Patents to vacate 
his decision refusing to fix times for taking testimony and 
for a final hearing in said interference proceeding. In 
response to the rule to show cause issued by said court 
(Record, p. 72), respondent filed his answer (Record, p. 73). 
Relator then filed a motion “for judgment for a peremptory 
writ of mandamus against the respondent, notwithstand¬ 
ing the return of the respondent therein.” (Record, p. 
79.) After hearing counsel for the respective parties, the 
court ordered that the prayers of said petition be granted 
and the writ of mandamus be issued. (Record, p. 8.) 
From this order respondent filed the present appeal. The 
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court below announced its opinion orally, and therefore we 
are unfortunately before this court without a record con- 
taining a statement of the reasons bv which said court 
reached its conclusion. Stenographic notes of the opinion, 
however, were taken by the parties at the time the court 
delivered its opinion, and appellee has printed and filed a 
report of said opinion. This so-called opinion, however, 
was not signed by the court, and is not therefore a part of 
the record, and its accuracy can not he vouched for, but it 
may he useful as indicating the view of the matter taken by 
the court below. Further comment will be made upon 
this opinion hereafter. 

ASSIGNMENTS OF ERROR. 

It is contended that the lower court erred: 

1. In granting relator’s petition for mandamus. 

2. In treating the decisions rendered in the interference 
proceeding as though rendered upon demurrer. 

3. In holding that the stipulation contained nothing that 
would not have been considered without the stipulation and 
that it should have no legal effect. 

4. In failing to hold that the case was submitted upon an 
agreed state of facts relating to the foreign applications of 
both parties. 

5. In failing to hold that the decisions rendered were not 
mere decisions of a motion for judgment, hut were final 
decisions of priority rendered upon a stipulated state of facts. 

6. In failing to hold that relator by submitting the case 
upon a stipulation conceding a portion of the allegations of 
his preliminary statement is now estopped from introducing 
evidence as to the remaining allegations. 

7. In failing to hold that the Commissioner of Patents is 
without authority to reopen a case finally decided by the 
Court of Appeals of the District of Columbia. 

8. In failing to hold that if the Commissioner of Patents 
has authority to reopen the case the matter is one within 
his discretion, and that his discretion is not subject to control 
by the courts. 

9. In failing to dismiss the petition of relator because he 
has other remedies. 
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ARGUMENT. 

It was contended by Lindmark at the hearing before the 
lower court that the decisions rendered by the various tribu¬ 
nals of the Patent Office awarding priority to Lindmark in 
the interference/)#’ Ferranti v. Lindmark were merely favor¬ 
able decisions upon Lindmark’s motion for judgment, that 
the decision of this court reversing the decision of the Com¬ 
missioner of Patents was only a holding that Lindmark was 
not entitled to judgment on the record, and should not be 
construed as an award of priority in favor of De Ferranti; 
that the stipulation filed did not affect the nature of the 
proceeding; and that the case should now he reopened to 
permit the taking of testimony on the question of priority 
of invention. 

It was held by the Commissioner of Patents in his decisions 
(record, pp. 43, 63) on Lindmark’s petitions to set times for 
taking testimony, and it was contended on behalf of the 
commissioner at the hearing in the court below, that in view 
of the stipulation the case was submitted upon an agreed 
state of facts; that the decisions rendered therein were final 
decisions upon the question of priority of invention; and 
that the decision of this court reversing the decisions on 
priority of the Patent Office tribunals, without authorizing 
the further taking of testimony, finally disposed of the ques¬ 
tion of priority of invention, and that the case was not now 
open for further prosecution, but is res ad judicata. 

The court below refused to give any weight to the stipula¬ 
tion and, considering the proceedings in the interference case 
the same as though presented on demurrer, held that the case 
was open for the taking of testimony and for further pros¬ 
ecution, and granted a writ of mandamus. In its oral 
opinion (as reported stenographicallv) the court below said 
(pp. 4, 6): 

As 1 understand the facts in this case, and the argu¬ 
ment on behalf of the commissioner, it is largelv upon 
this stipulation that he thinks that nothing further can 
be done in the Patent Office; that the stipulation is just 
as though proof had been taken. Is this contention a 
legal contention? Can it fairly be drawn from the rules 
of law, which I assume prevail in the Patent Office as 
elsewhere? I have no difficulty in mv own mind, unless 
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there is some technicality in the Patent Office practice, 
or unless there is a practice there that would he control¬ 
ling. and which I am frank to say I have not yet dis¬ 
covered, despite the very clear and able brief presented 
on the part of the Patent Office, and I am unable to 
differentiate this case from any other case in a court of 
law. That being so, what is the position of the parties 
in this case? It does seem to me that this motion for a 
judgment upon the record is nothing more or less than 
a demurrer to De Ferranti s application. * * * 

It may be that there is something in it that is not 
apparent to me, but I can’t see anything in that stipu¬ 
lation that would not have been considered there without 
the stipulation. Therefore it follows that where the 
same names are used in a proceeding the law will pre¬ 
sume that they are the same parties in the cause, for a 
judgment on the record is analogous to that of a de¬ 
murrer, which it seems to me it must be. The demurrer 
would have gone further than the stipulation, because 
the demurrer would have been compelled to have ad¬ 
mitted everything stated in the application of De Fer¬ 
ranti to have been true, so that under no phase of this 
case can I see that the stipulation plays any part at all. 
The effect of the demurrer would be to admit more than 
the stipulation admits—a great deal more Then, as we 
know, the admission in the case of a demurrer is only 
for the sake of argument in that particular case, and if 
the demurrer is against a party making it, it does not 
bind him. and the case goes to proof. 

The error of the court below in failing to distinguish the 
“case from any other case in a court of law ’’ and in failing to 
give weight to the stipulation is believed to have been due to 
the unfamiliarity of said court with the special practice cov¬ 
ering interference proceedings in the Patent Office. This 
court, however, from its long familiarity with such proceed¬ 
ings can readily detect the error in the reasoning of the court 
below. 

In order that the effect of the stipulation may clearly 
appear and that the case may be readily differentiated from a 
case at law or in equity, it may be well to give a brief review 
of the rather unique and technical practice that has grown up 
in interference contests. 

An interference is a proceeding instituted by the Patent 
Office for the purpose of determining the question of priority 
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of invention between two or more parties claiming the same 
patentable invention. Such proceedings are authorized by 
section 4904 of the Revised Statutes, which reads as follows: 

Sec. 4904. Whenever an application is made for a 
patent which, in the opinion of the commissioner, would 
interfere with any pending application, or with any un¬ 
expired patent, he shall give notice thereof to the appli¬ 
cants, or applicant and patentee, as the case may be, and 
shall direct the primary examiner to proceed to deter¬ 
mine the question of priority of invention. And the com¬ 
missioner may issue a patent to the party who is ad¬ 
judged the prior inventor, unless the adverse party ap¬ 
peals from the decision of the primary examiner, or of 
the board of examiners-in-chief, as the case may be, 
within such time, not less than twenty days, as the com¬ 
missioner shall prescribe. 

A proceeding of this nature was found to be necessary in the 

earlv history of the Patent Office, since the Patent Office 
*■ 

can grant but one valid [latent for a given invention and 
that to the first inventor, and in view of the fact that it fre¬ 
quently happened that several applications would be pend¬ 
ing for the same invention. Since applications are pre¬ 
served in secrecy in the Patent Office, the respective appli¬ 
cants ordinarily have no knowledge of the pendency of 
other applications for the same invention until an inter¬ 
ference proceeding is instituted or until allowable claims 
are suggested to the parties by the office for the purpose of 
formulating a common issue with a view to the declaration 
of an interference. In said interference proceeding there 
is no plaint iff, defendant, or complainant, as in the ordinary 
court case, but the parties are arranged as senior and junior, 
according to the chronological order in which they filed 
their applications for patent. An allowable application is 
held to be a constructive reduction to practice of the inven¬ 
tion and entitles the applicant to its date of filing as the 
date of his invention in the absence of proof of an earlier 
date of invention. The burden of proof is fixed by Rule 116 
of the Rules of Practice of the Patent Office, which reads as 
follows: 

116. In original proceedings in cases of interference 
the several parties will be presumed to have made the 
invention in the chronological order in which they filed 

9859—09-2 
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their completed applications for patents clearly illus¬ 
trating and describing the invention; and the burden 
of proof will rest upon the party who shall seek to 
establish a different state of facts. 

At the time the interference is declared each party is 
ignorant of the contents or date of the application of his 
opponents, \mt he is not given such information nor allowed 
access to their applications until his preliminary statement 
has been filed and approved. In the preliminary statement 
the applicant is required by Rule 110 to state under oath the 
dates of his conception, disclosure, reduction to practice of 
the invention, etc., or where an invention is made abroad, 
as in t lie present case.he is required to givethe following data: 

(1) That the applicant made the invention set forth 
in the declaration of interference. 

(2) Whether or not the invention was ever patented; 
if so, when and where, giving the date and number of 
each patent, the date of publication, and the date of 
sealing thereof. 

(.3) Whether or not the invention was ever described 
in a printed publication; if so, when and where, giving 
the title, place, and date of such publication. 

(4) When the invention was introduced into this coun¬ 
try, giving the circumstances with the dates connected 
therewith, which are relied upon to establish the fact. 

The preliminary statements have sometimes been referred 
to as the pleadings in the case, but they are very different 
from the pleadings in an ordinary suit in court. This 
appears from the commissioner's decision in Woodward v. 
Kennedy (104 (). (i., 1393), wherein it is stated: 

Preliminary statements in interferences do not make 

the issue between the parties, and therefore they are not 

like pleadings in the courts. The issue is priority of 

invention, and it is made bv the declaration of the in- 

• 

terference. The only purpose of preliminary state¬ 
ments is that the parties shall make a statement of 
their cases while they are in ignorance of the cases which 
will be made by their opponents. It operates merely 
as an estoppel, and it has been thought by the many 
commissioners who have adopted the rule that it tends 
to prevent fraud and to promote the ends of justice. 
If the statement is not made in ignorance of the opposing 
party’s case, however, it does not accomplish the pur¬ 
pose for which it is required. It serves no useful 
purpose. 
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The preliminary statement was adopted in the early his¬ 
tory of interference proceedings for the purpose of prevent¬ 
ing fraud by requiring the applicant to allege his dates under 
oath while ignorant of the dates of his opponent. The ap¬ 
plicant is hound hv the allegations in his preliminary state¬ 
ment and is not allowed to change them (except upon a 
most satisfactory showing of error), and he is not entitled 
to earlier dates than those alleged in his preliminary state¬ 
ment, even though such dates are established by his proofs. 
(Cross v.. Phillips, 14 App. I). C., 228-231.) Upon the ap¬ 
proval of the preliminary statements by the examiner of 
interferences, he sets times to take testimony for the pur¬ 
pose of establishing the dates alleged. If, however, the 
earliest date alleged in the preliminary statement of any 
junior party is subsequent to the filing date of the senior 
party, the examiner of interferences at the time the pre¬ 
liminary statements are approved notifies the parties that 
a judgment on the record will be rendered against the junior 
party unless cause is shown by the latter why such action 
should not be taken, in accordance with Rule 114, which 
reads as follows; 

114. If the junior party to an interference, or if any 
party thereto other than the senior party, fails to file a 
statement, or if his statement fails to overcome the prima 
facie case made by the respective dates of application, 
such part}' will be notified by the examiner of interfer¬ 
ences that judgment upon the record will be rendered 
against him at the expiration of thirty days, unless cause 
is shown why such action should not he taken. \\ ithin 
this period anv of the motions permitted by the rules 
may be brought. Motions brought after judgment on 
the record has been rendered will not be entertained 
unless sufficient reasons appear for the delay. 

This order to show cause, followed by a judgment on the 
record in the absence of an adequate showing why it should 
not be rendered, is made bv the examiner of interferences 
of his own motion, under the provisions of the above rule 
and without any action by the respective parties. The rules 
and statutes contain no provision for motions for judgment 
on the record and the examiner of interferences acts in a 
proper case without such a motion. 

In the present case the examiner of interferences did not 
upon approval of the preliminary statements issue an order 
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on l)e Ferranti to show cause why judgment on the record 
should not he rendered against him, hut instead, set times 
for the taking of testimony, for the reason that in his opinion 
the circumstances did not bring the case within the above 
rule. De Ferranti alleged in his preliminary statement that 
he filed an application for the invention in Great Britain 
November 11, 1902, some months prior to the date, January 
16, 1903, on which Landmark filed his application in the 
I T nited States. I)e Ferranti’s application in this country 
was filed October 31, 1903, less than a year after the filing 
of his foreign application, and if he was entitled to the date 
of his foreign application under the amendment of section 
4887 of the Revised Statutes, passed March 3, 1903, he 
would overcome the filing date of Landmark's application. 
This amendment to section 4887 consisted in the addition 
to the section as formerly worded of the following provision: 

An application for patent for an invention or discovery 
or for a design filed in this country by any person who 
has previously regularly filed an application for a patent 
for the same invention, discovery, or design in a foreign 
country which, by treaty, convention, or law, affords 
similar privileges to citizens of the United States shall 
have the same force and effect as the same application 
would have if filed in this country on the date on which 
the application for patent for the same invention, dis¬ 
covery, or design was first filed in such foreign country, 
provided the application in this country is filed within 
twelve months in cases within the provisions of section 
forty-eight hundred and eighty-six of the Revised Stat¬ 
utes, and within four months in cases of designs, from 
the earliest date on which any such foreign application 
was filed. But no patent shall be granted on an appli¬ 
cation for patent for an invention or discovery or a de¬ 
sign which had been patented or described in a printed 
publication in this or any foreign country more than two 
years before the date or the actual filing of the applica¬ 
tion in this country, or which had been in public use or 
on sale in this country for more than two years prior to 
such filing. 

Since the construction to be placed upon this amendment 
to the statute had not at that time been passed upon by this 
court, De Ferranti was given an opportunity, by the letter 
of the examiner of interferences fixing times for taking testi¬ 
mony, to prove the allegation of his preliminary statement 
respecting the filing of his foreign application. 
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On March 23, 1906, Lindmark presented before the ex¬ 
aminer of interferences a motion purporting to be a motion 
for judgment on the record and reading as follows (Record, 
p. 17): 

And now* comes Tore G. E. Lindmark, by his attorney, 
and upon the record dates of Lindmark and De Ferranti 
herein, and upon the allegations of De Ferranti in his 
preliminary statement, moves for judgment of priority 
in his favor against De Ferranti. 

Reference w ill also be made to Lindmark’s preliminary 
statement. 

No notice could be taken or weight given to the allega¬ 
tions of Lindmark’s preliminary statement under such a 
motion, and at the hearing of the motion the examiner of 
interferences declined to entertain or render a decision 
upon the motion in the manner and terms set forth therein, 
upon the ground that he was without authority to accept 
as true the ex parte allegations of the respective parties. In 
other words, the examiner of interferences orally denied, 
at the hearing, the motion for judgment. Unfortunately, 
this decision, as stated above, was given orally at the 
hearing and is not of record in the interference file. The 
answer of respondent to the petition of relator, however, 
contains the following averment as to what took place at 
the hearing of said motion. (Record, p. 75, par. 8): 

That on the 28th day of March, 1906, the date set for 
hearing upon the said motion purporting to be a motion 
by Lindmark for judgment on tne record, counsel for 
Lindmark and counsel for De Ferranti appeared before the 
examiner of interferences and presented arguments upon 
said motion, but the examiner of interferences declined 
to render a decision upon the motion in the manner and 
terms set forth in such motion, upon the ground that 
he was without authority to accept the ex parte allega¬ 
tions of the respective parties m the oaths forming 
part of their respective applications and in their respec¬ 
tive preliminary statements as true, in the absence of 
testimony duly taken w ith the right of cross-examina¬ 
tion bv the adverse parties, as to the allegations therein 
contained. 

That in view of such refusal on the part of the ex¬ 
aminer of interferences, and during a continuation of 
said hearing for the purpose hereinafter set forth, counsel 
for the party Lindmark and counsel for the party De 
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Ferranti entered into and tiled a duly executed stipula¬ 
tion, which is in terms as follows (Exhibit No. 8): 

“It is hereby stipulated and agreed by and between 
the respective parties to the above-entitled interference 
that the parties, De Ferranti and Landmark, who are in¬ 
volved in this interference are the same parties, De Fer- 
* ranti and Landmark, who filed the applications for foreign 
patents specified in the oaths attached to their respective 
United states applications and in their preliminary 
statements, and that the De Ferranti ami Landmark 
named herein are the same De Ferranti and Landmark 
named in interference No. 25459.” 

That pursuant to this stipulation, which was accepted 
in lieu of testimony duly taken in respect to these facts, 
the examiner of interferences rendered a decision grant¬ 
ing said motion and finally deciding the question of pri¬ 
ority of invention upon the stipulated testimony, stating 
in part as follows (Exhibit 9): 

“The invention involved in this interference is an im¬ 
provement in steam turbines. 

“The case comes up on a motion by Landmark for 
judgment in his favor. No testimony has been taken, 
but the parties have stipulated that the facts are as set 
forth below. 

“Landmark applied for a Swedish patent on the inven¬ 
tion in issue on June 18, 1902, and for a German patent 
on November 5, 1902. He filed his application in this 
country on January 16, 1903, and was granted a patent 
on November 1, 1904. 

“De Ferranti applied for a patent in Great Britain on 
November 11, 1902, and filed his application in this 

country on October 31, 1903.” 

• r 

♦ * * * * 

(Here follows the discussion of the stipulated testi¬ 
mony and the application of the law in the case thereto, 
ami the decision concludes as follows): 

“The motion is granted, and priority of invention of 
the subject-matter involved in this interference is 
awarded to Tore Gustaf Emanuel Landmark, the senior 
partv. 

“Limit of appeal will expire May 2, 1906. 

“C. C. Billings, 

“ Examiner of Interferences." 

Kelator did not traverse or deny the above allegation or 
any of the averments of respondent’s answer, but, on the 
contrary, filed a motion for “judgment for a peremptory 
writ of mandamus against the respondent, notwithstanding 
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the return of the respondent therein.” (Record, p. 79.) 
Such a motion for judgment on the pleadings, like the 
demurrer, admits the truth of all of the facts well pleaded 
by the respondent. (Encv. of Pleading and Practice, vol. 2, 
p. 1046.) 

As clearly stated in that portion of respondent’s answer 
quoted above, the parties, in view of the refusal of the exam¬ 
iner of interferences to accept their ex parte allegations con¬ 
cerning their foreign applications and to pass upon the 
question that it was desired to raise by the above motion, 
filed in the interference record the important stipulation 
quoted above and found on page 18 of the printed record. 
This stipulation not only admits as true the essential facts 
concerning De Ferranti’s foreign application, but also those 
of Landmark's foreign application. Even if the motion of 
Lindmark for judgment on the record conceded the facts 
concerning De Ferranti’s foreign application, as stated by 
the court below, it did not concede any facts regarding 
Landmark's foreign application. As stated in the quotation 
from respondent’s answer, supra , this stipulation was 
“accepted in lieu of testimony duly taken in respect to these 
facts.” It stipulated the facts necessary to the determina¬ 
tion of the question upon which the parties rested their 
case and was clearly a submission of the case on an agreed 
state of facts in lieu of regularly taken testimony. Upon 
this stipulated state of facts the examiner of interferences 
rendered his decision awarding priority of invention in favor 
of Lindmark. 

Not only the examiner of interferences, but all the appellate 
tribunals, in view of said stipulation, considered and gave 
weight to Lindmark’s foreign application as well as to that 
of De Ferrant i. The decision of the examiner of interferences 
(Record, p. 18), that of the examiners in chief (Record, p. 
22), and that of the Commissioner of Patents (Record, p. 25) 
all contained the statement “Lindmark was the first to file 
a foreign application and was also the first to file an appli¬ 
cation in this country.” The decision of this court (Record, 
p. 32) contains the statement: 

It will be observed that Lindmark’s foreign applica¬ 
tion antedates De Ferranti’s foreign application, and 
his application in the United States also antedates De 
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Ferranti’s application in the United States, but it will 
also be noted that the l)e Ferranti application abroad 
antedates the filing of Landmark's application in the 
United States. (Italics mine.) 

Even if the motion for judgment conceded the allegations 
of I)e Ferranti concerning his foreign application, as held 
by the court below, the consideration of Landmark's foreign 
application would have been entirely unwarranted without 
said stipulation. 

EFFECT OF STIPULATION. 

Lindmark contended in his brief below (p. IS) that the 
stipulation filed was unnecessary, that he received no benefit 
therefrom, and that “it should have no legal effect whatever 
except to estop either party from thereafter asserting that 
the other party was not the party who filed the foreign 
applications recited in his preliminary statement.” The 
answer to this contention is plain. The stipulation was 
necessary, because without it the examiner of interferences 
could not consider the motion as presented, and refused to 
entertain it. Without such stipulation it would have been 
necessary for the parties to have taken testimony and filed 
their evidence before thev could have obtained a decision 
upon the question raised. It was entirely a matter of their 
choice whether they would take proof or stipulate the facts, 
but by filing the stipulation they clearly elected to submit 
the case upon the facts of the stipulation in lieu of testimony. 
Having so elected, Lindmark has no legal right, now that 
the final decision of this court on priority was adverse to 
him, to have the case reopened for the taking of testimony 
and the consideration of evidence as to another allegation of 
his preliminary statement. 

The fact that Lindmark was held not entitled to the date 
of his foreign application under the act of March 3, 1903, 
and therefore received no benefit from the stipulation as to 
his foreign application, is no reason for disregarding said 
stipulation or holding that it should have no legal effect. 
In the decisions of all the tribunals, Lindmark’s foreign 
application was considered. Without this stipulation it 
could Hot have been considered. Lindmark himself, in his 



brief filed in this court when appeal was taken from the deci¬ 
sion of the Commissioner of Patents, contended that if De 
Ferranti was entitled under the act of March 3, 1903, to the 
filing date of his foreign application, he (Lindmark) was 
equally entitled to the date of his foreign application. In 
said brief he states (p. 2): 

The foreign applications of both De Ferranti and 
Lindmark were filed before the passage of the act of 
March 3, 1903. It would seem, therefore, that a rule 
or law which would apply to one of them would also 
apply to the other. 

It is true that Lindmark obtained no benefit in any of the 
decisions from his foreign application, for the Patent Office 
tribunals held that neither De Ferranti nor Lindmark was 
entitled to the date of his foreign application under the act 
of March 3, 1903, while this court held that said act applied 
only to applications filed after the passage of the act. Lind- 
mark, whose United States application was filed before the 
passage of the act, was held by this court not to be entitled 
to any benefit from the act, while De Ferranti, whose United 
States application was filed after the passage of the act, was 
held entitled to have his application relate back to the date 
of his foreign application. Each tribunal passed upon the 
question of the effect of the act on Lindmark’s foreign appli¬ 
cation, and certainly the fact that Lindmark was held not 
entitled to derive any benefit under the act was no reason 
for holding that he is not now bound by his stipulation, or 
that said stipulation should be given no weight. The effect 
of the stipulation is clearly set forth in the decision of the 
commissioner denying Lindmark’s petition to take testimony 
in the following statement (Record, p. 65): 

It appears from the text of the decision of the Court ; 
of Appeals upon the petition that the appeal was treated 
as an appeal from a final decision of the commissioner 
on the question of priority of invention and the proceed¬ 
ings of that court were “certified to the Patent Office 
as by law required.” The record of the case clearly 
warranted such consideration. It is to be noted that i 
judgment was not rendered merely upon the application 
dates of the respective parties in this country but upon 
consideration of the filing dates of their foreign appli¬ 
cations also. The mere allegation by a party in nis 
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application for patent that he has filed an application 
for a patent for the same invention in a foreign coun¬ 
try or the inclusion of such an allegation in his pre¬ 
liminary statement does not constitute proof of the fact 
alleged, and it is incumbent upon such party when 
involved in an interference proceeding, if he would rely 
upon his alleged foreign application, to establish by 
competent evidence that he is the party who filed the 
foreign application, and he must also show that the 
invention set forth in the foreign application is the same 
as that covered by his application in this country. (Rous¬ 
seau v. Brown, 104 O. G., 1120; Lauder v. Crowell et al., 
16 O. G., 405; ex parte Pauling , 115 O. G., 1848.) In 
the present case the stipulation above quoted which was 
filed by the parties was accepted in lieu of testimony in 
respect to these facts, and the decision of the examiner 
of interferences and of the appellate tribunals was ren¬ 
dered upon this agreed statement of facts. 

The record shows that opportunity was given to the 
parties to take testimony, but landmark, by taking 
steps above set forth, clearly waived the right to take 
testimony and relied upon his stipulated evidence. 


DECISION NOT A MERE JUDGMENT UPON A MOTION OR 
DEMURRER, AS HELD BY THE COURT BELOW, BUT A FINAL 
DECISION OF PRIORITY RENDERED UPON A STIPULATED 
STATE OF FACTS IN LIEU OF TESTIMONY. 

It seems clear from the facts of the case, as heretofore 
stated, that Landmark's motion did not merely raise the 
question of whether I)e Ferranti, admitting the facts alleged 
in his preliminary statement, overcame landmark's filing 
date, which was all that could be properly raised by a mere 
motion for judgment or a demurrer, landmark’s motion 
states that “reference will also be made to landmark’s pre¬ 
liminary statement.” In considering merely a motion for 
judgment on the record no reference could be made to land¬ 
mark’s preliminary statement. The question that was 
raised as the result of the stipulation, and which was con¬ 
sidered and determined, was, as stated by this court in its 
decision (Record, p. 32), “the construction to be placed upon 
the act of Congress of March 3, 1903, amending the act of 
March 3, 1897, which amended section 4887 of the Revised 
Statutes.” In view of the stipulation the determination of 
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this question involved the determination of the question of 
priority as between De Ferranti and Landmark, taking into 
consideration the foreign applications of both parties, and 
the final decision of this court was clearly an award of pri¬ 
ority in favor of De Ferranti. In its opinion on appeal in 
the interference case, this court said (Record, p. 34): 

Both of Lindmark’s applications were filed before the 
passage of the act of March 3, 1903, and, unless that act 
can be construed to operate retrospectively and apply to 
applications pending at the time or its passage, his rights 
must be determined by the act of March 3, 1897 (29 
Stat., 693). Under its provisions Lindmark was en¬ 
titled to receive a patent on his application in this 
country, provided his application was hied within seven 
months from the date of fding the British application. 
It appears that less than seven months intervened be¬ 
tween the filing of the two applications. So far as pri¬ 
ority is concerned, LindmarK neither gained nor lost 
anything by virtue of the foreign application. The 
priority of any patent issued under the act of 1897 could 
only date from the filing of the application in the Patent 
Office. 

The terms used by the court in concluding its decision are 
those universally used by it in rendering decisions upon pri¬ 
ority of invention where it reverses the decision of the Com¬ 
missioner of Patents. The decision concluded with the 
statement: “The judgment of the Commissioner of Patents 
is reversed and the clerk is directed to certify these proceed¬ 
ings as required by law.” The decision of the commissioner, 
from which the appeal was taken, began with the statement: 
“This is an appeal by De Ferranti from the decision of the 
examiners in chief affirming the decision of the examiner of 
interferences awarding priority of invention to Lindmark,“ 
and concluded as follows (Record, p. 29): “The decision of 
the examiners in chief is affirmed.” 

It is noted that in Lindmark s original petition to this court 
(Record, p. 44), his first prayer was as follows: 

That the commissioner lie instructed that the said 
decision of this court merely adjudges that your peti¬ 
tioner, the said Lindmark, is not entitled to judgment 
on the record, and is not a final judgment of priority in 
favor of De Ferranti. 
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The petition was denied by this court. (Record, p. 56.) 

The court below was clearly in error in its statement that 
(pp. 2 and 3 of opinion)— 

The whole question arose as to whether or not the 
application of De Ferranti, having been made under the 
act o! 1903, gave virtue to his foreign application, which 
was made previous to the application of Lindmark in 
this country, and that was the question that was to be 
tested; it entirely depended upon the act of Congress as 
to whether or not De Ferranti, having filed his applica¬ 
tion after the act went into effect, would antedate the 
application of Lindmark, which was filed before the act. 

The court failed to note that the effect of Lindmark’s foreign 
application was raised and passed upon. Naturally, with this 
erroneous understanding of the case the court below failed to 
see that the stipulation had no bearing on the case, and failed 
to distinguish the case from one decided upon a demurrer. 

Furthermore, the court in its opinion said (p. 5): 

1 do not understand that counsel combated that idea, 
except upon the theory that it took it out of the opera¬ 
tion or analogy of the demurrer because of the stipula¬ 
tion in this case, and he argues in his brief as though 
that stipulation admitted everything as a matter of fact 
covered by the application. If that were true, if it were 
stipulated that the things stated in the applications on 
the part of Lindmark and De Ferranti were true, then 
I can understand the force and effect that the stipula¬ 
tion might have; but that is not the stipulation, and 
that is the way I read the argument on the part of the 
commissioner, that the stipulation, both in his argument 
and in the brief, seems to indicate that from the words 
of the stipulation it was meant that all the facts stated 
in the application were true, whereas all that the stipu¬ 
lation agrees to is that the oarties, De Ferranti and Lind¬ 
mark, who made the applications abroad, are one and 
the same parties who are engaged in this case and are 
the same parties who are the parties to this interference 
case. It does seem to my mind that it can mean nothing 
else. 

As is well known by this court, applications for patent are 
not analogous to bills or answers in equity suits. The 
li facts covered by the applicant,” or contents of the appli¬ 
cation, do not have to be proved in an interference proceed¬ 
ing. This office examines the application and takes judicial 
notice of the date of its filing therein. The domestic appli- 
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cation itself, if allowable, is a constructive reduction to prac¬ 
tice of the invention and entitles the applicant to its date 
of filing as the date of his invention. Whether a foreign 
application is for the same invention as the domestic appli¬ 
cation the Patent Office ascertains for itself by comparing 
the two. The fact necessary to be proved in the present 
case and which was supplied by the stipulation, in order 
that the foreign applications might be considered, was the 
identity of the foreign and domestic applicants. 

Furthermore, the court below stated in its opinion (p. 6): 

It may be that there is something in it that is not 
apparent to me, but I can’t see anything in that stipu¬ 
lation that would not have been considered there 
without the stipulation. 

Without the stipulation Lind mark’s foreign application 
could not have been considered, as pointed out heretofore. 

The court below also stated (pp. 6, 7): 

So it does not seem to me that the motion for judg¬ 
ment on the record was simply for the purpose of bring¬ 
ing up before the Patent Office authorities enough of the 
facts filed in this application in law to entitle De Fer¬ 
ranti to have this patent, even if everything can be 
proved. Now the illustration: Suppose in a court of 
equitv a plaintiff files a bill and the defendant comes in 
and demurs to that bill and the demurrer is ruled in his 
favor, say, the demurrer is sustained. Now. of course, 
there are two methods open—either the plaintiff can 
stand upon his bill and take the case to the Court of 
Appeals, or he can amend. Now, suppose he stands 
and goes to the Court of Appeals on that demurrer, 
which reverses the lower court (except under certain 
circumstances it is only upon a final judgment that you 
can go to the Court of Appeals). It would not be con¬ 
tended that that was a final judgment in the case, but 
simply that he must answer the bill, and then the case 
will come on and be tried all the way through, though 
a final judgment had been entered in the case. Now, 
what is the difference—the parties in this case have the 
right to try that case out upon the rights in the Patent 
Office. It does not delay the progress of the practice in 
the Patent Office to permit tliis motion for judgment 
because, as in the courts of law, as in the courts of equity, 
verv many times cases may be ended upon a demurrer, 
and that is the end of it because they know the facts are 
as stated. Therefore, I would certainly think that the 
same thing would be true in the Patent Office. 
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Hero, again, tin* court was lead into error through its com¬ 
parison of an interference case to a hill in equity and Land¬ 
mark's motion to a demurrer. In case of a bill in equity, 
as stated by the court, if a demurrer is sustained the plaintiff 
may stand upon the bill or can amend. In an interference 
case, however, there is nothing to amend. Neither the appli¬ 
cations nor the preliminary statements can be amended. 
Likewise, there is nothing in an interference case correspond¬ 
ing to the answer filed by the defendant when a demurrer 
is overruled. 

Reasoning from the erroneous comparison to a demurrer 
the court below in concluding its remarks stated (p. 8): 

I think the parties in this case ought now to have the 
right to try out the facts of the case, because if De 
Ferranti had not filed his applications abroad, as he 
says he had, he has no right to the patent. The ques¬ 
tion has never been passed on. The only matter passed 
on is a matter of law—are you entitled to a patent? 
The Court of Appeals says lie Ferranti has a standing 
in the Patent Office. Surely by that decision they did 
not say that Lindmark has none. 

Here the court erred from its failure to understand the 
effect of the stipulation. Lindmark can not go back on his 
written stipulation that I)e Ferranti filed his application 
abroad. This written stipulation entered into and signed by 
both parties was not a mere admission like that in a de¬ 
murrer for the sake of argument in that particular cause, 
but which does not bind the parties if the demurrer is over¬ 
ruled. If the decision of the court below upon this man¬ 
damus proceeding is sustained and the case is reopened and 
times set for taking testimony, it does not appear that De 
Ferranti will have to take any testimony, for the stipulation 
admits the essential facts set forth in his preliminary state¬ 
ment, as well as certain facts alleged in landmark's prelimi¬ 
nary statement. I)e Ferranti’s patent, issued on his foreign 
application, is among the foreign patents furnished by foreign 
governments and of record in the Patent Office and of which 
said office must take judicial notice. {Robin v. Muller and 
Bonnet, 108 (). (i., 292; sec. 893, R. S.) Before the declara¬ 
tion of the interference the Patent Office passed upon De 
Ferranti s right to a patent and held that he was so entitled 
provided Lindmark was not the prior inventor, and this 
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court in its decision held that Lindmark was not entitled to 
the award of priority. 

In his preliminary statement Lindmark alleged that 
information of his invention was received in this country 
on October 15, 1902. The only purpose of this petition 
for a writ of mandamus is to reopen the interference in order 
to permit Lindmark to now introduce evidence in support 
of this allegation in the hope that he may thereby prevail 
over De Ferranti. This appears from the petition of Lind¬ 
mark to the Commissioner of Patents, which concludes with 
the following prayer (Rec., p. 42): 

Wherefore your petitioner prays that he be allowed 
to introduce in the present interference, No. 25044, the 
testimony taken bv him in the companion interference, 
No. 25459. 

Also from the statement on page 5 of Lindmark’s brief 
below: 

Lindmark then appealed from the decision of the 
examiner of interferences to the commissioner, and 
also petitioned the commissioner (see Exhibit 19) for 
leave to introduce certain testimony taken by him in 
a companion interference, \o. 24459, for the purpose 
of establishing the date of disclosure of his invention 
in this country set out in his preliminary statement. 

The fact that this court entertained the appeal in the 
interference case from the decision of the Commissioner of 
Patents shows that it considered the appeal to involve the 
question of the final award of priority as between De Ferranti 
and Lindmark. Had the commissioner’s decision been 
merely a decision upon a motion for judgment, appeal would 
not have been permitted therefrom to this court, for this 
court has repeatedly announced that it will not entertain 
appeals from interlocutory orders in interference cases. In 
the case of Allen , Commissioner of Patents v. United States 
of America, ex rel. Lowry (26 App. D. C., 8), the court said: 

The act of 1893, which created this court, provides 
that— 

“Any party aggrieved by a decision of the Commis¬ 
sioner of Patents in any interference case may appeal 
therefrom to said court of appeals.” 

We have construed that clause to refer only to final 
decisions bv the commissioner in interference cases and 
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have refused to take jurisdiction and decide interlocu¬ 
tory questions sought to be brought before us on appeal 
in advance of an appeal taken in such cases to review 
a final decision awarding priority of invention. As we 
said in Westinghouse v. Duncan (C. D. 1894, 170; 66 O. G., 
1009; 2 App. D. C., 131) in referring to appeals allowed 

bv the statute: 

%/ 

“The terms of the statute should receive a reasonable 
interpretation and be so construed as to avoid multi¬ 
plying litigation or producing unnecessary delay and 
expense to the parties concerned, and to prevent, as 
far as possible, embarrassment and hindrances to the 
proceedings in the Patent Office.” 

The above decision of this court was affirmed by the 
Supreme Court of the United States, ex rel. Lowry v. Allen, 
Commissioner of Patents (203 U. S., 476). The Supreme 
Court commented with approval upon the history of the 
law relating to interferences discussed bv this court in its 
opinion and stated: 

We concur with the views expressed that the statutes 
provide only for appeals upon the question of priority 
of invention. Appeals on other questions are left to the 
regulation of the Patent Office under the grant of power 
contained in section 483. 

This court has recently reiterated its want of jurisdiction 
to entertain appeals upon interlocutory decisions in inter¬ 
ference cases in an opinion announced by the Chief Justice 
in the case of i# re Fullagar (32 App. 1). C., 222). 

That the Patent Office tribunals considered their deci¬ 
sions in the interference case as final decisions on priority 
of invention and not merely as decisions upon a motion 
appears from the following excerpt from the commissioner s 
decision on Lindmark’s motion to take testimony (Record, 

p. 66): 

Up to the present time the Court of Appeals has en¬ 
tertained appeals in interference cases only from the 
final decisions of the commissioner upon the question of 
priority of invention. ( Allen, ( 1 ommis8ioner of Patents, 
v. The United States of America, ex rel. George A. Lowry 
and Planters Compress Co., 116 O. G., 2253: 26 App. 
L). C., 8.) In the present case the decision holding that 
Lindmark was the first inventor was undoubtedly a final 
decision upon the question of priority. It is obvious 
from the facts above stated that this decision was ren¬ 
dered after the consideration of facts, admitted bv the 
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stipulation, concerning which proof would have been re¬ 
quired in the absence of such stipulation, and not upon 
tne bare record of the applications in this country. 
This stipulation, in my opinion, related to an agreed 
state of facts offered, at tne instance of Lindmark, in 
the place of testimony. 

That this court likewise so regarded the matter appears 
from its decision on landmark’s original petition to this 
court, the full ♦oo.text of which is as follows (Record, p. 56): 

The issue in controversy between the above parties 
was decided by this court on appeal from a decision of 
the Commissioner of Patents on February 11, 1908. 
Priority had been awarded to Lindmark in all the 
tribunals of the Patent Office on his motion for judgment 
on the record. On appeal, the decision of the com¬ 
missioner was reversed by this court, and the proceedings 
certified to the Patent Office, as by law required. 
Lindmark now comes here by an original petition, after 
the judgment of reversal has become final, asking us to 
instruct the Commissioner of Patents to allow him to 
proceed with the taking of testimony in order to 
establish his right to priority over De Ferranti. It is 
insisted that the judgment of reversal was not a final 
judgment awarding priority to De Ferranti, but a 
mere denial of the motion of Lindmark for judgment 
on the record, and that the case should be now opened 
and the parties allowed to proceed with the taking of 
testimony. This court has jurisdiction of appeals from 
the Commissioner of Patents in certain matters defined 
by statute, hut it has no original jurisdiction to direct 
and supervise the administration of the affairs of the 
Patent Office. The allowance of this petition, and the 
issuance of an order, such as prayed for therein, would 
be an assumption of power which this court does not 
possess, ' 1 - ~ 

HAVING SUBMITTED THE CASE ON STIPULATION CONCEDING A 
PORTION OF HIS PRELIMINARY STATEMENT, LINDMARK IS 
NOW ESTOPPED AFTER FINAL JUDGMENT FROM INTRODU¬ 
CING EVIDENCE AS TO THE REMAINING ALLEGATIONS OF 
SAID STATEMENT. 

Lindmark had ample opportunity to present proof in re¬ 
gard to all the matters alleged in his preliminary statement and 
should have presented his entire case in the first instance. 
After final judgment he has no more right to retry the case 
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by the addition of evidence which was within his possession 
at the time he originally submitted the case for decision upon 
priority of invention than he would have, after submitting 
evidence as to reduction to practice of the invention upon 
the date on which he filed his application in this country and 
being defeated, to ask for a reopening of the case for the pur¬ 
pose of establishing an earlier reduction to practice by the 
actual construction of a machine. 

That a party to an interference must try out his entire 
case at one time was settled by this court in the cases of 
Blackford v. W ilder (28 App. 1). (\, 535) and Uorine v. W’ende 
(29 App. I). (\, 415). in the former case this court had 
before it a second interference declared between the same 
applications and relating to the same subject-matter. In 
the earlier case the decision turned mainly upon the question 
of whether a certain exhibit of the party Wilder showed the 
invention in issue and constituted a reduction to practice. 
This exhibit was found to be defective in that a certain part 
was missing and not to disclose the invention of the issue, 
and priority was consequently awarded to Blackford. A 
second interference was subsequently declared upon broader 
issues which did not include the element found lacking in 
the exhibit in evidence in the original case. This court, 
however, held that the question of priority raised in the 
second case was res adjudicata by reason of its decision in 
the earlier case, stating in conclusion that— 

Having had the right to make the broader claims 
in the earlier stages of the proceedings in the Patent 
Office, as well as the opportunity, in the first proceed¬ 
ing, to introduce all of nis evidence relating to the con¬ 
struction and operation of his Exhibit E structure, his 
light in both respects terminated with that litigation. 

Whether the former decision was right or wrong, or 
was induced by the want of the particular evidence that 
was offered in the present case, is not the question. 
However that might be, it was final and put an end to 
the litigation in the first interference. It must be held, 
therefore, as conclusive of every question that not only 
was but also might have been presented and determined 
in that case. 

In the case of Uorine v. Wende (supra) the first interfer¬ 
ence was decided in favor of Uorine. After the termination 
of the interference proceeding Uorine filed amendments 
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broadening the claims of his application and a patent was 
granted to him including the broader claims. After the 
issuance of Horine’s patent Wende amended his application 
by copying said broader claims from the Horine patent. 
During the taking of testimony in the second interference 
different exhibits were introduced bv Wende from those 
relied upon by him in the earlier proceeding and upon these 
exhibits all of the Patent Office tribunals held that Wende 
had established priority of invention. Upon appeal, how¬ 
ever, this court reversed the decision of the commissioner 
upon the ground that the case was res ad judicata in view of 
the decision in the earlier interference. In its opinion the 
court stated: 

The issue of the interference is prepared in the Patent 
Office. There are no formal pleadings. The applica¬ 
tions which contain the descriptions of the invention, 
and the claims that relate to the matter of the issue, are 
the foundations of tin* case. The preliminary state¬ 
ments are required merely to give the respectivedates of 
conception and reduction to practice of the invention 
described in the application, thereby fixing the bounda¬ 
ries of th(' evidence relied on for their establishment. 
To ascertain what facts have been finally adjudicated in 
an interference resort must be had to tlie several appli¬ 
cations, the preliminary statements, the claims in issue, 
the evidence produced, and the decisions of the tribunals 
of the Patent Office. These decisions, unlike the ordi¬ 
nary judgments of courts of law, are opinions reciting 
the grounds upon which the award of priority is made, 
consisting of conclusions in respect of matters both of 
law and fact. 


It is interesting to note that in the above case, as in the pres¬ 
ent case, the defeated party endeavored to obtain still further 
relief in the Patent Office. The commissioner’s decision in 
Wende v. Horine (130 (). (i., 1311) shows that after the 
decision of this court in the second interference Wende peti¬ 
tioned the commissioner to reopen the first interference, 
finally determined some three years before, and permit him 
to amend the issue of that interference by adding thereto the 
counts of the issue of the second interference. This petition 
was denied by the Commissioner of Patents, anti it is under¬ 
stood that Wende then sought relief by means of a bill in 
equity under the provisions of section 4915 of the Revised 
Statutes. 
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Tlu* decision on priority rendered in the present case was 
as much a final decision of the question as those rendered in 
the cases cited above. In each case the defeated party at¬ 
tempted to overcome the adverse decision on priority by the 
introduction of further evidence. The holding that the 
parties were estopped from reopening the cases for this pur¬ 
pose is believed to be controlling in the present case. The 
stipulation filed conceded all the facts that could have a bear¬ 
ing on the case under either preliminary statement, except 
the single allegation of landmark of a prior introduction of the 

invention into this country. Lind mark evidently felt sure 

• % 

of winning the case without introducing testimony upon this 
point, since if both parties were held entitled to the benefit 
of their foreign applications, he was the prior inventor, and 
likewise if neither party was given the benefit of his foreign 
application, priority would also have been in his favor. Ap¬ 
parently Lind mark’s only chance to lose was on the holding 
which was taken by this court that the act of March 3, 1903, 
applied to l)e Ferranti’s case but did not apply to his 
own Having overlooked or taken his chance of losing the 
case upon this ground, he is bound thereby, since it is well 
settled by the decisions cited that a party may not contest 
the question of priority upon certain matters and failing 
thereon, then advance other matters in a piecemeal fashion. 

Concerning the necessity for Lindmark to submit his entire 
case in tin* first instance, the commissioner stated at the con¬ 
clusion of his decision on Lindmark s last petition that times 
be set for taking testimony as follows (Record, p. 66): 

His failure to present his entire case in the first in¬ 
stance can be charged to no one’s fault but his own. It 
is well settled that the ollice will not pass upon questions 
of priority in a piecemeal manner. It is incumbent 
upon a party to present the entire case in the first in¬ 
stance. As stated in the case of Roberts v. Rochelle 
(101 (). G., 1831; 1902 C. D., 415): 

“After a case has gone to final hearing it is an in¬ 
justice to the office, as well as to the victorious party, 
to reopen the case and give it entirely new consideration 
merely because the defeated party has failed to realize 
that facts which were at all times within his possession 
were material to a determination of the case.” {Estes 
v. (louse , C. D., 1899, 164; 88 (). G., 1336; McCollum v. 
Bremer , C. 1)., 1900, 186; 93 O. O., 1917.) 
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The decisions cited by petitioner in support of his con¬ 
tention are not believed to be in point. In none of the 
cases cited were decisions rendered upon an agreed state 
of facts, but rather upon the records of the cases or the 
pleadings themselves. After careful consideration of the 

3 uestion I find no reason to vacate my former decision 
enving Landmark's request that times for taking testi- 
monv be set in this case. 

landmark contends that since in the stipulation he did not 
expressly waive his right to take testimony, he is not now 
estopped from taking the same. This contention is without 
force. By submitting a case for final judgment upon cer¬ 
tain evidence a party waives his right subsequently to intro¬ 
duce additional evidence, and this is equally true of a case 
submitted upon a stipulated state of facts. 

landmark further contends that if it had been his inten¬ 
tion to waive his right to take testimony concerning his date 
of disclosure of the invention to others in this country, that 
intention could have been evinced only by a formal motion 
to advance the date of hearing and its allowance by the 
examiner of interferences, and that no such proceeding is of 
record. De Ferranti was represented at the hearing on 
March 28, 1906, and entered into the stipulation with Land¬ 
mark at that time to submit the case upon an agreed state 
of facts. Under these circumstances no formal motion to 
advance the date of hearing was necessarv. 

THE COMMISSIONER IIAS NO AUTHORITY TO REOPEN A CASE 
FINALLY DECIDED BY THIS COURT. 

Relator contends that it is within the authority of the 

commissioner, and is the practice in the Patent Office after 

denial of a motion for judgment upon the record, to permit 

the taking of testimony upon the question of priority of 

invention, citing the case of )Yinsor v. Slruble (C. D., 1904, 

158). The circumstances of that case were very different 

from the case at bar. In his preliminary statement Winsor 

alleged conception of the invention prior to Struble’s filing 

date and a disclosure subsequent thereto. The question 

involved was the admissibility of testimony under these 

• % 

circumstances to prove a conception prior to the filing date 
of Struble’s application. In the present case the question 
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involves the sufficiency of tlie fiicts as admitted by the stipu¬ 
lation to overcome Landmark’s filing date. In the case 
stated no stipulation had been filed, and the motion was 

overruled bv the examiner of interferences. 

•/ 

Relator further contends that the present case comes 
within the ruling of the United States Supreme Court in the 
case in re Sanford Fork and Tool Company (160 U. S., 247). 
In that case the plaintiffs filed an exception to the answer 
of the defendants, and the latter electing to stand upon their 
answer the Circuit Court rendered a final decree for the 
plaintiffs. The defendants later presented the mandate of 
the Supreme Court reversing the decree below, and moved 
that in view thereof judgment be entered by the Circuit 
Court in their favor. The Circuit Court overruled this 
motion and granted the motion of plaintiffs for leave to 
amend the bill. The defendants thereupon applied to the 
Supreme Court for a writ of mandamus. The court in 
denving the writ of mandamus said: 

When a case in equity is set down for hearing on bill 
ami answer, the whole case is presented for final decree 
in favor of either party. But when the matter set down 
for hearing is the plaintiff’s exceptions to the answer, 
the case is not ripe for a final decree; the only question 
to be decided is the sufficiency of the answer; and no 
final decree can be entered against either party unless it 
declines or omits to plead further. 

It was pointed out in that decision (p. 255) that— 

When a case has been once decided by this court on 
appeal and remanded to the Circuit Court, whatever was 
before this court and disposed of by its decree is consid¬ 
ered as finally settled. The Circuit Court is bound by 
the decree as to the law of the case; and must carry it 
into execution according to the mandate. That court 
can not vary it, or examine it for any further purpose 
than execution; or give any other or further relief; or 
review it, even for apparent error, upon any matter 
decided on appeal; or intermeddle with it, further than 
to settle so much as has been /demanded. 

Instead of coming within the ruling in the above case, as 
contended by relator, the present case is believed to fall 
within the holding of the Supreme Court in re Potts (166 U. 
S., 263). In that case the court held that when a decree of 
the Circuit Court at a hearing upon pleadings and proofs dis- 
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missing a bill in equity for the infringement of a patent has 
been reversed by the Supreme Court on appeal, upon the 
ground that the patent was valid and had been infringed by 
the defendant, and the case remanded for further proceedings 
in conformity with its opinion, the Circuit Court has no 
authority to grant or entertain a petition filed without leave 
of the appellate court, for a rehearing for newly discovered 
evidence, and that if it did so a writ of mandamus would lie 
to set aside its order and to execute the mandate of the 
appellate court. In its opinion the court said (267): 

When the merits of a case have been once decided by 
this court on appeal, the Circuit Court has no authority, 
without express leave of this court, to grant a new trial, 
a rehearing, or a review, or to permit new defenses on 
the merits to be introduced by amendment of the 
answer. (Er parte Start/, 12 Pet., 339; Southard v. 
Russell, 16 How., 547; ex parte Dubuque cf* Pacific Rail¬ 
road , 1 Wall., 69; Stewart v. Salomon, 97 l T . S., 361; 
Gaines v. Rugg, 148 U. S., 228.) 

In the case of American Soda Fountain Company v. 
Sample (136 Fed. Rep., 857), under analogous circum¬ 
stances, the Circuit Court of Appeals ordered a writ of 
mandamus to issue directing the Circuit Court to set aside 
its order granting a rehearing and to follow the mandate of 
the appellate court. 

The present interference came before this court on a final 
decision upon the question of priority of invention in view 
of certain stipulated facts, and this court having the entire 
case before it reversed the decision of the Commissioner of 
Patents and remanded the .case to the commissioner in 
accordance with the provisions of law without any reserva¬ 
tion and without leaving any question open for further 
consideration. 

Section 4914 of the Revised Statutes provides that a 
certificate of this court shall govern the further proceedings 
of the case in the Patent Office. It reads as follows: 

Sec. 4914. The court, on petition, shall hear and 
determine such appeal, and revise the decision appealed 
from in a summary way, on the evidence produced 
before the commissioner, at such early and convenient 
time as the court may appoint; and the revision shall be 
confined to the points set forth in the reasons of appeal. 
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After hearing the case the court shall return to the com¬ 
missioner a certificate of its proceedings and decision, 
which shall be entered of record in the Patent Office, 
and shall govern the further proceedings in the case. 
But no opinion or decision of the court in any such case 
shall preclude any person interested from tlie right to 
contest the validity of such patent in any court wherein 
the same may he called in question. 

The Commissioner of Patents uniformly refuses to reopen 
a case once decided by this court except where, as in the 
case of Podlesak and Podlesalc v. Mclnnemty (26 App. D. C., 
399), the case was remanded to the Patent Office for further 
consideration, or where, as in the case of Dodge v. Fowler 
(11 App. I). C., 592), it expressly left a certain matter open 
for further consideration by the Patent Office. In the 
present case not only was no question left open, but this 
court upon the petition of Lindmark refused to modify its 
mandate or to instruct the commissioner to reopen the case. 
The commissioner followed the mandate of this court, as he 
interpreted it, in denying landmark's motion for permission 
to take further testimony (Record, p. 43); and on Land¬ 
mark's petition this court did not indicate that the commis¬ 
sioner had misconstrued its mandate. Under such circum¬ 
stances it is submitted that Lindmark is not entitled to the 
writ of mandamus prayed for, but, on the contrary, had the 
commissioner granted landmark's petition and reopened the 
case l)e Ferranti would be entitled to have such order set 
aside by writ of mandamus. 

Should the contrary view, however, be taken and it be 
held that the commissioner had jurisdiction to reopen the 
case, it is submitted that the matter is one within his dis¬ 
cretion, that he has not failed to act, and it is not therefore 

a matter controllable bv the courts. 

•' 

OTHER REMEDIES. 

Lindmark is not without other adequate remedies, and it is 
a well-settled principle of law that where a party has other 
ami adequate legal remedies mandamus will not lie. 

In the case of ex parte Virginia Commissioners (112 U. S., 
177) the motion for a writ of mandamus was denied by the 
court solely on the ground that the party had other remedies. 
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In the case of Seymour, Commissioner of Patents, v. Brodie 
(10 App. D. C., 567) this court in denying the petition for 
mandamus said: 

The function of the writ of mandamus in the law is 
well settled. It lies simply for the enforcement of the 
performance of some act or duty required by law to be 
performed, in the performance of which the applicant 
for the writ is interested, or by the nonperformance of 
which he is aggrieved or injured, and when there is no 
other specific legal remedy. (3 Blackst. Com., 110; 4 
Bac. Abr., 495; Legg v. Mayor of Annapolis , 42 Md., 
203; Knox Co. v. Aspinwall , 24 How., 376; U. S. v. 
BoutweU, 17 Wall., 604; Brownsville Taxing District v. 
Loague, 129 U. S., 493; ex parte Penn Co., 137 U. S., 
451.) 

In Bayard v. V. S. (127 U. S., 246) the Supreme Court of 
the United States said (p. 250): 

The writ of mandamus is a remedy to compel the 
performance of a duty required by law where the party 
seeking relief has no other legal remedy and the duty 
sought to be enforced is clear and indisputable. ( Knox 
Cb. v. Aspinwall, 24 How., 377, 383.) Both requisites 
must concur in every case. 

In the present case, Lindmark is in possession of a patent 
No. 773,657, granted November 1, 1904, for the invention 
in controversy. That patent has passed beyond the control 
of the Patent Office and can not be invalidated by the judg¬ 
ments in this interference proceeding. Upon this patent 
Lindmark can bring suit for infringement in the federal 
courts under section 4920 of the Revised Statutes and have 
the question of priority determined upon a new record. 

Furthermore, in case a patent is granted on De Ferranti’s 
application, Lindmark has a complete and adequate legal 
remedy in section 4918 of the Revised Statutes, especially 
enacted to cover just such a case. This section reads as 
follows: 

Sec. 4918. Whenever there are interfering patents, 
any person interested in any one of them, or in the work¬ 
ing of the invention claimed under either of them, may 
have relief against the interfering patentee, and all 
parties interested under him, by suit in equity against 
the owners of the interfering patent; and the court, on 
notice to adverse parties, and other due proceedings 
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had according to the course of equity, may adjudge and 
declare either of the patents void in whole or in part, 
or inoperative, or invalid in any particular part of the 
United States, according to the interest of the parties in 
the patent or the invention patented. But no such 
judgment or adjudication shall affect the right of any 
person except the parties to the suit and those deriving 
title under them subsequent to the rendition of such 
judgment. 

As noted above, Lindm&rk’s patent was issued in 1904 
and he has been in the enjoyment thereof for the past five 
years To reopen this interference will possibly delay the 
issuance of a patent on De Ferranti’s application for some 
five years longer, and in case the latter patent issues the 
question of which patent is valid will then have to he 
thrashed out in the courts. In view of the complete and 
adequate remedy which Lindmark has at hand in section 
4918, Revised Statutes, it is submitted that the writ of 
mandamus involving the indefinite postponement of the 
final adjudication of the question of prior inventorship 
should not issue. 

It is respectfully submitted that for the various reasons 
which have been set forth above, the supreme court of the 
District of Columbia was in error in holding the relator 
entitled to a writ of mandamus and that its judgment 
should he reversed. 

Webster S. Ruckman, 
Counsel for the Commissioner of Patents. 

September 27, 1909. 
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STATEMENT OF THE CASE. 

The essential facts of this case are fullv set forth 
in Exhibits 1 to 29 (pp. 7-72, Rec.) attached to the 
petition (p. 1), which present the history of the inter¬ 
ference of deFerranti v. Lindmark, from the official 
records of the Patent Office and Circuit Court of Ap¬ 
peals of the District of Columbia. The authenticity 
of those exhibits is conceded in Paragraph 16 (p. 78) 
of Respondent’s Answer (p. 73), and their complete¬ 
ness is not disputed. Such other averments as appear 
in the Petition are essentially explanatory of the pro¬ 
ceedings of record, while the independent averments 
of the Answer are, in the main, conclusions of law, the 
failure to deny which does not affect our right to dis¬ 
pute their validity. 


We shall, however, for the convenience of the 
Court, briefly recite the essential facts disclosed in the 
record up to the date of this appeal. 

The interference of deFerranti v. Landmark in¬ 
stituted August 8th, 11)05, was between a patent of 
Landmark, No. 773,057, filed January lfith, 1903, is¬ 
sued November 1st, 1904, and an application of de- 
Ferranti, Serial No. 249,253, filed March 9th, 1905, 
which is a division of an application of said deFer¬ 
ranti, Serial No. 179,407, filed October 31st, 1903 (See 
Exhibit 1). 

Preliminary statements were filed in due course 
(see Exhibits 2 and 3). DeFerranti, in his preliminary 
statement, relied upon a number of foreign patents in¬ 
cluding two British patents (the earliest foreign pat¬ 
ent being a British patent filed November 11th, 1902) 
to establish a date of invention prior to landmark’s 
filing date. 

Lindmark alleged that he filed an application for 
a Swedish patent for the invention in issue on June 
18th, 1902, and an application for a German patent on 
November 5th, 1902, and also set forth that a descrip¬ 
tion and drawing of his invention were sent to this 
countrv and received bv Francis J. Arend, at 74 Cort- 
landt street, New York City, on or about October 15th, 
1902, which were bv the said Arend delivered to Lind 
mark’s attornev on or about the same day. 

Subsequently, pursuant to the usual practice, the 
Patent Office fixed times for the bringing of motions, 
for taking testimony and for the final hearing (see Ex¬ 
hibit 4, p. 14). Such times were extended by a stipu 
lation (see Exhibit 5, p. 15), which provided that the 
parties should have until May 1, 1906, in which to 
make motions to transmit, motions to dissolve “or any 
other motions they severally desire to make, and that 
in the meantime all proceedings herein shall be 
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stayed.” This stipulation was approved, the Patent 
Office, on March 20,1900, stating (see Exhibit 6, p. 16): 

* * * the stipulation of the 17th instant, 
that the time for filing motions be extended to and 
including May 1, 1906, has been approved. All 
the times are therefore extended as follows: 

“ ‘No testimony to be taken before May 
1st, 1906; de Ferranti’s testimony in chief 
to close July 2, 1906; Lindmark’s testimony 
to close Septeml)er 4, 1906; deFerranti’s re¬ 
buttal testimony to close September 19, 1906; 
final hearing November 19, 1906.’ 99 

Before the date fixed for the beginning of the tak¬ 
ing of testimony, Lindmark moved for judgment of 
priority in his favor against deFerranti “upon the 
record dates of Lindmark and deFerranti herein, and 
upon the allegations of deFerranti in his preliminary 
statement.” (See Exhibit 7, p. 17.) Lindmark’s posi¬ 
tion was that, assuming that the earliest of deFerran¬ 
ti’s foreign patents, i. e., the British patent filed No¬ 
vember 11, 1902, disclosed the subject-matter of the 
interference, deFerranti was not entitled under the 
law to avail himself of the filing date of this British 
patent to establish a date of invention of the subject- 
matter in issue, and that, therefore, assuming the facts 
set out in his preliminary statement to be true, he 
could not carry the date of his invention back of Lind¬ 
mark’s filing date in this country. 

When the motion for judgment on the record came 
on to be heard, the Examiner of Interferences declined 
to render a decision upon the motion unless the parties 
would stipulate that they were the same parties who 
filed the applications for foreign patents specified in 
their preliminary statements, and to secure a decision 
on the motion, the parties entered into a stipulation 
entitled “Stipulation as to Identity of Parties to the 
Case” (Exhibit 8, p. 18), and reading as follows: 
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“It is hereby stipulated and agreed by and 
between the respective parties to the above en¬ 
tiled interference that the parties deFerranti and 
Landmark who are involved in this interference 
are the same parties, deFerranti and landmark, 
who filed the applications for foreign patents 
specified in the oaths attached to their respective 
U. S. applications and in their preliminary state¬ 
ments, and that the. deFerranti and landmark 
named herein are the same deFerranti and land¬ 
mark named in the interference No. 25,451).” 


The position of landmark that deFerranti was not 
entitled to avail himself of the filing date of his British 
patent and that therefore he could not carry his date 
of invention back of landmark’s filing date was sus¬ 
tained bv the Examiner of Interferences and Lind- 
mark’s motion for judgment on the record was granted 
on the 12th of April, 190(> (see Exhibit 9, p. 18). 

DeFerranti subsequently appealed to the Board of 


Examiners-in-Chief, who affirmed the 


Examiner 


of 


Interferences; to the Commissioner, who affirmed the 


Board; and to this Court, which reversed the Commis¬ 


sioner and held that deFerranti was entitled to avail 


himself of the filing date of his British patent (see Ex¬ 
hibits 10-lfi). 

The decision of this Court (Exhibit 1(>, p. .‘12) was 
and is interpreted by landmark to be a finding that 
the judgment of priority to Lind murk on the record 
mas erroneous, not as a finding that priority should he 
awarded to deFerranti, Accordingly landmark filed 
a formal request that times be set for the taking of 
testimony (see Exhibit 17, p. 39). This request was 
denied, the Examiner of Interferences holding as fol¬ 
lows (see Exhibit 18, p. 39): 


“The decision of the Examiner of Interfer¬ 
ences in this case dated April 12, 19(H), awarding 
priority to landmark upon the motion of Lind- 
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mark that judgment be rendered was a final deci¬ 
sion upon the merits. Since an appeal from this 
decision was taken, heard, and decided, jurisdic¬ 
tion of the case has passed from the Examiner of 
Interferences unless something can be found in 
the final decision, upon appeal, authorizing fur¬ 
ther proceedings here. The final decision in this 
case was that of the Court of Appeals dated Feb¬ 
ruary 11, 1908, ordering and adjudging that the 
decision of the Commissioner of Patents (which 
affirmed the decision of the Examiner of Inter¬ 
ferences) be reversed and reversing the same. 
Further proceedings in the Patent Office are not 
ordered or authorized. It is believed that the Pat¬ 
ent Office, under these circumstances, is without 
authority to reopen the case for further evidence. 

“The request is denied.’’ 

Lindmark then appealed from the decision of the 
Examiner of Interferences to the Commissioner and 
also petitioned the Commissioner (see Exhibit 19) for 
leave to introduce certain testimony taken by him in a 
companion interference, No. 25,459, for the purpose 
of establishing the date of disclosure of his invention 
in this country set out in his preliminary statement. 
The Commissioner affirmed the Examiner of Interfer¬ 
ences (see Exhibit 20, p. 43). After reciting Lind¬ 
mark’s motion for judgment on the record, the stipu¬ 
lation hereinbefore recited that the parties entered 
into at the instance of the Examiner of Interferences, 
and the successive appeals of deFerranti to the Board, 
the Commissioner and the Court of Appeals, the Com¬ 
missioner proceeded to define Lindmark’s contention 
(erroneously, as it happens) and then concluded as 
follows: 

“This contention is believed to be not well 
founded. The decisions of the tribunals of the 
Patent Office in this case were decisions on the 
question of priority of invention and the decision 
of the Court of Appeals reversed the decision of 
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the Commissioner of Patents without authorizing 
the taking of further proof in respect to priority 
of invention. In view of this fact it is held that 
this office is without authority to reopen this in¬ 
terference for tlie presentation of further evi¬ 
dence as to the question of priority. 

“The decision of the Examiner of Interfer¬ 
ences is affirmed and the petition is denied.’* 

landmark then petitioned this Court (see Exhibit 
21, p. 44) to instruct the Commissioner that the Court’s 
decision was not an adjudication that deFerranti is 
entitled to judgment of priority and to fix times for 
taking testimony and allow Landmark to prove the ma¬ 
terial facts set forth in his preliminary statement 
which, if proved, would carry the date of his invention 
back of the filing date of deFerranti’s British patent. 

This Court denied the petition, its decision read¬ 
ing as follows (Exhibit 22, p. 5(>): 

“The issue in controversy between the above 
parties was decided by this Court on appeal from 
a decision of the Commissioner of Patents on Feb¬ 
ruary 11, 1908. Priority had been awarded to 
Lindmark in all the tribunals of the Patent Office 
on his motion for judgment on the record. On ap¬ 
peal, the decision of the Commissioner was re¬ 
versed by this Court, and the proceedings certified 
to the Patent Office, as by law required. Lindmark 
now comes here by an original petition, after the 
judgment of reversal has become final, asking us 
to instruct the Commissioner of Patents to allow 
him to proceed with the taking of testimony in 
order to establish his right to priority over deFer¬ 
ranti. It is insisted that the judgment of reversal 
was not a final judgment awarding priority to 
deFerranti; but a mere denial of the motion of 
Lindmark for judgment on the record, and that 
the case should be now opened and the parties al¬ 
lowed to proceed with the taking of testimony. 
This Court has jurisdiction of appeals from the 
Commissioner of Patents in certain matters de- 
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fined by statute, but it has no original jurisdiction 
to direct and supervise the administration of the 
affairs of the Patent Office. The allowance of this 
petition, and the issuance of an order, such as 
prayed for therein, would be an assumption of 
power which this Court does not possess. The 
petition is denied, and it is so ordered.’* 

Subsequently the petition of Lindmark that times 
be fixed for taking testimony was renewed before the 
Commissioner (see Exhibit 23, p. 57), who again de¬ 
nied the petition (see Exhibit 25, p. 63). 

Whereupon Lindmark petitioned the Supreme 
Court of the District of Columbia (see Petition, p. 1) 
for a writ of mandamus directed to the Commissioner 
and commanding him, 

“First .—To vacate and set aside his said decisions 
and the said decision of the Examiner of Interferences 
refusing to fix times for taking testimony in said in¬ 
terference proceedings and refusing to permit your 
petitioner to take testimony in support of the facts 
alleged in his preliminary statement. 

“Second .—To issue a notice directed to the parties 
herein fixing times for the taking of testimony and for 
a final hearing in said interference proceedings.” 

The respondent, the Commissioner, then filed an 
answer (p. 73) and the relator then moved for judg¬ 
ment for a peremptory writ of mandamus against the 
respondent notwithstanding the return of the respond¬ 
ent. 

After argument, the Supreme Court, by Chief Jus¬ 
tice Clabaugh, ordered the writ of mandamus to issue 
(p. 80). From this decree the respondent appealed. 
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THE ISSUE TO BE DETERMINED. 

While the Answer of the Commissioner raises sev¬ 
eral issues which tend to divert the Court from the 
main issue, we believe that it will he agreed between 
the parties that the real question before this Court is 
the determination of the legal effect of the “Stipula¬ 
tion as to Identitv of Parties to the Case” entered into 
at the time of the argument of the motion for judg¬ 
ment on the record before the Examiner of Interfer¬ 
ences. 

As his Honor, Chief Justice Clabaugh, said in his 
oral opinion given with the announcement of his de¬ 
cision : 

“As I understand the facts of this case and 
the argument on behalf of the Commissioner, it is 
largely upon this stipulation that he thinks noth¬ 
ing further can be done in the Patent Office, that 
the stipulation is just as though proof had been 
taken.” 

It will not be seriously disputed that if the Exam¬ 
iner had entertained said motion without such stipula¬ 
tion, his decision would just the same have been a final 
judgment in favor of Landmark, and against deFer- 
ranti; and the decision of the Court of Appeals re¬ 
versing all the tribunals of the Patent Office would 
simply have vacated the judgment in favor of land¬ 
mark and would not have operated to award judgment 
to deFerranti, and the Commissioner would have pro¬ 
ceeded to do just what we petitioned the Supreme 
Court that he be commanded to do, namely, proceed 
with the interference by fixing times for taking testi¬ 
mony. 

The contention of the Commissioner is that, by 
reason of the stipulation, the situation was the same as 
if no motion on the record had been brought and as if 
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testimony had been taken, within the times fixed by 
the office in the notice “Exhibit 6,” to establish the 
facts stipulated and as if Landmark had expressly 
waived his right to prove the other allegations of his 
preliminary statement, and as if the case had been 
argued at final hearing at the time fixed by said notice. 

The contention of Lindmark is that the stipulation 
was unnecessary, and in a motion for judgment on 
the record, irregular, and can have no other effect than 
to estop either party from thereafter asserting that 
the other party was not the party who filed the foreign 
applications recited in his preliminary statement; that, 
notwithstanding the stipulation, the motion for judg¬ 
ment on the record remained a motion for judgment 
on the record and was argued as such on the 28th of 
March, 1906, was granted as such on the 12th of April, 
1906, and was considered as such by all the tribunals 
to whom the decision of the Examiner of Interferences 
was successively appealed and particularly by this 
Court; that the decision of this Court was not a final 
judgment of priority to deFerranti, but a judgment 
that the award to Lindmark of judgment on the record 
was erroneous; and that the decision of this Court 
vacating the judgment of the Examiner of Interfer¬ 
ences left the interference in the condition it would 
have been in had the motion for judgment been denied 
in the first instance, or had such motion never been 
made; wherefore, it is the Commissioner’s clear duty, 
under the law and the rules of practice, to permit the 
interference to proceed to testimony and final hearing, 
as otherwise Lindmark is deprived of legal rights to 
which, under the law, he is entitled and which he has 
not waived. 
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ARGUMENT. 

We shall discuss the questions at issue iu the fol¬ 
lowing order: 


First .—The nature of a judgment on the record, 
why its entry is a final judgment in favor of the senior 
party, why its refusal is not a final judgment in favor 
of the junior party, and why a reversal of judgment 
in favor of the senior party places the case in the same 
condition as if the motion for judgment had been de¬ 
nied in the first instance. 

Second .—The effect of the “Stipulation as to 
Identity of Parties to the Case” filed with the Exam- 
iner of Interferences. 

Third .—The opinion of Chief Justice Clabaugh in 
support of his decision awarding the writ of man¬ 
damus. 

Fourth .—The contentions of respondent-appellant. 


The Nature of a Judgment on the Record. 

Judgments of priority on the record in favor of 
the senior party to an interference, such as was ren¬ 
dered in this interference proceeding by the Examiner 
of Interferences, are quite a common practice in the 
Patent Office and are expressly authorized under Rule 
114 (Respondent’s Answer, Clause 7, p. 74). They 
are frequently rendered when the earliest date of in¬ 
vention claimed by one interferent in his preliminary 
statement does not, in fact or in law, antedate the 
filing date of his adversary. Such a judgment may be 
rendered by the office of its own motion, after oppor¬ 
tunity has been given the junior party to show cause 
why such judgment should not be rendered. Or such 



a judgment may be rendered, as in the case at bar, 
upon motion of the senior party. 

When a judgment on the record is rendered by the 
Examiner of Interferences, it is of course a final judg¬ 
ment against the junior party , and as such is appeal- 
able by him . 

When, however, judgment on the record is refused 
by the Examiner of Interferences, judgment of prior¬ 
ity is not and cannot be rendered against the senior 
party , hut the parties are put to the proof of the facts 
alleged in their pleadings. 

. * The reason that an allowance of a motion for 
judgment on the record involves a final judgment of 
priority in favor of the senior party, while a denial of 
the motion does not involve a final judgment of prior¬ 
ity in favor of the junior party, is evident. In the on? 
case, the taking of testimony by the junior party would 
he useless, as a judgment on the record involves a hold¬ 
ing that, assuming the facts alleged in the pleadings of 
the junior party to he true, he is not entitled to prevail 
because he does not overcome the record date of the 
senior party. In the other case, if the Examiner finds 
that the junior party has alleged facts in his pleadings 
that overcome the record date of the senior party, as a 
preliminary statement is not evidence, hut merely a 
pleading, no judgment of priority in favor of the 
junior party can he based thereon. And even if the 
preliminary statement of the junior party could be 
taken as evidence, still no judgment of priority could 
he rendered in his favor if the facts alleged in the 
statement of the senior party carry the date of his 
invention hack of the date of invention alleged in the 
statement of the junior party, as in the case at bar. 

To further illustrate the nature of a motion for 
judgment on the record, it may he said to he analogous 
to a demurrer in equity pleading. A demurrer admits 
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the truth of the well-pleaded allegations of the com¬ 
plainant's bill. Similarly, a motion for judgment on 
the record admits the truth of the allegations of the 
junior party’s statement. If the demurrer he uns¬ 
tained, a final decree for the defendant follows unless 
leave is granted the complainant to amend his bill. If 
the demurrer he overruled, there is no final decree 
against the defendant, but he is permitted to plead 
or answer. So also, if the demurrer be sustained, a 
final decree against the complainant entered, an appeal 
taken by the complainant, and the lower court re¬ 
versed, no final decree against the defendant follows 
from the judgment of the appellate court, but the lower 
court proceeds as if the demurrer had been overruled 
in the first instance. 


Now in the case at bar, if the Examiner had de¬ 
nied Landmark's motion, and had refused to enter 
judgment on the record, there would have been no final 
decision upon the merits. At the date of the Exam¬ 
iner’s decision the term for taking testimony had not 
yet begun to run. The notice fixing the times for tak¬ 
ing testimony and for the hearing had not been abro¬ 
gated. It is evident that the interference would have 
proceeded in the ordinary way; that is, the parties 
would have taken their testimony, and a final hearing 
would have been had, based on the pleadings and tes¬ 
timony, before a rendition of judgment of priority. 

80 if, on appeal to the Board or to the Commis¬ 
sioner, the Examiner had been reversed, there would 
have been no award of priority in favor of deFerranti 
by either of these tribunals. The effect of such a re¬ 
versal would have been to place the parties in the same 
position as if the Examiner of Interferences had cor¬ 
rectly decided the motion—that is, denied it—in the 


first instance. 


This must be self-evident. 


For if the 


denial of the motion for judgment on the record by the 



Examiner of Interferences would not warrant an 
award of priority to the junior party; so a decision of 
the Board or of the Commissioner holding that the 
Examiner should have denied the motion would not 
warrant an award of priority to the junior party. In 
the one case, as in the other, the interference would 
thereafter proceed in the usual way as if no motion 
for judgment on the record had been made. 

The practice in the Patent Office of proceeding 
with the interference in the ordinary way after refusal 
of judgment on the record is so obviously right, and 
any other course is so obviously impossible, that we 
know of no cases directly in point in which the propri¬ 
ety of the practice was ever before raised and decided. 
There are, of course, cases in which motions for judg¬ 
ment on the record were denied and the right to there¬ 
upon proceed with the taking of testimony was 
incidentally announced by the tribunal disposing of 
the motion. For instance, in Winsor v. Struble, 1904, 
C. I)., lf>8, Struble, the senior party, moved for judg¬ 
ment on the record, under Rule 114, alleging that Win- 
sor’s preliminary statement failed to overcome the 
prima facie case made by the respective dates of appli¬ 
cation. The motion was denied by the Examiner of 
Interferences, who held that Winsor’s statement did 
overcome Struble\s tiling date. Struble appealed to 
the Commissioner. The Commissioner affirmed the 
Examiner of Interferences, and then stated: 

“In view of the allegations in his preliminary 
statement, Winsor is entitled to take testimony. 

* The allegations in Winsor’s preliminary 
statement are of such nature as to warrant this 
interference taking the usual course.” 

It must follow, therefore, both on reason and au¬ 
thority, that if any of the tribunals of the Patent 
Office had denied landmark\s motion for judgment on 
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the record, the interference would thereafter have had 
to take “the usual course .” 

In The Gem Cutlery Co. v. Leach, 1905, C. 1)., 58, 
the motion for judgment on the record was denied by 
the Examiner of Interferences. It was held that there 
was no appeal, as it was not a final judgment. The 
Commissioner stated: 

“In fact, it would seem that his decision deny¬ 
ing a motion for judgment on the record should 
not he subject to review on appeal in any case. It 
is not a final decision that judgment will not be 
rendered in favor of the party bringing the motion 
or against the other side, but is merely a ruling 
that judgment will not be entered now on the rec¬ 
ord evidence now in the case.” (Italics ours.) 


In Letup v. Randall and Bates v. Thompson, 1906, 
C. I>., 42, the case just cited was followed and approved. 

If the Examiner of Interferences, in the case at 
bar, had denied landmark’s motion for judgment on 
the record, would the Board or the Commissioner have 
entertained an appeal ? Obviously not. Yet how can 
Liudmark be held to be now in any worse position than 
he would hare been in had the Examiner of Interfer¬ 
ences in the first instance correctly decided the motion 
for judgment on the record? 

Now, it seems quite clear that the situation is in no 
respect altered because deFerranti appealed to this 
Court. The relation of this Court to the Commissioner 
of Patents, in matters of which it has appellate juris¬ 
diction, is essentially the same as the relation occupied 
bv the Commissioner to the Board, or by the Board to 
the Examiner of Interferences. No tribunal is author¬ 
ized under the statutes or the rules of practice to take 
any action or render any decision not in conformity 
with the decision of the tribunal above it. But the 
only question that this Court decided was that which 
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the Examiner of Interferences decided—whether Land¬ 
mark was entitled to judgment on the record. This 
Court held that “the judgment of the Commissioner 
of Patents is reversed;” that is, it decided that Lind- 
mark was not entitled to judgment on the record. It 
did not decide that deF err anti was entitled to judg¬ 
ment of priority. 

Lindmark is not asking the Patent Office to take 
any action not in conformity witli the decision of this 
Court. The judgment on the record in Lindmark’s 
favor has been vacated. Lindmark makes no protest. 
On the contrary, he asks that the interference proceed 
precisely as it must proceed after the vacation of such 
a judgment. He does not ask that the Patent Office 
take any action not in conformity to the decision of 
this Court. He asks the office to take the only action 
which can possibly conform to the decision of this 
Court. To deny to Lindmark the right to take testi¬ 
mony in support of facts alleged in his preliminary 
statement that, if proved, would carry his invention 
hack of the date of filing of deFerrantPs British pat¬ 
ent—the earliest date claimed by deFerranti—is to 
deny him a fundamental right. 

The statement by the Examiner of Interferences 
on Lindmark \s request to fix times for taking testi¬ 
mony, that nothing “can be found in the final decision, 
upon appeal, authorizing further proceedings” in the 
Patent Office and the statement by the Commissioner 
on landmark's appeal from the decision of the Exam¬ 
iner of Interferences, that this Court reversed his de¬ 
cision “without authorizing the taking of further proof 
in respect to priority of invention,” is, of course, true; 
but there was no occasion for this Court to expressly 
authorize that the interference should take the course 


that, under the law and the practice, necessarily fol¬ 
lows a refusal of judgment on the record. The law 


and the practice authorize that the interference should 
take such course, and the Patent Office is without au¬ 
thority, under the law and the practice, to take any 
other course. 

It is, of course, true that the allowance by the 
Examiner of Interferences of the motion for judgment 
was a final decision. But the denial of such a motion 
would not have been a final decision; and the decision 
of this Court reversing the Patent Office is simply a de¬ 
cision that the original motion should have been denied, 
and is no more a final decision than a denial of the 
motion in the first instance by the Examiner. 

In addition to the cases already cited, the Supreme 
Court case of In re Sanford Fork and Tool Co., lfiO U. 
S. 247, is especially illuminating. In that case the com¬ 
plainant filed a hill and the defendant an answer to 
which the plaintiff filed exceptions. The exceptions 
were sustained, and the defendant standing on its an¬ 
swer, the Court entered a final decree for plaintiff. On 
appeal the decree was reversed on the ground that the 
answer was sufficient if supported by proof. The de¬ 
fendant then insisted, before the lower Court, that the 
decision of the Supreme Court, being on an appeal from 
a final decree, was a final decision, and that the defend¬ 
ant was entitled to a final decree. The lower Court, 
however, allowed the case to proceed as if the excep¬ 
tions had been dismissed in the first instance. On man¬ 
damus proceedings, the Supreme Court sustained the 
action of the lower Court. 

In order that the analogy of this case to the case 
at bar may be readily appreciated, we submit the fol¬ 
lowing comparison, the proceedings in Sanford Fork 
and Tool Co., being in the left hand column and the 
proceedings in the interference at bar being in the 
l ight hand column: 



Bill and Answer. 

Exceptions to Answer 
by plaintiff. 

Exceptions sustained. 

Final Decree for plaintiff. 

Decree reversed. 

Lower Court allows case to 
proceed as if exceptions 
bad been dismissed. 


Preliminary Statements. 

Motion for judgment by 
senior party. 

Motion granted. 

Final judgment for senior 
party. 

Judgment reversed. 

Patent Office refuses to al¬ 
low case to proceed as if 
motion for judgment had 
been denied. 


The Supreme Court inter alia , stated: 

“When the decree of the Circuit Court, sus¬ 
taining the plaintiffs ' exceptions to the answer, 
and (because the defendants declined to plead fur¬ 
ther) granting to the plaintiffs the relief prayed 
for in the bill, was reversed by this Court, the 
only matter which was or could be decided by this 
Court, upon the record before it, was that the 
answer was sufficient. This Court, in so deciding, 
could go no further than the Circuit Court could 
have done, had it made the like decision. Neither 
the Circuit Court, nor this Court, upon adjudging 
that the answer was sufficient, could, without any 
consent or neglect on the part of the plaintiffs, 
deprive them of their right, under the general 
rules in equity, to file a replication. 

“Nor did this Court undertake, either by its 
opinion or by its mandate, to preclude the plain¬ 
tiffs from filing a replication. On the contrary, at 
the outset of the opinion, after observing that, in 
the manner in which the case was submitted for 
decision, the facts alleged in the bill and not de¬ 
nied in the answer, and the new facts alleged in the 
answer, must be assumed to be true, the question 
arising upon those admitted facts was stated to 
be ‘whether the decree in favor of the plaintiffs 




can be sustained’; and, while the opinion declared 
that, assuming those facts, the mortgage was 
valid, yet both the opinion and the mandate or¬ 
dered no final judgment for the defendant, hut 
only ordered the judgment for the plaintiff to he 
reversed, and the cause remanded to the Circuit 
Court for further proceedings not inconsistent 
with the opinion of this Court.” 

The perfect analogy of this case to the interfer¬ 
ence at bar is apparent. In any ordinary case of a 
reversal by this Court of a decision of the Patent 
Office granting a judgment on the record, the right of 
the senior party to insist upon the interference pro¬ 
ceeding in the way it would have proceeded had the 
motion for judgment been originally denied, is not 
open to question. 

In this connection it mav he observed that, under 
the rules of the Patent Office, the practice therein must 
conform to equity practice in the United States courts 
where a situation arises that is not specifically pro¬ 
vided for in the rules. Pule 153 provides that: 

“In contested cases the practice on points to 
which the rules shall not he applicable will con¬ 
form, as near as possible, to that of the United 
States courts in equity proceedings.” 

It surely must he conceded that, if the procedure 
in this interference is to he analogous to general equity 
practice, as stated in the rule quoted and the decision 
cited, Landmark J s right to have the interference take 
the ordinary course is absolute. 

Rule 34 of the rules promulgated by the United 
States Supreme Court for the Courts of Equity of the 
United States reads: 

“If, upon the hearing, any demurrer or plea 
is overruled, the plaintiff shall he entitled to his 
costs in the cause up to that period, unless the 
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court shall he satisfied that the defendant has 
good ground, in point of law or fact, to interpose 
the same, and it was not interposed vexatiously or 
for delay. And, upon the overruling of any plea 
or demurrer, the defendant shall he assigned to 
answer the bill, or so much thereof as is covered 
by the plea or demurrer, the next succeeding rule- 
day, or at such other period as, consistently with 
justice and the rights of the defendant, the same 
can, in the judgment of the court, he reasonably 
done; in default whereof, the bill shall be taken 
against him pro confesso , and the matter thereof 
proceeded in and decreed accordingly. 

This clearly is true whether the demurrer he over¬ 
ruled by the lower court or on appeal. 

II. 

Effect of the Stipulation. 

The present case, therefore, narrows down to one 
question—whether the “Stipulation as to Identity of 
Parties to the Case” filed by the parties to the inter¬ 
ference at the instance of the Examiner of Interfer¬ 
ences and after the motion for judgment on the record 
had been argued, has the effect of essentially altering 
the nature of the proceedings and of converting the 
hearing on the motion into a final hearing on the merits 
based on a stipulated record. 

In the first place the stipulation was unnecessary 
and the action of the Examiner in declining to ren¬ 
der a decision without it erroneous. A motion for 
judgment on the record, like a demurrer to a bill in 
a suit in equity, admits the well-pleaded allegations 
in the statement of the junior party. So far as de 
Ferranti’s foreign patents are concerned, that he was 
the same deFerranti who filed the foreign patents 
specified in his preliminary statement had, therefore, 
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to be assumed by the Examiner with or without a stipu¬ 
lation. In fact the Examiner had to assume a great 
deal more than was stipulated. lie had to assume not 
only that which was stipulated, hut also that all the 
allegations in deFerranti‘s preliminary statement 
were true and specifically that each and all of the 
foreign patents of deFerranti—including the British 
patent filed November 11, 1902—disclosed the subject- 
matter of the interference. As to deFerranti, the stip¬ 
ulation was therefore needless. 

So far as Landmark’s foreign patents are con¬ 
cerned, Landmark relied upon his filing date in this 
country, which in any event was all he was entitled to 
rely upon in a motion for judgment on the record, 
landmark contended, and all the tribunals of the Pat¬ 
ent Office held, not that landmark was entitled to the 
benefit of his foreign application, hut that deFerranti 
was not entitled to the benefit of his foreign applica¬ 
tion, and that deFerranti did not overcome landmark’s 
date of filing in this country. As to landmark, also, 
the stipulation was unnecessary. 

The stipulation, therefore, being unnecessary, and 
being, moreover, irregular in a motion for judgment on 
the record, we submit that it should have no legal effect 
whatever except to estop either party from thereafter 
asserting that the other party was not the party who 
filed the foreign applications recited in his preliminary 
statement. 

A final hearing by the Examiner of Interferences 
can only be had in conformity with the Rules of Prac¬ 
tice. The rules provide that times shall be fixed for 
taking testimony and for hearing (Rule 118, Petition, 
Clause 6, p. 2), and that motions shall be brought 
before the date fixed for the commencement of the 
testimony, twenty days before the beginning of the 
testimony usually being allowed for that purpose. In 


the ea.se at bar, in pursuance of a stipulation that the 
parties should have until May 1, 1906, to make all 
motions they severally desired to make, the Patent 
Office, under date of March 20, 1906 (see Exhibit 6, p. 
16), notified the parties that “the stipulation of the 
17th instant that the time for filing motions be ex¬ 
tended to and including May 1, 1906, has been ap¬ 
proved”, that therefore no testimony was to be taken 
before May 1, 1906, that the testimony was to be con¬ 
cluded September 19, 1906, and the hearing was fixed 
for November 19, 1906. The motion for judgment on 
the record was made within the time fixed for such 
motions and indeed was decided before the time for 
taking testimony began to run, that is, before May 1, 
1906. If it had been the intention of Landmark to 
waive his right to take testimony establishing the date 
of disclosure of his invention to others in this country 
as set forth in his preliminary statement and to stand 
on his record date, that intention could only have been 
evinced by a formal motion to advance the date of 
hearing, accompanied by a formal waiver of his right 
to take such testimony and by an allowance by the 
Examiner of such motion, and the stipulation would 
have had to be of a far more comprehensive character 
than the one actually filed. No such proceedings are 
of record. No such proceedings occurred. 

It is true that no testimony was actually taken by 
either party during the times fixed by the office for 
taking the same. But obviously such testimony would 
have been improper and inadmissible after the entry of 
a formal judgment of priority in Lindmark’s favor. 
That judgment definitely and finally ended the inter¬ 
ference proceedings unless reversed. 

Finally, it is clear, from the decision of the Exam¬ 
iner of Interferences, that the motion for judgment 
on the record was, notwithstanding the stipulation, 
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considered and decided, on its merits, as such a mo¬ 
tion. The Lxaminer begins liis decision by the state¬ 
ment : 

“The case comes up on a motion by Landmark 
for judgment in his favor.” 

And ends it by the statement: 

“The motion is granted 

And the Court of Appeals states, in denying Land¬ 
mark's petition for instructions to the Commissioner 
that 

“Priority had been awarded to Lindmark in 
all the tribunals of the Patent Otlice on his motion 
for judgment on the record 

If the stipulation had been intended to convert the 
hearing on the motion for judgment on the record into 
a final hearing on the merits on a stipulated record, 
certainly that fact would have been clearly expressed 
in some manner in the stipulation. A stipulation al¬ 
leged to involve a forfeiture (i. e., a forfeiture of Lind¬ 
mark's right to prove the facts set forth in his prelim¬ 
inary statement and of his rights to a hearing on such 
proof) should be strictly construed ; and the stipula¬ 
tion in question should not he held to have that effect 
unless its language clearly expresses Lindmark’s in¬ 
tention to waive such rights. It is obvious, from an 
inspection of the stipulation, that it contains no such 
waiver. 

Admittedly, the stipulation does not contain suffi¬ 
cient to clearly make it a formal agreement to waive 
the right to take testimony and a final hearing based 
thereon and to try the interference upon the matter 
set out in the stipulation. 

Now, if, on the other hand, we admit, for argu¬ 
ment, that the stipulation contains more than is neces- 
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sary for a motion for judgment upon the record, this 
should not affect the question. 

Between the two constructions, certainly that con¬ 
struction should be taken which will deprive neither 
party of his rights. 

If the construction be taken that we contend for, 
both deFerranti and Lindmark are saved all the alle¬ 
gations of their respective preliminary statements. If 
the other construction be taken, an ambiguity is re¬ 
solved into a certainty that works a forfeiture by Lind¬ 
mark of a distinct allegation in his preliminary state¬ 
ment which, if true, makes Lindmark the first inventor 
independent of any questions raised or decided in the 
proceedings heretofore had. 

Further, if the stipulation had been intended to 
convert the hearing on the motion for judgment on the 
record into a final hearing on a stipulated record, it 
should and would have conceded all the facts necessary 
for deFerranti to prevail in case it should be de¬ 
termined that Lindmark was not entitled to judgment. 
It would have set forth that deFerranti’s British pat¬ 
ent filed November 11, 1902, discloses the subject-mat¬ 
ter of the interference. That this British patent of de 
Ferranti’s discloses the subject-matter in interference 
has never been admitted or proved, and there are and 
never have been any facts before the office that would 
warrant a judgment of priority in deFerranti’s favor, 
even if Lindmark should take no testimony. Even 
after the mandamus prayed for issues (if the judg¬ 
ment of the Supreme Court be not reversed), it still 
remains for deFerranti to offer this patent in evidence 
and prove that it sets forth the subject-matter in in¬ 
terference. 

Thus, to warrant the entry of a final judgment 
for deFerranti, it must be assumed: first, that the 
stipulation was intended to convert the motion for 
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judgment into a final hearing on a stipulated record 
and that landmark deliberately forfeited his right to 
prove the facts pleaded by him; and second, that the 
stipulation was intended to stipulate, for the purposes 
of such final hearing, that deFerranti’s British patent 
filed November 11, 1902, discloses the subject-matter 
of the interference. Both of these assumptions are 
entirely gratuitous. 

As the Supreme Court said in Carnegie Steel Co. 
v. Cambria Iron Co., 185 U. S. 403 (444), “while a 
stipulation is undoubtedly admissible in evidence, it 
ought not to be used as a pitfall.” Yet unquestionably, 
if the stipulation in this interference is to be given 
the legal effect sought to be given to it by deFerranti, 
it is nothing more or less than a pitfall for Landmark, 
by which grave injustice will be worked against a party 
who is not only the patentee, and thus entitled to re¬ 
quire deFerranti’s priority to be proved beyond rea¬ 
sonable doubt, but who is also admittedly the first 
inventor. 


ILL 

The Decision of the Supreme Court. 

While no written opinion was filed by his Honor 
Chief Justice Clabaugh in rendering his decision, his 
reasons for reaching the conclusion that Landmark's 
prayer should be granted were announced in an oral 
opinion, notes of which were taken and agreed to by 
counsel for both parties and we have been informed 
are to be included in appellant’s brief. While such 
notes are doubtless inaccurate in verbal detail, they 
are accurate in substance, and the Court can derive 
from their perusal a clear understanding of the rea¬ 
sons that constrained Justice Clabaugh to decide that 
the mandamus should issue. 

The Court first referred to the institution of the 
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present interference and to the facts of the case, name¬ 
ly, that Landmark filed in this country before the Act 
of March 3, 1903, and that deFerranti filed in this 
country after the Act of March, 1903, and that deFer¬ 
ranti claimed to have filed an application for a British 
patent for the same invention before Lindmark filed 
in this country; so that, as Chief Justice Clabaugh 
said: 

“The whole question arose whether or not the 
application of deFerranti, having been made un¬ 
der the Act of 1903, gave virtue to his foreign ap¬ 
plication, which was made previous to the applica¬ 
tion of Lindmark in this country, and that was 
the question that was to he tested. It entirely 
depended upon the act of Congress as to whether 
or not deFerranti, having filed his application 
after the act went into etfeet, would antedate the 
application of Lindmark, which was filed before 
the act. In other words, was the law to be viewed 
as retroactive in its operation.’’ 

The opinion then recites the subsequent history of 
the interference: 

“That being the question therefore, it was 
largely a question of law, and thereupon the senior 
party to the interference (Lindmark) asked for 
judgment on the record, which simply meant, as 
I understand it, 4 Does deFerranti have any stand¬ 
ing against my application, taking for granted the 
statements that are of record in his application f* 
The Examiner of Interferences decided that the 
law was not retroactive; it was appealed from 
him to the Examiners-in-Chief; they decided that 
it was not retroactive. It then went to the Com¬ 
missioner himself and he upheld the contention 
of Lindmark as it had been upheld by the Exam¬ 
iner of Interferences and the Examiners-in-Chief. 

“That being a final judgment, an appeal was 
taken from the Commissioner to the Court of Ap¬ 
peals, and the Court of Appeals reversed the Com¬ 
missioner and sent the case back to the Patent Office. 
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Thereupon, landmark, through his attorneys, of 
course, ap])lied to the Commissioner of Patents 
or to the patent officials to permit testimony then 
to he taken upon the question of fact contained in 
the different applications; but they replied that 
they had no authority to do that, that the judg¬ 
ment having been final (because only final judg¬ 
ments could he appealed to the Court of Appeals 
from the Commissioner) nothing more could he 
done, and that the Patent Office had no further 
jurisdiction.” 

After reciting the subsequent petition taken to 
this Court and the refusal of this Court to take juris¬ 
diction, the Court returned to a consideration of Land¬ 
mark’s motion for judgment on the record and the 
stipulation filed at that time: 

“I ought to have said that the Examiner of 
Interferences, before he would hear the question 
of motion for judgment on the record, insisted 
upon the parties entering into a stipulation. That 
stipulation, as I understand it, was that Lindmark 
and deFerranti were the same parties who had 
filed applications for this particular patent abroad 
and further, that they were the same Lindmark 
and deFerranti who were then parties in this in¬ 
terference case. I think I have thus fairly stated 
the case as it was presented. 

“As I understand the facts in this case, and 
the argument on behalf of the Commissioner, it is 
largely upon this stipulation that he thinks that 
nothing further can be done in the Patent Office, 
that the stipulation is just as though proof had 
been taken. Is this contention a legal contention? 
Can it fairly be drawn from the rules of law which 
I assume prevail in the Patent Office as elsewhere? 
I have no difficulty in my own mind, unless there 
is some technicality in the Patent Office practice, 
or unless there is a practice there that would be 
controlling, and which I am frank to say, I have 
not yet discovered, despite of the very clear and 
able brief presented on the part of the Patent 
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Office, and I am unable to differentiate this case 
from any other case in a court of law. That being 
so, what is the position of the parties in this easel 
It does seem to me that this motion for a judg¬ 
ment upon the record is nothing more or less than 
a demurrer to deFerranti’s application. It simply 
says, and if it does not say that, I cannot under¬ 
stand what it does say, in spite of your application 
and what you set up you are not entitled to a pat¬ 
ent in this case, because you have not made a 
prim a facie case. That is the effect of a motion 
for judgment on the record, if it has any effect at 
all. If I am correct in my view upon this question 
then it has the same function as a demurrer in a 
court of law. * ’ 

The Court, quoting the stipulation, shows that it 
cannot be taken to cover more than its language clearly 
implies: 

“All that the stipulation agrees to is that 
the parties deFerranti and Lindmark, who made 
the applications abroad, are one and the same 
parties who are engaged in this case, and are the 
same parties who are the parties to this interfer¬ 
ence case. It does seem to my mind that it can 
mean nothing else.” 

The Court then shows that the stipulation was un¬ 
necessary if, as the Court was convinced, the motion 
for judgment on the record is analogous to a demurrer. 
As the Chief Justice very pertinently says: 

“I can’t see anything in that stipulation that 
would not have been considered there without the 
stipulation * * * . The demurrer would have 

gone further than the stipulation, because the de¬ 
murrer would have been compelled to have admit¬ 
ted everything stated in the application of deFer¬ 
ranti to have been true, so that under no phase of 
this case can I see that the stipulation plays any 
part at all. The effect of the demurrer would be 
to admit more than the stipulation admits—a great 


28 


deal more. Then, as we know, the admission in 
the ease of a demurrer is onlv for tlie sake of 
argument in that particular ease, and if the de¬ 
murrer is against a party making it, it does not 
hind him, and the ease goes to proof.” 


The Court then proceeds to illustrate the effect of 
the allowance of landmark's motion for judgment on 
the record and the subsequent reversal of that finding 
by the Court, by analogy to the practice in a Court of 
Equity: 


“Now the illustration: Suppose in a Court 
of Equity a plaintiff files a bill and the defendant 
comes in and demurs to that bill and the demurrer 
is ruled in his favor, say, the demurrer is sus¬ 
tained. Now, of course, there are two methods 
open—either the plaintiff can stand upon his bill 
and take the case to the Court of Appeals or he 
can amend. Now suppose he stands and goes to 
the Court of Appeals on that demurrer, which re¬ 
verses the lower court * * * . It would not be 

contended that that was a final judgment in the 
case, but simply that he must answer the bill and 
then the case will come on and be tried all the way 
through, though a final judgment had been entered 
in the case. Now what is the difference—The par¬ 
ties in this case have the right to try that case out 
upon the rights in the Patent Office. It does not 
delay the progress of the practice in the Patent 
Office to permit this motion for judgment because, 
as in the courts of law, as in the courts of equity, 
very many times cases may be ended upon a demur¬ 
rer, and that is the end of it because they know 
the facts are as stated. Therefore, I would cer¬ 
tainly think that the same thing would be true in 
the Patent Office.” 

Discussing the effect of the decision of this Court, 
Chief Justice Clabaugh says: 

“The Court of Appeals says, ‘Mr. Commis¬ 
sioner, you were wrong in saying that this junior 
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party had no standing in court, and therefore we 
reverse your finding’, but can it possibly be said 
that the reversal of the finding of the lower court 
upon the theory that they had decided wrong * 

* * therefore it must follow as a matter of law 

that the other man must be right without a word 
of testimony? An applicant would never be safe 
in filing a demurrer. He would be taking every 
chance and gaining nothing by it.” 

The Court concludes as follows: 

“I am clearly of the view with my first im- 
pression that I thought the mandamus ought to 
issue. I think that the remedy is plain by man¬ 
damus. landmark has a right to have the matter 
tried in the Patent Office. Therefore I think that 
the right to mandamus he is entitled to have and 
the Court so rules.” 

We do not see how, if, as provided in the Patent 
Office rules, “the practice on points to which the rules 
shall not be applicable will conform, as nearly as pos¬ 
sible, to that of the United States courts in equity pro¬ 
ceedings”, the carefully considered reasoning of Chief 
Justice Clabaugh can be overthrown. 


IV. 

Contentions of Respondent-Appellant. 

The contentions of respondent-appellant are three 
in number and will be considered as they are enum¬ 
erated. 

respondent-appellant's point i. 

That inasmuch as the Circuit Court of Appeals 
took jurisdiction of deFerranti’s appeal , and inasmuch 
iis that Court has jurisdiction to entertain only appeals 
from final decisions upon the finest ion of priority of 
invention, therefore the decision of the Court of Ap- 
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peals was a final determination of the question of pri¬ 
ority in favor of deFcrranti. 

This position is sot forth in his answer ns follows: 

“Respondent, further answering, says that 
whereas the decision which was rendered by the 
Examiner of Interferences was a final decision 
as to the question of priority of invention, and 
appeal was taken by the defeated party to the 
examiners in chief, the Commissioner and the 
Court of Appeals of the District of Columbia, and 
whereas the Court of Appeals of the District of 
Columbia has jurisdiction to entertain only ap¬ 
peals from final decisions upon the question of 
priority of invention under sections 4904, 4909, 
4910, and 4911, of the Revised Statutes and the Act 
of February 9, 1893, as interpreted by that Court 
in the case of Allen v. U. S. A. ex rel. Lowry (26 
App. D. C., 8), and by the Supreme Court of the 
United States upon appeal in U. S. A. ex rel. 
Lowry v. Allen (203 U. S., 476), in which the latter 
court said (p. 483), in referring to the decision of 
the Court of Appeals of the District of Columbia: 

‘We concur with the views expressed, 
that the statutes provide only for appeals 
upon the question of priority of invention. 
Appeals on other questions are left to the 
regulation of the Patent Office under the grant 
of power contained in section 483.* 

“The decision of the Court of Appeals of the 
District of Columbia reversing the decision of the 
Commissioner of Patents was a final determina¬ 
tion of the question of priority in favor of the 
party deFerranti in the interference referred to 
herein. That therefore it was not the duty of 
the Patent Office to reopen the case and set new 
times for the taking of testimony in the interfer¬ 
ence as set forth in paragraph 12 of said petition, 
that it was within the discretion of the Examiner 
to refuse to reopen the case in the absence of a 
satisfactory showing why the testimony sought 
to be taken was not presented prior to the date of 
final hearing upon the question of priority of in- 
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vention, and that in refusing to grant Landmark’s 
motion for leave to take testimony the Examiner 
of Interferences did not act without his jurisdic¬ 
tion or discretion.” 

This position was much elaborated upon in the 
respondent’s brief before the Supreme Court, from 
which we extract the following statement: 

“Had the decision been merely a decision 
upon a motion for judgment, appeal would not 
have been permitted therefrom to the Court of 
Appeals of the District of Columbia. That Court 
has repeatedly announced that it would not enter¬ 
tain appeals from interlocutory orders in inter¬ 
ference cases.” 

And also: 

“In view of the fact that the Court of Appeals 
is empowered by statute to decide only the ques¬ 
tion of priority of invention and it appearing from 
the decision in the interference, as well as from 
the decision upon the petition above referred to, 
that that Court had decided the question of prior¬ 
ity of invention, it is submitted that the party 
landmark is entitled to no further action in the 
case.” 


And also: 

“The Court of Appeals having the entire case 
before it, reversed the decision of the Commis¬ 
sioner of Patents and remanded the same to the 
Commissioner in accordance with a provision of 
law. The Commissioner therefore had no further 
right to examine it for any other purpose than 
execution of the mandate and was without author¬ 
ity to give any further relief in the matter, upon 
the principle followed in the decisions of Stewart 
v. Salamon (94 U. 8., 434; 97 U. 8., 361; Gaines v. 
Rugg, 148 U. 8., 228), in re Wash’n & Sci. R. R . 
(140 U. 8., 91), in each of which cases the entire 
question had been brought to and decided by the 
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Appellate Court upon appeal, and in each ease it 
was held that the lower court had no right there¬ 
after to modify the mandate of the higher court 
or to grant additional relief to the defeated 
party.” 

This fallacious line of reasoning is perhaps fully 
answered under Caption I herein entitled “The 
Nature of a Judgment on the Record”. The vice of 
respondent’s reasoning is that his conclusion does not 
follow from his premises. The decision of the Patent 
Office against deFerranti was that Lindmark was en¬ 
titled to judgment on the record. Such a decision is 
a final decision upon the question of priority. The 
appeal, therefore, was from a final decision upon the 
question of priority. That gave the Court of Appeals 
jurisdiction. The Court of Appeals held that this de¬ 
cision was erroneous. That is the Court held that 
Lindmark was not entitled to judgment on the record. 
Such a decision finally disposes of the question whether 
Lindmark is entitled to judgment on the record, hut it 
does not finally, or even preliminarily, dispose of the 
question whether Lindmark was the first inventor. If 
landmark’s motion for judgment on the record had 
l>een denied by the Examiner of Interferences, that 
would not have been a final decision against Lindmark 
on the question of priority of invention. The effect of 
the decision of the Court of Appeals is simply to hold 
that the Patent Office erred in awarding priority to 
Lindmark on the record. Lindmark, therefore, simply 
asks that he he placed in precisely the position he 
would have occupied had the Examiner of Inter¬ 
ferences not erred in awarding priority to Lindmark 
on the record. In that event, Lindmark would then 
have proceeded to take his testimony and would have 
argued his case on the dates fixed by the Patent Office 
in the notice fixing times. Lindmark claims the same 
right now. 


33 


None of the decisions cited by respondent are in 
point. 

In Stewart v. Salomon, supra, the Supreme Court 
of the United States reversed the lower court and de¬ 
cided specifically what sum should be adjudged due (94 
U. S., 434). The defendant then petitioned for leave to 
file a plea of lis pendens and an amended answer. 
The petition was overruled, a final decree entered, and 
an appeal taken to the Supreme Court. The Court 
held that the rights of the parties were determined 
upon the original appeal and that there was nothing 
for the Circuit Court to do except to enter a decree in 
accordance with the instructions of the Supreme Court 
and carry it into effect. 

If this Court, in the case at bar, had, or could 
have, awarded priority to deFerranti, the case quoted 
might be parallel. But this Court did not so decide. 
The Commissioner would fully abide by the decision 
of this Court by a vacation of his decision that Land¬ 
mark was entitled to judgment on the record. 

In re Washington & Georgetown R. R. Co., supra, 
the Supreme Court decided that the plaintiff was en¬ 
titled to recover a certain sum in an action of tort. The 
lower court allowed interest on this sum. The Supreme 
Court, in deciding an application for a writ of man¬ 
damus, held that this was in conflict with its decree. 

In Gaines v. Rugg, supra, the Supreme Court 
affirmed the lower court on the question, of title and 
reversed it with respect to the rules prescribed by the 
Circuit Court for the account (p. 240). The Circuit 
Court reopened the case on the question of title. The 
Supreme Court held that this was beyond the authority 
of the lower court. 

All of these cases came before the Court on a full 
record of proofs taken by both parties that necessarily 
involved a final decree in favor of one party or the 
other. The case at bar came before this Court on a,n 
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appeal that only involved the question whether Land¬ 
mark was entitled to a final judgment on the pleadings 
of the parties, and on such motion a final decree could 
he entered only in favor of landmark. It may he that 
in many or most cases, a decree of the Supreme Court 
is a final disposition of them, hut the citation of such 
cases does not establish, or even raise a presumption, 
that the decree of an appellate court in any given case 
finally disposes of it. On the other hand, the citation 
of a single case, such as In re Sanford Fork & Tool Co., 
supra , in which the Court holds that the reversal of a 
judgment for one party does not involve a final judg¬ 
ment for the other party, makes it necessary, in each 
case, to determine what effect the decree of the appel¬ 
late court ought to have. 

Now, if landmark’s motion for judgment on the 
record is, as we submit and as the Supreme Court of 
the District of Columbia held, analogous to a demur¬ 
rer, or to the exceptions to the answer in In re Sanford 
Fork d; Tool Co., supra, then the holding of the Su¬ 
preme Court in that case that 

“both the opinion and the mandate ordered 
no final judgment for the defendant, hut only or¬ 
dered the [final] judgment for the plaintiff to be 
reversed”, 

is applicable to the case at bar. That this Court 
ordered no final judgment for deFerranti, hut only 
ordered the judgment for landmark to he reversed is 
perfectly clear. 

RESPONDENT-APPELLANT \s POINT II. 

That the stipulation was in lieu of proofs that the 
parties were entitled to take, and that the decision on 
the motion for judgment on the record was a final hear¬ 
ing on stipulated proofs. 

This position is fully answered under Caption 2 
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herein, entitled “Effect of the Stipulation” and by the 
reasoning of Chief Justice Clabaugh. 

Reference should here be made to certain state¬ 
ments made by respondent in his brief before the 
Supreme Court, which may be repeated in this Court. 
It is therein stated that “it was, of course, incumbent 
upon the party relying upon his foreign application 
to establish * * * that the application in such for¬ 
eign country was for the same invention** and that 

“In the present case, counsel for deFerranti 
and Lindmark dispensed with the proofs of their 
foreign applications by the stipulation above 
(pioted, that deFerranti and Lindmark were the 
same parties who had filed the foreign applica¬ 
tions referred to in their respective applications 
and preliminary statements, and that the applica¬ 
tions abroad were for the same invention.** 

In fact, the stipulation covers only the first points 
mentioned. It does not set forth that “the applica¬ 
tions abroad were for the same invention.” 

It thus appears not only that the stipulation does 
not contain sufficient to make it a formal agreement 
to waive the right to take testimony and to try the 
interference upon the matter set out therein, but also, 
that the facts stipulated are insufficient to warrant any 
judgment in favor of deFerranti under any circum¬ 
stances. 

As before stated, between the two constructions— 
the one urged by the Commissioner, which involves the 
assumption that the stipulation was intended to be 
something that it does not on its face appear to be; and 
the one urged by Lindmark and sustained by Chief 
Justice Clabaugh, that it was simply unnecessary and 
admitted much less than was admitted by the motion 
for judgment (demurrer) itself—the latter construc¬ 
tion should be adopted; for thereby both parties will 
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have their rights preserved, and no forfeiture will be 
worked against landmark of rights that he admittedly 
possessed and which he cannot be held to have forfeited 
except by a pure assumption that that was the intended 
effect of an irregular feature of a regular proceeding. 


RESPONDENT-APPELLANT’S POINT III. 

That Lindmark has a complete and adequate rem¬ 
edy other than by mandamus and that therefore man¬ 
damus will not lie. 

Paragraph 17 of Respondent’s Answer sets forth 
the following: 

“Respondent further answering says that the 
party Lindmark is possessed of a patent upon the 
invention involved in said interference and that 
said patent is not rendered void nor otherwise 
impaired by the proceedings in the interference 
proceedings referred to herein,,and that if a pat¬ 
ent should be granted to deFerranti pursuant to 
the decision rendered by the Court of Appeals of 
the District of Columbia in such interference said 
party Lindmark would have a complete and ade¬ 
quate remedy under the provisions of section 4918 
of the Revised Statutes, which is as follows: 

‘4918. Whenever there are interfering 
patents, any person interested in any one of 
them or in the working of the invention 
claimed under either of them, may have relief 
against the interfering patentee, and all par¬ 
ties interested under him, by suit in equity 
against the owners of the interfering patent; 
and the Court, on notice to adverse parties, and 
other due proceedings had according to the 
course of equity, may adjudge and declare 
either of the patents void in whole or in part, 
or inoperative, or invalid in any particular 
part of the United States, according to the 
interest of the parties in the patent or the 
invention patented. But no such judgment 
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or adjudication shall affect the right of any 
person except the parties to the suit and those 
deriving title under them subsequent to the 
rendition of such judgment.”’ 

In support of his contention, he cites certain cases 
which, upon examination, are found not to be in point. 

In ex parte Virginia Commissioners, 112 U. S. 177, 
the judges of the Court below refused to allow the 
petitioners a writ of error. The Supreme Court held 
that no action of the Circuit Court as a court is re¬ 
quired, that the writ issues as a matter of right, that 
when sued out any judge of the Circuit Court or any 
justice of the Supreme Court could approve the secur¬ 
ity or sign the citation; and it would be time to apply 
for a mandamus when all these remedies failed. 

In Bayard v. U. S., 127 U. S., 246, in answer to a 
petition for a writ of mandamus to be issued to the 
Secretary of State to compel him to pay to the peti¬ 
tioner part of an award, the Secretary set up that 
there was litigation pending between the petitioner and 
another person with respect to the award. The Su¬ 
preme Court held this to be a sufficient answer. 

In each case, the very right that it was sought to 
enforce was held to be securable by other remedies 
than a mandamus. 

In the case at bar, the right to prevent the issue of 
a patent to deF err anti can only be secured by man¬ 
damus. 

It is not a sufficient answer to the petition for the 
writ to aver that by another remedy Lindmark can en¬ 
force some other right. 

Lindmark’s right to litigate the question of prior¬ 
ity in the Patent Office in accordance with the law and 
the Rules of Practice is absolute. To hold that the 

I 

Commissioner, in an interference proceeding between 
a patentee and an applicant, may, after declaring an 
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interference, unlawfully issue a patent to the applicant 
hcause the patentee, by an action in equity, may subse¬ 
quently secure a decree invalidating such unlawfully 
issued patent, would in effect nullify the law providing 
for the determination of the question in the Patent 
Office. 

Further, the alternative remedy suggested by the 
respondent exists in the case at bar only in theory and 
not practically. As the record shows, both interfer- 
ents are residents of foreign countries, and service of 
a sulqxena in equity cannot he had by either upon the 
other by any means provided by the law. 

Further, even when the same right may be secured 
by some other remedy than mandamus, the remedy 
must be fully adequate. In one of tbe very cases cited 
by the respondent, (lames v. Rugg, 148 U. 8., 228, the 
Supreme Court issued a mandamus, notwithstanding 
that it was “admissible to raise the question by a new 
appeal, get in view of the delay to he eaused thereby , 
we do not consider that such remedv would have been, 
or would be, fully adequate , or that a writ of man¬ 
damus is now improper. ” The serious delay and ex¬ 
pense that would be entailed by a suit under the pro¬ 
visions of Section 4918 R. S., would in itself make the 
remedy not “fully adequate” even if the remedy were 
available, which it is not, to prevent the issue of a 
patent to deFerranti. 

Further, it is a matter of public policy that two 
patents for the same invention should not issue to dif¬ 
ferent parties in case of doubt as to the priority of the 
second patentee, as the public will not know to whom to 
look to obtain valid rights under the patent; and inas¬ 
much as the deFerranti patent will be operative for 
years after the Landmark patent has expired, it will 
not be apprised, at the expiration of the Lindmark pat¬ 
ent, whether or not the invention will have become pub¬ 
lic property. 
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The public interest, therefore, requires much more 
so than in an ordinary interference between patent ap¬ 
plications, that Lindmark’s right to a final determina¬ 
tion of the question of priority in the Patent Office 
should not be withheld from him. 

Respectfully submitted, 

GEORGE R. HAMLIN, 
FRANK S. BUSSER, 
GEORGE J. HARDING, 
of Counsel for Appellee. 


ADDENDA. 

Since reading the brief on behalf of respondent, 
we deem it necessary to reply specifically to the follow¬ 
ing points raised and discussed therein: 

1. The allegation that the rules do not provide for 
a motion for judgment on the record, and that the Ex¬ 
aminer of Interferences in a proper case acts without 
such a motion. 

This statement need not be taken too seriously. 
Rule 114 provides that it shall be the duty of the Exam¬ 
iner of Interferences, in a proper case, to enter such a 
judgment. This necessarily involves the right of the 
party in whose favor such a judgment should be ren¬ 
dered to move the Examiner to enter such a judgment 
in case the Examiner fails or neglects voluntarily to 
do so. 

The practice in the Patent Office of the parties 
making, and the office considering, motions for judg¬ 
ment on the record is a common one, for examples of 
which see: 

Windsor v. Struble, p. 13, supra; 

Gem Cutlery Co. v. Beach, p. 14, supra; 

Semp. v. Randall, p. 14, supra; 

Bates v. Thompson, p. 14, supra. 


40 


2. The contention that Landmark attempted to base 
his motion for judgment, in part, upon the allegation 
in his preliminary statement of the filing of his own 
foreign application, and that as this could not he done 
in a motion for judgment on the record, the hearing 
before the Examiner of Interferences was not of a 
motion for judgment on the record, hut a final hearing 
upon a stipulated record. 

Counsel for the Commissioner of Patents takes 


the position that because the stipulation speaks of 
Landmark as well as de Ferranti, it was a stipulation 
to waive evidence and try the case finally upon this 
stipulation. 

His argument consists mainly in conclusions with¬ 
out premises upon which to base the conclusions. 

It is clear, from the motion itself, that it was not 


based on any of Landmark’s allegations in his prelim- 
inarv statement; and it is clear from the Examiner’s 
decision that it was the motion of landmark, and only 
the motion, that was decided. 


This motion reads: 


“And now comes Tore G. E. landmark, by 
his attorney, and upon the record dates of land¬ 
mark and de Ferranti herein, and upon the allega¬ 
tions of de Ferranti in his preliminary statement, 
moves for judgment of priority in his favor against 
de Ferranti.” 

“Reference will also he made to Lindmark’s 
preliminary statement.’’ 


Clearly the only basis of the motion was the record 
dates (dates of filing in United States) of landmark 
and de Ferranti and the allegations in de Ferranti’s 
preliminary statement. 

The statement that reference would he made to 
landmark’s preliminary statement clearly makes it 
no part of the basis of the motion. The motion is 
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purely a motion for judgment on the record equivalent 
to an allegation by Lindmark that if all in de Ferran¬ 
ti’s statement is true, he cannot succeed in view of his, 
Lindmark’s, record date. It is clearly analogous to 
a demurrer. 

If the Examiner had decided the motion adversely 
to Lindmark, he could only have denied the motion, 
which, under the practice and rules of the Patent Office, 
would have left the parties to their proof. 

It is difficult to see how the stipulation which 
reads,— 

“It is hereby stipulated and agreed by and 
between the respective parties to the above entitled 
interference that the parties de Ferranti and Lind¬ 
mark who are involved in this interference are 
the same parties, de Ferranti and Lindmark, who 
. filed the applications for foreign patents specified 
in the oaths attached to their respective U. S. ap¬ 
plications and in their preliminary statements, and 
that the de Ferranti and Lindmark named herein 
are the same de Ferranti and Lindmark named in 
the Interference No. 25,459,” 

changes this condition. 

It clearly contains no language substituting a final 
hearing for the motion for judgment on the record; 
neither does the Examiner’s opinion so state. 

The stipulation certainly agreed to no state of 
facts beyond the identity of the parties to the L T nited 
States and foreign applications mentioned in their 
respective preliminary statements. 

It did not waive the right to take proof as to the 
introduction of the invention into the United States by 
Lindmark prior to de Ferranti’s foreign application, 
as mentioned in the preliminary statement of Lind¬ 
mark. 

It did not put in evidence the foreign applications 
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of either party, which is essential, except by demurrer 
or motion for judgment, before they can be considered. 

Landmark could have referred to the foreign dates 
in his own preliminary statement, with or without this 
stipulation, and use them argumentatively, as he did, 
to assist in his contended construction of the statute. 

In fine, as stated in our main brief, the Examiner 
having demanded the stipulation, the fact that we made 
it because he demanded it cannot make it cover or in¬ 
clude more than it does; and it is impossible, we con¬ 
tend, by construction, to convert it into a stipulation 
to drop the motion for judgment on the record and 
argue the case at final hearing. If so, upon what was 
the case to be argued? The stipulation only agrees 
that de Ferranti and Lindmark are the same parties 
who filed applications set out in their oaths to the appli¬ 
cations and preliminary statements, which is clearly 
insufficient upon which to decide this or any other case. 

The motion, as wade by Lindmark , should have 
been decided by the Examiner of Interferences without 
requiring the stipulation. This must be conceded. If 
he mistakenly required a stipulation, that did not 
change the character of the motion, or convert it into a 
final hearing on a stipulated record, as respondent 
alleges, in the absence of any statement in the stipula¬ 
tion to that effect. 

If the stipulation, when made, had been supposed 
or intended to have the effect now sought to be given 
to it, it would have been the most important part of the 
record that was certified to this Court, as it would have 
been an absolutely necessary part of the record to 
form a basis for judgment in favor of de Ferranti. As 
a matter of fact, the stipulation formed no part of the 
appeal record , as appears by reference to the printed 
record on appeal; and the Court did not have before it, 
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even on the theory of the respondent, any record that 
would have warranted a judgment of priority in de 
Ferranti’s favor. 

Respectfully submitted. 

GEORGE R. HAMLIN, 
FRANK S. BUSSER, 
GEORGE J. HARDING, 

Of Counsel for Appellee. 


